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IN THE 
UNITED STATES COURT OF APPEALS 


For Tue Nintu Circuit 


No. 20,212 


THE PLASTIC CONTACT LENS COMPANY, 
a corporation, 
Defendant-A ppellant, 
vs. 
GEORGE H. BUTTERFIELD, SR., 
Plaintiff-A ppellee. 


APPELLANT’S OPENING BRIEF. 


Twelve years ago, in Pacific Contact Laboratories v. 
Solex Laboratories, Inc. (9 Cir., 1953), 209 F. 2d 529, 
Judges Stephens, Orr, and Pope upheld the Tuohy eontact- 
lens patent No. 2,510,438 and hailed its invention as ‘‘an 
idea in advance of the art to which mechanical skill of 
high order was applied.’’ Now that patent comes again 
before this Court: 


STATEMENT OF THE PLEADINGS 
AND JURISDICTIONAL FACTS. 


The complaint in this case was filed by George H. But- 
terfield, Sr., of Portland, Oregon (hereinafter called 
“Butterfield’’), against defendant The Plastic Contact 
Lens Company, an Illinois corporation (hereinafter called 
“Plastic”). While Plastie’s principal place of business is 
in Chicago, it has an office in Portland and is licensed to 
do business in Oregon (R. 45). The jurisdiction and venue 
of the District Court were based on 28 U.S. Code, §§ 1332 
and 1391 (R. 45). 
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The complaint (R. 1-28) set forth three alleged causes 
of action. In his first alleged cause of action (R. 1-6), 
Butterfield averred that he was the owner of United 
States patent No. 2,544,246 (hereinafter called “the But- 
terfield patent’’) for an improvement in corneal contact 
lenses; that he was engaged in the business of soliciting 
licensees and granting licenses under the Butterfield pat- 
ent to manufacturers of contact lenses; that Plastic is 
the owner of United States patent No. 2,510,438 (herein- 
after called “the Tuohy patent’) also relating to corneal 
contact lenses; that by virtue of the settlement of previous 
litigation between the parties each party had the right to 
solicit licensees and grant licenses under their respective 
patents; and that Plastic, since such settlement, had un- 
fairly competed with Butterfield by: 


(a) Indemnifying and offering to indemnify Plastic’s 
licensees against actions for infringement of the 
Butterfield patent, thereby allegedly inducing such 
Plastic licensees to infringe the Butterfield patent, 
discouraging them from taking licenses from But- 
terfield, and encouraging existing licensees of But- 
terfield to refuse to pay royalties to Butterfield; 


(b) Filing allegedly unfounded actions against licensees 
and “prospective licensees’? of Butterfield, alleging 
that Butterfield and his attorneys and licensees and 
prospective licensees had conspired with others to 
violate their contractual relations with Plastic, al- 
legedly for the purpose of discrediting and defam- 
ing Butterfield and his attorneys and frightening 
away prospective licensees of Butterfield; 


(c) Under the “false guise” of simplifying royalty ac- 
countings, allegedly requiring and attempting to 
require “Butterfield’s licensees and prospective 
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licensees’? to pay to Plastic “unjustified royalties” 
on unfinished and incomplete lens articles that are 
not patented; 


(d) Under the guise of simplifying royalty accountings, 
allegedly requiring and attempting to require ‘‘But- 
terfield’s licensees and prospective licensees” to 
pay to Plastic “unjustified royalties” on unpat- 
ented, unfinished, and incomplete lens articles sold 
to be finished into contact lenses “only under and 
in accordance with the Butterfield patent”; and 


(e) Allegedly attempting, by personal and telephone 
ealls, to discourage prospective licensees of Butter- 
field from entering into licenses with Butterfield 
under the Butterfield patent. 


The alleged first cause of action included a recital that 
Plastice’s acts complained of were committed “wilfully, de- 
liberately and in bad faith”. An injunction and damages 
were sought. 


The alleged second cause of action (R. 6-7) reasserted 
the substantive allegations set forth under the first al- 
leged cause of action and claimed a right of recovery on 
the theory that Plastie’s acts constituted actionable inter- 
ference ‘‘with the contractual relations between Butter- 
field and his said licensees”, and “deceived and misled 
Butterfield’s said licensees and prospective licensees into 
the false belief that it is unnecessary for them to take 
licenses from Butterfield or to pay royalties to Butterfield 
even though they make and sell corneal contact lenses 
under and in accordance with the said Butterfield patent.” 


The alleged third cause of action (R. 7-9) reasserts the 
substantive allegations of the first cause of action, claims 
jurisdiction under the antitrust laws and 28 U.S. Code, 
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§$$2201-2202, as well as by virtue of diversity of citizen- 
ship, asserts that unfinished, unpatented lens articles are 
commodities traded in interstate commerce, and alleges 
that Plastic does not own, control, or license any United 
States patent covering such unfinished lens articles. The 
complaint goes on to aver that Plastic may not legally 
indemnify or offer to indemnify any contact-lens mann- 
facturer against liability for infringement of the Butter- 
field patent, and asserts that Plastic’s doing so is a breach 
of the settlement contract by which the prior litigation 
between the parties was settled. As part of the alleged 
third cause of action, the complaint also avers that it is 
a breach of the settlement contract as well as a violation 
of the antitrust laws for Plastic, by contract or otherwise, 
to require any Butterfield licensee to pay to Plastic roy- 
alty upon any unpatented material or article of commerce 
used by said licensees in fabricating corneal contact lenses 
under the Butterfield patent. The complaint prays injunc- 
tive relief, damages, and award of costs and attorneys’ 
fees. 


The amended answer (R. 33) admitted the formal alle- 
gations of the complaint with respect to the identity of 
the parties, their respective ownerships of the Butterfield 
and Tuohy patents, and their being engaged in patent li- 
censing; it denied, however, all the charges of wrong- 
doing asserted under each of the three causes of action. 


In addition, Plastic filed a counterclaim (R. 35), alleg- 
ing that Butterfield had damaged Plastic extensively by 
making false and misleading statements to contact-lens 
manufacturers as to the respective legal scopes and mean- 
ings of the Butterfield and Tuohy patents, by assisting 
and supporting groups of contact-lens manufacturers 
formed to injure Plastic by sabotaging its Tuohy patent, 
by representing to Plastie’s licensees that the Tuohy pat- 


as 


ent is invalid and unenforceable, that Plastic’s license 
agreements are invalid and in violation of the antitrust 
laws, and divers other acts of alleged misconduct directed 
to injuring Plastic. 


Butterfield filed a reply (R. 42) to the counterclaim, 
denying the allegations of wrongdoing therein. 


Following the trial of the cause, the District Court en- 
tered on March 1, 1965, findings of fact and conclusions 
of law (R. 104-153) resolving wholly in Butterfield’s favor 
the issues arising on the complaint and answer and on the 
counterclaim and reply. An interlocutory judgment (R. 
154) was entered on April 23, 1965, dismissing the counter- 
claim, ordering an accounting of damages to be recovered 
by Butterfield from Plastic, and permanently enjoining 
Plastic from: 


(a) Making any type of representation, including non- 
disclosure or concealment, concerning the “scope, 
qualities or characteristics’’ of the Butterfield and 
Tuohy patents respectively except in exact and com- 
plete accordance with the characterizations of those 
patents embodied in the District Court’s findings 
of fact, such findings, so far as material, being set 
forth in the judgment; 


(b) Making any type of representation, including non- 
disclosure or concealment, concerning the settlement 
of the former action between the parties, except in 
accordance with the District Court’s findings on that 
subject as set forth in the judgment; 


(c) Enforcing, using, or claiming a royalty base in its 
license agreements under the Tuohy patent by which 
the amount of royalty payable to Plastic is meas- 
ured by or computed upon lenses or devices, fin- 
ished or unfinished, other than those made under 
the teachings of the Tuohy patent; 


so 


(d) Continuing to maintain in force any existing in- 
demnity agreements, or offering to enter into any 
new indemnity agreements, indemnifying Plastic’s 
licensees either partially or totally against claims 
for infringement of the Butterfield patent or claims 
for infringement arising from the use or manu- 
facture of any device not made in accordance with 
the teachings of the Tuohy patent; and 


(e) Instituting, maintaining, prosecuting, or continuing 
actions “against licensees of Defendant or Plaintiff 
and others’? wrongfully and without foundation 
charging alleged conspiracy with plaintiff or with 
others and the assertion of damages therefor. 


Immediately upon entry of the judgment, its injunctive 
provisions were stayed by virtue of an order (R. 164) 
conditioned on the posting by Plastic of a $50,000 bond. 
The bond with appropriate security was duly posted (R. 
167) and the injunction is accordingly stayed pending dis- 
position of this appeal. 


This Court’s jurisdiction of the present appeal arises 
from 28 United States Code, §1292(a)(1), which renders 
appealable interlocutory judgments that grant injunctions. 


aye 


STATEMENT OF THE CASE. 
I. The Questions Involved. 


The basie questions presented by this record are pure 
questions of law. The first one is: 


1. Where the claims of a contact-lens patent (Plas- 
tie’s Tuohy patent No. 2,510,438), already held valid 
by this Court and beyond any doubt a pioneer, call 
for a contact lens having on its inner surface a curve 
of greater radius than the portion of the eye which it 
covers, thus providing “a small but gradually in- 
creasing clearance” between the lens and the under- 
lying eye tissue, 

(a) Should such patent claims be restricted in 
scope to the particular lens shown in the drawing 
of the patent? 


Or, on the other hand, 


(b) Should the scope of the patent claims em- 
brace any lens which responds to the language 
of the claims and hence possesses the “gradually 
increasing clearance” which is the hallmark of 
the invention? 


Beyond any doubt, the correct answer is “No” to part 
(a) of the stated question, and “Yes” to part (b). In 
other words, the claims of such a patent should be lib- 
erally construed so as to protect fully the pioneer inven- 
tion that was patented. The District Court in this case, 
however, misconceiving the law, held the other way. 


The second question presented has to do with the legal 
scope of the Butterfield patent No. 2,544,246. It requires 
consideration of these basic facets, all of which are of 
public record in the Butterfield patent file history: 


me 


(i) The Butterfield patent discloses a contact 
lens having two or more concentric curves on its 
under-surface, so selected as to conform to the 
underlying eye curvature throughout the entire 
lens area; and the language of the patent claims 
explicitly requires such overall conformity. 


(ii) The Butterfield patent was granted on a 
“continuation-in-part” application. In his prede- 
cessor application, Butterfield disclosed and sought 
to claim a lens curved to conform to the eye sur- 
face in the central area but flared outwardly in 
its peripheral area to provide a gradually in- 
creasing clearance from the eye in that region. 
Butterfield’s claims to that type of lens, however, 
were rejected as “unpatentable over Tuohy”, were 
abandoned, and were replaced by the narrowly de- 
tailed claims granted in the patent. 


With those facts anent the Butterfield file history in mind, 
the second question presented by this record is this one: 


2. Can the Butterfield patent include within its 
legal scope a contact lens having an under-surface that 
diverges from the eye in the peripheral area, so as 
to provide in that region a gradually increasing clear- 
ance between the lens and the eye? 


Beyond doubt, the correct answer to that question is 
‘‘No’’, for a classical file wrapper estoppel confines the 
scope of the Butterfield patent to lenses actually con- 
forming to the eye curvature in their peripheral areas as 
well as in their central areas. The District Court, however, 
erroneously answered this question “Yes”; and thus 
wrongly concluded that the Butterfield patent, rather than 


Aoe8 


the Tuohy patent, is the one that covers most modern 
contact lenses. 


The third basic question presented on this appeal has 
to do with patent license agreements and the legally per- 
missible ways in which the royalty for a patent license 
may be measured. The question may be stated thus: 


3. Where, by the nature of a contact lens and the 
manner in which it is ordered, manufactured, and sold, 
it would be expensive, inconvenient, and burdensome 
to measure a patent royalty by counting the actual 
number of lenses made under a licensed patent, may 
the licensor of such a patent legally contract with a 
licensee for a royalty proportional in amount to the 
total size of the licensee’s contact-lens business, eal- 
culated at so many cents per lens sold, whether pat- 
ented or unpatented? 


The correct answer to that question is unmistakably 
“Yes’’; the Supreme Court so held in a directly pertinent 
ease (Automatic Radio Mfg. Co. v. Hazeltine Research, 
Ine. (1950), 339 U.S. 827, 833-834). The District Court, 
however, without mentioning Automatic Radio, answered 
the question “No”, and held Plastie’s royalty base to be in 
violation of the antitrust laws. 


The fourth and last basic question presented by this 
record is: 


4. Where the licensees of a pioneer patent are 
persistently threatened with infringement actions and 
otherwise harassed by the owner of a junior patent 
which actually covers none or substantially none of 
its licensees’ products, may the licensor of the pioneer 
patent legally contract to indemnify its licensees 
against liability for infringement of the junior patent? 
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The correct answer to that question is of course “Yes”. 
The District Court, however, held Plastic’s indemnifica- 
tion of its licensees to be wrongful and illegal—‘wholly 
different” from the conventional patent indemnities that 
are commonplace in business practice. 


Other questions, of derivative and less far-reaching char- 
acter, will be alluded to in the argument. The four above 
set forth, however, define the basic areas in which this 
Court should correct the decision below. 


II. The Facts Of The Case 


As just noted, the basic questions presented by the rec- 
ord are questions of law; the facts, in the evidentiary 
sense, are essentially undisputed. Many of the “findings 
of fact’’ are challenged (Specification of Errors, pages 
39-47, infra), but the error that permeates them, we shall 
show in the Argument, is mostly due to the District 
Court’s having ‘‘interwoven’’ conclusions of law with 
statements of fact (R. 104). 


Highlighting the legal nature of the issues, the record 
citations herein will consist, in nearly all cases, of refer- 
ences to public records, stipulations, or evidence offered 
by Butterfield. In some cases, facts are annotated by a 
summary of the parties’ contentions, to aid the Court 
in pinpointing the areas of dispute. 


A. The Parties And Their Respective Businesses 


Butterfield is a licensed optometrist and majority stock- 
holder of George H. Butterfield & Son, a corporation that 
manufactures plastic contact lenses. Butterfield is also, 
as previously noted, the owner of the Butterfield patent. 
(R. 45; PX-45, 9a) 


Plastic, also a contact lens manufacturer, is owner of 
the Tuohy patent by purchase from its original owner, 
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Solex Laboratories, Inc. Plastic bought the patent after 
a judgment was entered holding it valid and infringed by 
Plastic’s lenses. More on that anon. (R. 45-46). 


Plastic contact lenses are prescribed by physicians or 
optometrists, collectively known in the industry as ‘‘fit- 
ters”. Fitters normally buy the lenses they need from 
manufacturing laboratories, of which there are several 
hundred in the United States, some large, some small. (R. 
46; Tr. 807-308, 324-326). 


By long odds the most important facts in the case are 
those which concern the Tuohy and Butterfield patents, 
what lenses they respectively cover, and how they are 
licensed to lens manufacturers by their respective owners. 
We shall now, therefore, review those facts in considerable 
detail: 


B. The Patents In The Case. 


The Tuohy and Butterfield patents both relate to corneal 
contact lenses. The Tuohy patent (PX 48, 5a) is the senior 
of the two and will be dealt with first. 


1. The Tuohy Patent And Its History, In The Patent 
Office And The Courts. 


The Tuohy patent was granted on an application filed 
February 28, 1948, by one Kevin M. Tuohy of Los Angeles, 
and assigned to a California corporation called Solex 
Laboratories, Ine. It describes and claims contact lenses 
of the so-called ‘‘corneal’’ type—i.e., lenses proportioned 
in size so as to overlie only the cornea, as opposed to 
covering both the cornea and the adjoining area of the 
eye known as the “sclera’’. The patent describes the fitting 
relationship of the Tuohy lens to the underlying eye sur- 
face in these terms (6a, Col. 2, line 22): 
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“A further important characteristic of the improved 
lens resides in the fact that although it is in the 
nature of a concavo-convex section of transparent 
material largely conforming in shape and size to the 
cornea of a given eye, the inside or concave surface 
actually is slightly flatter or may be regarded as 
having a slightly greater radius of curvature than 
the cornea. In this manner the lens may actually con- 
tact the cornea near the center of the lens while the 
portions of the lens adjacent its margin are slightly 
spaced therefrom. This space affords an opportunity 
for the natural eye fluids to enter and relieves pres- 
sure on the cornea.’ 


The Patent Office granted two claims on the Tuohy in- 
vention. Claim 1 reads thus (8a): 


“1. A contact lens applicable to the human eye 
comprising a concavo-convex lens formed of light- 
transmitting material having a marginal size smaller 
than the limbus portion of the eye to which it is 
applicable but larger than the maximum iris opening, 
said lens having a radius of curvature on its concave 
side slightly greater than the radius of curvature of 
the cornea to which it is applied so that radially from 
the center of the lens there will be a small but gradu- 
ally increasing clearance for the entry of natural eye 
fluids between the lens and the cornea, said lens being 
ground to correct for visual deficiency.” 


After the Tuohy patent issued in June of 1950, some 
contact-lens manufacturers took licenses under it, and 
others were sued for infringement. The first infringe- 
ment case to be decided was Solex Laboratories, Inc. v. 
Pacific Contact Laboratories, Inc., in which Judge Benja- 
min Harrison, of the Southern District of California, held 
the Tuohy patent valid and infringed. He awarded attor- 


* Emphasis in quotations is added throughout this brief, 
unless otherwise noted. 
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neys’ fecs to Solex in addition to damages, on a finding 
that the defendant’s infringement was “both deliberate 
and wilful”. (PX 128). 


On appeal (Pacific Contact Laboratories, Inc. v. Solex 
Laboratories, Inc. (9 Cir., 1953), 209 F.2d 529), this Court 
affirmed Judge Harrison’s decision as to the validity and 
infringement of the Tuohy patent, and upheld his award 
of damages plus attorneys’ fees. The Tuohy invention was 
deseribed by this Court in these terms (209 F.2d., at 530- 
531): 


“Tuohy’s claim of invention lay in the development 
of a contact lens which eliminated the need for buffer 
solutions and which could be worn for long periods 
without causing eve irritation. Tuohy accomplished 
this result by elimimating the scleral flanges and mak- 
ing a lens slightly smaller than the limbus portion of 
the eye, but larger than the maximuin opening of the 
iris and by making the radius of curvature on the 
concave side of the lens slightly greater than the 
radius of curvature of the eye at the cornea upon 
which the lens rests, thus enabling the natural fluids 
to reach all portions of the eye.’’ 


Anent the stature of Tuoly’s contribution, this Court 
sara 209) HY.2d), at 933): 


“The district court could not well say that the 
development of a lens, which utilizes the limbus and 
capillary action to retain its position and which is 
so shaped as to utilize the natural fluids of the eyes 
to avoid irritation, is the result of mere mechanical 
skill. There is present, also, an idea in advance of the 
art to which mechanical skill of high order was ap- 
plied.” 
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This Court further wrote (209 F.2d, at 532): 


“It must also be noted that the Patent Office, only 
after making a close examination of Tuohy’s claim of 
invention, granted him a patent on the corneal type 
lens. And there is evidence that the corneal lens met 
with wide acceptance and success only after Tuohy 
put it on the market.’’ 


Following this Court’s decision, Solex filed six addi- 
tional infringement actions in the Southern District of 
California, which were consolidated and tried together 
before District Judge Tolin (Solez Laboratories, Inc. v. 
Graham et al. (S.D. Cal., 1958), 165 F. Supp. 428). One 
of the suits before Judge Tolin involved lenses made by 
Plastic (165 F. Supp., at 436). In resisting the charge of 
infringement against Plastic’s lenses, it was argued that 
Plastie’s lenses had “facets” (t.e., additional curves) on 
their concave sides, in addition to the curve that Tuohy’s 
claims called for. This argument was rejected; Judge 
Tolin commented that even if the facets contributed some- 
thing of value, “. . . it does not follow that a patent is 
avoided by adding something to the patented structure.” 
(165 F. Supp., at 487). 


Similar rulings were made respecting the contact 
lenses sold by the other defendants, Judge Tolin holding 
(165 F. Supp., at 437): 


“Tt is a well-known principle of patent law that 
addition to a patented structure does not enable one 
who makes, uses, or sells the patented thing without 
license to avoid a charge of infringement.” 


Judge Tolin said of the stature of the Tuohy invention 
(165 F. Supp., at 431-432): 


“Although today the Tuohy development does not 
seem particularly involved and now appears to be 
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the natural way in which to construct an efficient 
contact lens, it is apparent from the evidence that 
Tuohy’s simple structure was not understood or known 
prior to his invention. Tuohy arrived at a simple 
solution to a difficult problem. In doing this he went 
far beyond the skills of a competent workman in the 
art. The concept of his structure was entirely new.’’ 


Judge Tolin added (165 F. Supp., at 434): 


“Not one of the cited examples of prior art teaches a 
radius of curvature on its concave side slightly greater 
than the radius of curvature of the cornea to which 
it is applied so that radially from the center of the 
lens there will be a small but gradually increasing 
clearance for the entry of natural eye fluids between 
the lens and the cornea. Despite the absence of this 
characteristic in each one of defendants’ prior ex- 
hibits, this characteristic is the very heart of the 
teaching of the patent in suit. It is what eliminates 
an artificial buffer solution and permits free use of 
natural tear fluids. This was new in the contact lens 
art and the discovery of how to accomplish it was 
invention.” 


Notwithstanding the quoted views of this Court and 
Judges Harrison and Tolin as to the Tuohy patent, the 
District Court in the present case held the Tuohy patent 
to be restricted in legal scope to the specific single-curve 
lenses illustrated in the drawing of the patent. The Dis- 
trict Court held (Finding 7(c), R. 108): 


“The Tuohy Patent, on the other hand, describes 
and claims a lens whose concave surface is defined by 
a single spherical curve of a radius ‘flatter,’ or of 
sufficiently longer radius than that of the cornea so 
as to provide a gradually increasing clearance or tear 
space between the lens and cornea radially outwardly 
from the center. The lens of the Tuohy Patent is 
known in the trade as the ‘flatter type lens.’ ” 
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2. The Butterfield Patent And Its Patent Office History. 


The Butterfield patent is junior in date to the Tuohy 
patent, Butterfield’s parent application having been filed 
on August 1, 1949, seventeen months after the Tuohy 
application was filed (PX-43, 5a; DX-OO, 155a). 


In appraising what the Butterfield patent covers, it is 
of the greatest importance to understand how the dis- 
closures and claims of the parent Butterfield application 
differed from the disclosures and claims of his offspring 
application that matured into the patent. 


The parent application described and illustrated (159a, 
163a) a corneal contact lens shaped in its central area to 
conform to the underlying eye surface but ground in its 
outer zone with a greater radius of curvature than the 
underlying eye surface. This, as may be seen from 
Butterfield’s parent-case drawing (163a), provided a grad- 
ually increasing clearance between the lens and the eye 
surface, outwardly from the center of the lens. This 
clearance zone, the original Butterfield application taught, 
was desirable because it afforded a space for “tear fluids”, 
and the claims filed with the specification specifically re- 
quired such a zone. For example, Butterfield’s claim 4 
in the parent application read thus (DX-OO, 161a). 


“4, A corneal contact lens covering only the cornea 
portion of the natural eye and relieved within its 
inner side to form a capillary space extending around 
the entire lens.” 


Butterfield’s claims originally submitted in his parent 
application were rejected by the Patent Office as ‘‘obvi- 
ously fully met” by the prior art (DX-OO, 164a). They 
were cancelled and replaced (16Sa, 172a) by six new claims 
likewise calling for a clearance zone in the peripheral 
region of the lens. Those were rejected (174a-175a) “as 
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unpatentable over Tuohy”, and the Butterfield parent 
application was therenpon abandoned. 


The parent Butterfield application was replaced by a 
continuation-in-part application, which matured into the 
Butterfield patent. In that continuation application (DX- 
NN, 130a), there was no teaching of peripheral re- 
cessing or any gradually inereasing clearance zone near 
the edge of the lens. On the contrary, the offspring apph- 
eation showed and described a lens with a concave under 
surface parallel to the eye curvature throughout the 
whole lens area (9a, 140a, 136a). 


The new Butterfield application (DX-NN, 137a-188a) was 
filed with claims addressed (a) to a lens having an inner 
curvature of generally paraboloidal shape (Application 
claims 1-5) or (b) to a lens having a spherical curvature 
in the central portion and a curvature of gradually in- 
creasing radius in the peripheral regions (Application 
claims 6-9). Those claims were all rejected as unpatent- 
able over the prior art (DX-NN, 14la); were cancelled 
by Butterfield (148a), and replaced by the three claims 
ultimately granted (143a-l44a). The broadest of those was 
patent claim 1 (PX-45, lla; DXN-NN, 148a): 


“1. A corneal contact lens of concavo-convex form 
in section and of a size to lie within the area defined 
by the limbus having an inner central spherical area 
conforming to the corresponding area of the cornea 
to which the lens is applied so that undue pressure 
will not be present at any point, the remainder of 
said inner surface extending radially outward toward 
the limbus being formed on a curve different from 
that of said central area and corresponding in curva- 
ture with that portion of the corneal peripheral area 
to which the lens is applied, whereby space is pro- 
vided for the natural uninterrupted circulation of 
lacrimal fluids between said lens and the cornea.’’ 


—o 1 


All the claims of the Butterfield patent are limited, like 
the quoted claim 1, to lenses in which the ‘‘central 
spherical area’’ conforms ‘‘to the corresponding area of 
the cornea’? and ‘‘the remainder of said inner surface’’ 
of the lens is “formed on a curve corresponding in curva- 
ture with that portion of the corneal peripheral area to 
which the lens is applied’’. 


Plastic contends that the Patent Office history just re- 
counted, marked as it was by abandonment of broad 
claims and retreat to progressively narrower ones, after 
repeated rejections on prior art, restricts the legal scope 
of the Butterfield patent to contact lenses that truly 
respond to the language of his claims—z.c., are shaped 
to conform to the underlying eye surface in the periph- 
eral portions of the lens and in the central portion as 
well. Butterfield, seemingly shrugging off the file history 
of his patent, contends that it embraces within its legal 
scope any lens “that has a central optical area which 
conforms to the curvature of the cornea and has a sec- 
ondary curvature surrounding it which is different than 
the one in the middle,” whether or not there be conformity 
to eye curvature in the peripheral region. (Tr. 417, and 
see also Tr. 407). 


The District Court adopted Butterfield’s views as to the 
legal scope of his patent (Findings 7(b) and 8, R. 107- 
108), without, however, attempting to explain how Butter- 
field’s broad interpretation of his patent could be recon- 
ciled with its file history. 


3. The Curvature Of The Contact Lenses Being Mar- 
keted Today 
Present-day lenses are usually bi-curved; that is, the 
concave side of the lens is ground with one degree of curva- 
ture in the central or optical area of the lens and with 
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another, flatter degree of curvature in the spherical area. 
The average curvature of the central area of the patient’s 
cornea is measured by fitters with an instrument called 
a Keratometer, the curvature reading thus obtained being 
colloquially known as “K”’. Some fitters, the record shows, 
prescribe the central curvature of their lenses to be ‘on 
K”, while others fit their lenses “flatter than K”—+.e., with 
a central] radius of curvature greater than the average 
radius of curvature of the central part of the patient’s 
cornea. (Tr. 414, 470, 621-625, 643; PX-88B). 


Even when a lens is fitted “on K”, the lens curvature 
in the central region is often “flatter”—.e., is ground to a 
longer radius—than the apex of the patient’s cornea, be- 
cause the corneal apex frequently has a steeper curvature 
than the value indicated by the Keratometer (Tr. 623- 
625). 


While some fitters, at least, try to make their lenses con- 
form to the corneal curvature in the central area, the evi- 
dence of both parties is that the fitting of the peripheral 
curves is almost universally “flatter’’ than the corneal sur- 
face, thus providing a gradually increasing clearance he- 
tween the lens surface and the eye in the outer regions 
of the lens. To-wit: 


(a) This was attested by Plastic’s witness Dr. Don West, 
an optometrist associated with Pacific University 
(Tr. 646-648), who explained that such a clearance 
is necessary to insure exchange of lachrymal fluid 
beneath the lens. Dr. West explained that the res- 
ervoir of tears must be thicker near the edge of the 
lens than in the central region, because a lens hav- 
ing an equal depth of tears from edge to edge would 
not be “vented” and hence would be tight and un- 
comfortable to wear (Tr. 654-656). 


(b) 


Butterfield’s witness Dr. Jerome Conlogue, while 
stating that he tried to fit lenses to conform through- 
out their area (Tr. 314-315, 332), acknowledged that 
he obtained such over-all conformity with no more 
than ten percent of his patients. The lenses fitted 
to the other ninety percent of his patients, Dr. Con- 
logue stated, did not conform to the eye curvature 
throughout the Jens area (Tr. 333). 


(c) Another Butterfield witness, contact-lens manufac- 
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turer James A. Satterlee, after testifying that he 
normally ground what he called “conforming type 
lenses”, acknowledged that the conformity was only 
in the central region of the lens. This was his testi- 
mony (Tr. 469): 

“Q Now, with respect to the testimony you 
gave that your practice is to make a conforming 
type lens, did yon understand this to refer to 
conforming in respect to the optical area, or 
did you mean to include also conforming in re- 
spect to the marginal area of the lens? 

“A. No, this is conforming as to the optical 
area of the lens.” 


In Plaintiffé’s Exhibit 104-H, p. 22, an exhibit of- 
fered by Butterfield to illustrate contemporary fit- 
ting practice (Tr. 368-369), the fitting relationship 
between a contact lens and the cornea is described 
im these terms: 
“The clearance between the lens and the cornea 
is equidistant from the periphery of the pri- 
mary curve of the lens to its apex. The second- 
ary curve diverges away from the curve of the 
cornea. The width of the secondary curve var- 
ies, depending upon the amount of movement 
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required, forming a slight funnel shaped clear- 
ance that will allow the tears to flow under the 
lens.” 


(e) Similarly, Plaintiff’s Exhibit 104-E says this of the 
peripheral curve: 
“The purpose of the peripheral curve is to pro- 
vide for a free lacrimal flow. It permits the 
lens to hold position without tight symptoms 
developing. We can refer to the peripheral 
flattening of the lens as providing a lens with 
a vented circumference which is a_pre-deter- 
mined value and used as a definite part of the 
lens fitting.” 


As the Court will realize, the actual clearance involved 
in fitting contact lenses is very small. Fortunately, sci- 
ence has provided a simple testing technique, known as 
the fluorescein test, by which the existence and relative 
sizes of such small clearances between the eye and an 
overlying lens can be accurately determined. Fluorescein 
(misspelled “fluorscene” in the transcript) is a dye, harm- 
less to the eye, that glows with a yellowish-green hue when 
illuminated by ultraviolet light—so-called “black light”. 
(Tr. 300-301, 651-652, 330-332). 


In fitting a contact lens, a fitter can determine where 
and to what degree the lens clears the eye surface by dis- 
solving fluorescein in the patient’s lachrymal fluid (tears) 
and then examining the patient’s eye under black light. 
Where the lens touches, the eye will appear dead black 
under the fluorescein test. Where there is a thin tear 
layer—i.e., a small degree of clearance—a faint glow will 
appear. The greater is the clearance between the lens and 
the eye, the more brilliant will be the fluorescent glow, as 
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the thickness of the tear layer increases. (Tr. 300-301, 
330-333, Tr. 650-654) 


That contact lenses are normally fitted with peripheral 
curves divergent from the underlying eye surface is 
brought out forcefully in parts of Plaintiff’s Exhibit 104 
which describe how a well-fitted lens should appear in the 
fluorescein test. Thus: 


(a) In Plaintiff’s Exhibit 104-J, it is stated that 
the fluorescein pattern should show “A band of green, 
preferably not too dark in color, surrounding the lens 
and indicating peripheral clearance.” 


(b) In Plaintiff’s Exhibit 104-E, the fluorescein in- 
dication of a properly fitted lens is described in this 
language: 

“The fluorescein picture of the lens fit observed 
using black light illumination is of tremendous 
significance when fitting Conforma lenses. The 
central pool should be a minimal clearance pool. 
It should be noted that even a faint dye pool will 
indicate apical clearance. It is not necessary for 
the cornea] pool to be a full, deep one. 

“The dye pool at the periphery should be a wide, 
deep green pool about 1.0mm in diameter. The 
fluorescein will also indicate the effectiveness of 
the peripheral flange diameter by showing the ef- 
fective width of this area when observed.” 


(c) In Plaintiff’s Exhibit 104-D, page 8, the opti- 
mum lens fit is illustrated as a small dark area in the 
center surrounded by a ring of solid green glow, indi- 
eating increasing peripheral clearance. 

(d) In Plaintiff’s Exhibit 104-DD, pages 28-32, the 
fluorescein appearance under the peripheral curves of 
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a properly fitted lens are described as “brilliant 
yellow-green”, it being noted that the edge portion 
of the lens is “the brightest fluorescein area, due to 
the additional two flatter peripheral curves”. 


To sum up: Standard professional practice calls for 
fitting contact lenses so that their peripheral curves di- 
verge from the underlying eye surface, to “vent” the lens 
and insure free circulation of lachrymal fluid beneath the 
lens. Dr. West so testified; and Butterfield’s witnesses 
and exhibits confirm Dr, West’s testimony. The only evi- 
dence suggesting that anyone even tries to fit lenses with 
overall conformity was in the testimony of Butterfield him- 
self (Tr. 301) and in that of Butterfield’s witness Dr. Con- 
logue (Tr. 331). Dr. Conlogue, however, attested that he 
achieved a conforming fit throughout the lens area on no 
more than ten percent of his patients (Tr. 332); and But- 
terfield testified that he did not always achieve a con- 
forming fit (Tr. 390). 


The basic issue in the case is highlighted by the fore- 
going review of the two patents in the case and the evi- 
dence as to how contact lenses are really fitted: 


(a) Plastic contends that the Tuohy patent broad- 
ly protects its inventor’s discovery that a success- 
ful corneal contact lens must provide ‘‘a small but 
gradually increasing clearance for the entry of nat- 
ural eye fluids’’ at the periphery of the lens; and 
therefore covers the bulk of present day lenses, 
nearly all of which, the evidence shows, are ground 
with flattened peripheral curves to afford the clear- 
ance Tuohy taught and claimed. By the same token, 
Plastic insists, the Butterfield patent does not cover 
such lenses, by reason of its junior date, its claim 
language limiting the invention to lenses that con- 
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form to the eye surface throughout the lens area, and 
the file wrapper estoppel that prevents its being 
construed to cover lenses with peripheral clearance. 


(b) Butterfield’s position, on the other hand, is 
that the Tuohy patent covers only lenses with a 
single spherical curve on their inner faces (as op- 
posed to two or more concentric curves); and that 
the Butterfield patent broadly monopolizes all bi- 
eurved and multi-curved lenses that approximately 
conform to the eye surface in their central areas, 
even though they may be consciously ground to 
diverge from the eye surface in their peripheral 
areas. 


C. The Licensing Programs, Past And Present, Of The 
Parties. 


1. Licensing Under The Tuohy Patent 


While the Tuohy patent was still in the hands of its 
original owner, Solex Laboratories, Inec., about fifty con- 
tact-lens manufacturers took ont licenses under it. II- 
lustrative of those is the license reproduced in the 
appendix (PX-46, 12a-17a), by which the licensee agreed 
to pay a royalty of $3.50 per pair on all finished lenses 
covered by the Tuohy patent and to pay royalties on a 
sliding scale downward from $2.00 on unfinished lenses 
covered by the patent or which would contributorily in- 
fringe it. 


After Plastic aequired the Tuohy patent from Solex, 
it continued an active licensing program, substituting 
for the $3.50 royalty, however, a new royalty sealed 
downward from $1.00 per pair but measured by the li- 
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censee’s entire sales of contact lenses, whether patented 
or not. A typical license of this new type is reproduced 
in the appendix (PX-46, 18a-26a). 


At present, all or substantially all of Plastic’s license 
agreements (of which there are about 135 outstanding) 
are of the form above described (R. 46). 


Plastie’s royalty-paying licensees include  substan- 
tial companies such as Bausch & Lomb, Inc., and a large 
number of smaller manufacturers (PX-109). 


The District Court held, as a ‘‘fact’’, that Plastic’s 
eurrent license agreements, properly construed, call for 
royalty payment only on lenses actually covered by the 
Tuohy patent (Finding 27(f), R. 120-121) and further 
found as a ‘“‘fact’’ that Plastic was violating the anti- 
trust laws by collecting royalties under such agreements 
measured by the licensees’ entire sales of contact lenses 
(Findings 27(g)-27(k), R. 121-123, and Finding 57, R. 
143-164), 


2. Licensing Under The Butterfield Patent 


For several years past, Butterfield has maintained 
an active licensing program under the Butterfield patent 
and, in soliciting licenses, has called personally on many 
contact-lens manufacturers throughout the country. At 
present, approximately thirty-five active manufacturers 
of plastic contact lenses hold heenses under the Butter- 
field patent, about twenty of which also have licenses 
under the Tuohy patent (R. 47; DX-C, Answer to In- 
terrogatory XIV, 122a). 


Plastic is a licensee under the Butterfield patent, its 
license having been acquired in May, 1960, for a lump- 
sum consideration of about $50,000. George H. Butter- 
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field & Son is a licensee under the Tuohy patent, such 
license having been granted in April, 1962, as part of 
a litigation settlement. (R. 47). 


The various Butterfield licenses vary greatly one from 
another, but fall into distinct groups according to their 
royalty terms and related provisions. Copies of all the 
Butterfield licenses are in the record as Plaintiff’s Px- 
hibits S84 and 117. Examples of the various types are 
printed in the appendix (36a-5la, 96a-112a). 


By one Butterfield contract, he granted to James C. 
Dippery and Jack R. Case, of Houston, Texas, an ex- 
clusive license under the Butterfield patent in certain 
southern states, with the right to grant sub-licenses (PX- 
S4F, 36a). 


Butterfield agreed to pay Dippery and Case one-third 
of all royalty revenue derived from the geographical 
area covered by the agreement (37a), and Dippery and 
Case promised not to grant sub-licenses except in ac- 
cordance with one or the other of two form agreements 
(38a). One of those form agreements (the “paid up 
license form’’) called for a lump-sum royalty, to be 
calculated in this manner (38a-39a) : 


“Add the total sales of proposed licensee, reason- 
ably verified from business records exhibited, of man- 
ufactured contact lenses, in the year immediately 
preceding the intended commencement date of the 
license agreement. Divide this total of single lenses 
by 12 to arrive at an average monthly figure of sales 
of single lenses. This figure as to average monthly 
sales of single lenses shal] then be mutiplied by 50 
cents per lens. The result so obtained is the monthly 
payments measured by the then unexpired portion of 
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the life of the Canadian patent, disregarding frac- 
tions of less than one-half month. The Canadian pat- 
ent expires November 11, 1969.” 


The noteworthy things about that formula are: 


(a) Butterfield measured the royalty to be paid 
by applying a rate of 50¢ per lens to the licensee’s 
“total sales . .. of manufactured contact lenses’’ 
(not the licensee’s sales of lenses covered by the But- 
terfield patent); and 


(b) The licensee’s obligation to pay royalty con- 
tinued not until the expiration of the Butterfield 
U.S. patent on March 6, 1968, but until November 
11, 1969, more than a year later, when the Canadian 
patent would expire. (These were not to be Cana- 
dian sales; the Dippery-Case agreement covered only 
certain states in the U.S.A.) 


Numerous license agreements recently entered into by 
Butterfield have been of the paid-up type, in which the 
licensee has contracted to pay a lump-sum royalty at 
the rate of so many dollars a month until paid in full 
(e.g. 109a). In those agreements, the lump royalty 
has been ealeulated (DX-Q, 127a-128a) by multiplying 
the number of months remaining in the term of the But- 
terfield patent by the licensee’s average monthly produc- 
tion of contact lenses (not just lenses covered by the 
Butterfield patent). The resultant lens total is then 
converted to dollars of royalty by applying a rate of 
75¢ per pair (R. 284). The paid-up licensees were 
given this lower rate instead of the “regular” royalty 
of one dollar per pair because “of simplifying their 
bookkeeping, simplifying my bookkeeping, simplifying 
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the fact that I wouldn’t have to send traveling auditors 
around, which costs money to audit their books.” (Tr. 
421-492; also see DX-Q, 127a). 


The royalty calculation in each paid-up license agree- 
ment included payments on so-called “unfinished” lenses 
as well as on those that were ‘‘finished’’; the same is 
true of Butterfield’s agreements calling for royalty pay- 
ments on a lens-by-lens basis. In fact, Butterfield has 
never made any distinction, in any of his different types 
of licenses, between unfinished and finished lenses, as far 
as royalty is concerned. (Tr. 437-438). 


Another type of Butterfield license required payment 
of royalty on a lens-by-lens basis, but called for royalty 
on all bi-eurved lenses, without regard to whether such 
lenses conformed to the eye throughout their area as 
called for by the Butterfield patent claims. An example 
of such a license is the one with Crown Contact Lens 
Corporation (PX-117, 102a-106a), which required royalty 
payments of 50¢ for each ‘‘licensed unit’’ sold by the 
licensee ‘‘either in finished or semi-finished form’’ (103a). 
The term ‘‘licensed unit’’, in turn, was defined thus 
(108a) : 


“9 Licensed Unit: 


“Without purporting or intending either to en- 
large or to restrict the claims of the patent herein 
licensed, and solely for the purpose of simplifying 
and facilitating the transactions of the parties here- 
under, a ‘licensed unit’ is hereby defined as a con- 
cave-convex corneal contact lens which has 


(a) a eentral area having an inner spherical sur- 
face and 
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(b) a marginal portion, encompassing the said 
central area, having an inner surface formed 
on a curve different from that of the inner 
surface of the central spherical area, 


the said lens being adapted to provide throughout 
its entire inner surface uninterrupted clearance be- 
tween the lens and the cornea over which it is to 
be positioned.’’ 


The facts of interest about that definition of ‘‘licensed 
unit” are that it (a) omitted the requirement of the But- 
terfield patent claims that the central spherical area 
conform to the ‘‘corresponding area of the cornea” and 
(b) also omitted the requirement of the Butterfield claims 
that the curve on the marginal portion of the lens be 
“corresponding in curvature with that portion of the 
corneal peripheral area to which the lens is applied’. 
The ‘‘licensed units’? on which royalties were payable 
thus ineluded all bi-curved lenses sold by the licensee, 
whether covered by the licensed patent or not. 


In soliciting heensees under his patent, Butterfield has 
made many personal calls on lens manufacturers, and both 
individually and through his attorneys has represented 
that his patent covers bi-curved lenses that conform to 
the corneal surface in the central area, without mention- 
ing that to be under the patent a lens must also conform 
to the corneal curvature in the peripheral areas. (Tr. 407- 
408, 410-411, 416-417; also see PX-143E, 119a; and see 
Tr. 411-413). 


In one instance of record, after Butterfield’s counsel 
had written a threatening letter and represented the scope 
of the Butterfield patent to be broader than the language 
of its claims (PX-143G, 116a), the alleged infringer’s 
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attorneys pressed for a firm commitment on the patent’s 
coverage, asking (PX-143D, 119a): 


“Ts it your contention that the use of a bi-curved or 
multi-curved lens automatically infringes upon the 
Butterfield patent?” 


Butterfield’s counsel did not answer directly, responding 
in these words (PX-143C, 120a-121a) : 


“You apparently misunderstood our letter of August 
7th because we did not say that your client had in- 
fringed the Butterfield patent. In fact, we did not 
have sufficient information to form an opinion as to 
whether an infringement had actually occurred or was 
contemplated. . . . We would prefer not to express 
our own views as to the scope of the Butterfield 
patent because, as you of course know, in the final 
analysis that is something which only the courts can 
determine.” 


While the District Court held that Plastic violated the 
antitrust law by using a royalty base not restricted to 
lenses covered by the licensed patent, it absolved Butter- 
field’s licensing activities from any such taint (Finding 
57, R. 143-145).* 


D. The Prior Litigation Between The Parties And How 
It Was Settled. 


At the time Plastie acquired the assets and liabilities 
of Solex, it inherited an already-pending action originally 
brought by Solex against George H. Butterfield & Son, 


*Plastie does not contend that Butterfield’s licenses 
were illegal. It does say, however, that the District Court 
should have treated Butterfield’s use of royalty bases 
broader than his patent coverage as proof that such 
royalty bases are reasonable and proper in the contact-lens 
industry, because of the complexity and expense of indi- 
vidual lens-by-lens royalty accounting. 
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charging that company with infringing the Tuohy patent. 
A counterclaim had been filed, on behalf of the company 
and Butterfield personally, charging Solex with infringing 
the Butterfield patent (R. 46-47, PX 1-3, DX-A and KK). 


That action was settled in April, 1962, by the entry of 
a Consent Judgment, a Stipulation of Facts and Matters, 
and a Stipulation for Dismissal of Counterclaims and 
Pending Motions. The terms of settlement did not deal 
with the legal scope of either the Tuohy or Butterfield 
patents. The consent judgment did include recitations that 
both patents were valid and that Solex (not Plastic) had 
infringed the Butterfield patent (PX 1-3; DX-A). 


In addition to granting a license under the Tuohy patent 
to George H. Butterfield & Son as part of the litigation 
settlement, Plastic, in the same transaction, granted to 
Butterfield the right to confer sub-licenses under the 
Tuohy patent on four of Butterfield’s early licensees, 
namely, Titmus Optical Company, Sloan Optical Company, 
Rogers Brothers, and Utah Optical Supply Company. 
Butterfield sought those Tuohy sub-licensing privileges 
because he had explicitly indemnified Titmus against in- 
fringement liability and, as to the other three, felt he 
“owed them something” and had a “moral obligation” to 
protect them from liability for infringement of the Tuohy 
patent. (PX-3; PX-117, 100a; Tr. 432-437). 


E. Butterfield’s Asserted Grounds Of Complaint Against 
Plastic. 


The gist of Butterfield’s complaint is that Plastic, after 
the settlement of the prior litigation in April of 1962, did 
various acts alleged to constitute actionable interference 
with Butterfield’s soliciting and procurement of licenses 
under the Butterfield patent. Those acts fall under four 
headings, as follows: 
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1. Plastic’s Licensee Bulletin Of October 25, 1962. 


After the settlement agreement, some of Plastic’s li- 
eensees asked whether any rights had accrued to them, 
under the most-favored clauses of their licenses, by virtue 
of Plastic’s grant of a Tuohy-patent license to Butterfield. 
After obtaining an opinion on the point from counsel 
(52a), Plastic issued a licensee bulletin on October 25, 
1962, in which certain terms of the settlement agreement 
with Butterfield were noted and the licensees were advised 
that the settlement did not in counsel’s opinion affect the 
rights of Plastie’s licensees under their most-favored 
clauses. (PX-53, 27a). 


Butterfield contended, and the District Court found 
(Findings 46-47, R. 129-132), that Plastie’s October 25, 
1962, licensee bulletin actionably interfered with Butter- 
field’s interests because it did not set forth in full all the 
terms of the Butterfield-Plastice litigation settlement. 


Plastic contends (a) it has never had a duty to act as 
Butterfield’s spokesman, (b) nothing in the bulletin was 
untrue, and (¢) Butterfield could and should have issued 
his own bulletin if he wished to publicize additional facts 
regarding the settlement. 


2. Plastic’s Offer To Indemnify Its Licensees Against 
Infringement Liability Under The Butterfield 
Patent. 


As already noted, Butterfield, in his solicitation of lens 
manufacturers, repeatedly represented his patent to have 
a legal scope embracing bi-curved and multi-curved lenses 
fitted to conform in the central area, without mentioning 
that the patent covered only lenses which also conformed 
to the corneal surface in the peripheral areas. This ecam- 
paign produced unrest among Plastic’s heensees and re- 
sulted in letters to Plastic of which Defendant’s Exhibit 


— 3 — 


DD (128a-129a) is illustrative. In an effort to offset the 
disquieting effect of what it considered misrepresentations 
by Butterfield, Plastic, on December 10, 1962, offered to 
its licensees in good standing an indemnity agreement 
(29a-33a) indemnifying them to the extent of any attor- 
neys’ fees and court costs they might incur in the defense 
of an action for infringement of the Butterfield patent, 
plus 85% of any damages assessed therein. 


The indemuity agreement (32a) explicitly provided 
that the obligation “shall extend only to claims, suits, or 
actions for infringement” and would “not apply to any 
contractual claims or disputes between Licensee and But- 
terfield.” 


Less than one-third (about 40 out of 135) of Plastic’s 
licensees accepted the indemnity agreement (R. 132-1383). 


Between May, 1962, when the previous litigation was 
settled, and December, 1962, when Plastic made its indem- 
nity offer to its licensees, Butterfield solicited twenty-six 
lens manufacturers and secured eleven new _ licensees. 
Between the first of December, 1962, and the date of trial, 
Butterfield solicited twenty-five lens manufacturers and 
secured an additional eleven new licensees (PX-73, 34a- 
35a; DX-C, 122a-126a).* 


Butterfield’s royalty collections went up rather than down 
after Plastic issued its indemnity offer. In the last seven 
months of 1962, Butterfield received royalties at an aver- 
age rate of $1,703 per month. During the year 1963, after 
the indemnity offer, Butterfield’s royalty collections aver- 
aged $2,872 per month. (PX-118, 118a). 


* Butterfield testified (Tr. 165) that he seeured twelve 
new licensees in the earlier period, but his own list (PX- 
73, 34a-35a) shows only eleven. 
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In the first four months of 1964, Butterfield collected 
royalties at an average rate of $2,818 per month—essen- 
tially the same as in 1963—even though in the same period 
Plastie’s collections from Tuohy licensees dropped off 
sharply from their 1963 level. (PX-118, 113a; PX-121, 
115a). 


The District Court held that Plastic’s offer of an indem- 
nity agreement was wrongful, done to injure Butterfield 
in his licensing program, “and was wrongfully used with 
the purpose and effect of preventing Butterfield from 
obtaining additional licensees.” The District Court further 
found that “Plastic’s offer of indemnity in conjunction 
with its existing claim of broad royalty base was a clear 
invitation to all of its licensees to continue to trespass on 
Butterfield’s rights under his Patent and look solely to 
Plastic for indemnity.” (Finding 56, R. 141, 143). 


Plastie challenges the above-noted finding and in the 
Argument will show that there is no evidence that any 
licensee in good standing of Plastic is making or selling 
lenses within the legal scope of the Butterfield patent. 
The quoted finding, Plastic contends, resulted from the 
District Court’s having erroneously accepted and adopted 
Butterfield’s own estimate of what his patent covers. 


3. The Royalty Provisions Of Plastic’s License 
Contracts. 


Butterfield complained that Plastic had violated the 
antitrust laws by licensing the Tuohy patent on agree- 
ments calling for royalty measured by the licensee’s total 
sales of contact lenses, as opposed to measuring the 
royalty solely on lenses covered by the Tuohy patent. 
Plastic defended this charge on the grounds: 
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(a) That the royalty provisions in its license agree- 
ments were of a type expressly approved by Su- 
preme Court precedent; 


(b) That the royalty base used was reasonable and 
warranted in this case because royalty accounting 
on a lens-by-lens basis would be expensive and im- 
practicable; and 


(c) That Butterfield himself has certified the soundness 
of Plastie’s position in this regard by using in many 
of his own licenses a royalty base not limited to 
lenses covered by his patent. (See pages 25-30, 
supra.) 


The District Court, as already mentioned (page 30, 
supra), held that Plastic license agreements should be 
construed to require payment only on lenses actually 
covered by the Tuohy patent, and further held that Plastic 
was violating the antitrust laws by collecting royalties on 
the basis of the licensees’ entire sales of contact lenses 
(Finding 27, R. 120-123; Finding 47, R. 143-144). The 
District Court also held (Finding 57(a), R. 143-144): 


“There is no evidence whatsoever in the record 
justifying any claim by Plastic that convenience of 
accounting is a proper exeuse for such a_ broad 
royalty basis. Plastic called no licensees and no one 
from its own administrative staff to testify as to any 
difficulties which might exist in this area.’’ 


Plastic contends that the following evidence of record 
does sustain its position that ‘‘eonvenience of accounting 
is a proper excuse for such a broad royalty base’’ as it 
uses: 


(a) Butterfield’s witness Dr. Conlogue testified it 
was impossible by mere examination of a lens or 
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reading of a prescription to determine whether or not 
the lens would conform to the curvature of the cornea 
for which it was prescribed (Tr. 326). Dr. Conlogue 
admitted that he, as a manufacturer of lenses filling 
prescriptions sent in by his customers, has no way of 
knowing in any given instance whether he is operat- 
ing under one patent or another or operating under 
no patent at all (Tr. 326). Thus accurate lens-by-lens 
accounting would require that auditors secure from 
outside sources, and act on, information not available 
in the records of the licensee manufacturers. 


(b) Butterfield himself, as already stated, has 
granted numerous licenses in which the amount of 
royalty was measured by the licensee’s total sales of 
contact lenses, as opposed to sales of lenses covered 
by the Butterfield patent. Butterfield explained that 
such royalty arrangements were desirable because of 
“simplifying their bookkeeping, simplifying my book- 
keeping, simplifying the fact that I wouldn’t have to 
send traveling auditors around, which costs money to 
audit their books.” (Tr. 422, and references cited at 
pp. 27-28, supra). 


(c) Butterfield’s witnesses and exhibits and the 
testimony of Plastic’s witness Dr. Don West (sum- 
marized and cited at pages 18-23, supra) show that 
contact lenses today almost always have peripheral 
curves that diverge from the eye and hence provide a 
small but gradually increasing clearance in the mar- 
ginal region of the lens. In other words, the record 
shows that the lenses being sold by Plastic’s licensees 
normally do utilize the Tuohy invention and are 
covered by the Tuohy patent. 
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4. Plastic’s Legal Actions Against Butterfield, His 
Attorney, and Third Parties. 


Butterfield’s final ground of complaint arises from Plas- 
tie’s having sued a number of its defaulting licensees for 
royalties due, and from its having named Butterfield and 
his attorney Collins Mason as parties defendant in an 
action, now voluntarily dismissed, that charged them with 
conspiring to induce Plastie’s licensees to break their con- 
tracts with Plastic. 


The District Court held that Plastie’s conspiracy charge 
was made without probable cause and was wrongful; it 
also held that Plastic’s civil actions against its defaulting 
licensees were ‘‘wholly groundless” and “brought for the 
wrongful purpose and effect of inducing persons in the 
trade not to deal with Butterfield.” (Findings 50-51, R. 
133-187; Finding 67, R. 148; Conclusion of Law VI, R. 
151). 


This last-mentioned finding—that Plastic’s actions 
against its own licensees for unpaid royalties were “wholly 
groundless’’—was apparently an offspring of the District 
Court’s impression that Plastie’s license contracts violated 
the antitrust Jaws. At all events, there is no suggestion in 
the record and no contention by Butterfield that the h- 
censees Plastie sned were not in default. 


On the issne whether Plastic had probable cause for 
charging Butterfield and his attorney Mason with con- 
spiring to induce Plastic’s licensees to violate their con- 
tracts, the following facts are relevant: 


(a) In the latter part of 1962, Butterfield’s lawyer 
Collins Mason entered his appearance as additional 
counsel for the defendant in an action brought by 
Plastic against Con-Cise Lens Co., a defaulting l- 
censee of very limited financial resources (PX-146, 
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p. 10; Tr. 428, 515). During the same period, Mason 
also appeared as counsel against Plastie in an action 
brought by Plastic in Chicago, Illinois, against Mid- 
west Scientific Co. to restrain infringement of the 
Tuohy patent (Tr. 485-487). 


(b) In January, 1963, some of Plastie’s defaulting 
licensees that had been sued for unpaid royalties 
began soliciting contributions to finance their litiga- 
tion against Plastic; in one letter requesting such con- 
tributions, Mason was designated by name as the 
lawyer to be hired and paid with the money being 
sought (Tr. 530-535, esp. 534). In another instance 
the party soliciting contributions to its litigation war 
ehest was Con-Cise Lens Co., represented by Mason 
(Tr. 517-521). 


(c) Throughout 1963 and substantially down to the 
date of trial, Butterfield’s lawyers cooperated actively 
with attorneys conducting litigation against Plastie in 
New York, Texas, Chicago, and elsewhere. This 
activity has included exchange of pleadings and depo- 
sition transcripts (PX-59, 85, 86, 144; Tr. 540-542). 
As recently as November, 1963, Collins Mason even 
tendered unsolicited advice to a Chicago lawyer, ques- 
tioning the legality of the already-executed settlement 
between Plastic and Midwest Scientific Co. (DX JJ-1, 
176a, Tr. 548-551). 


After the trial, Plastic acknowledged (R. 277) that its 
conspiracy charges against Butterfield were unproved and 
voluntarily withdrew them, because there is no evidence 
that Butterfield took part in or contributed to the collateral 
activities of his attorney Mason directed against Plastie 
and the Tuohy patent. Plastie does, however, contend that 
its action was not brought without probable cause. 
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SPECIFICATION OF ERRORS 


The key errors underlying the District Court’s decision 
were errors of law, four in number, to-wit: 


1. Instead of giving the Tuohy patent the liberal 
interpretation which its early date, the stature of its 
invention, and the language of its claims entitled it to, 
the District Court restricted the scope of the Tuohy 
patent to the precise type of lens illustrated in its 
drawing, disregarding the broader inventive concept 
plainly taught in the specification and defined in the 
patent’s claims. 


2. In contrast to the over-narrow interpretation 
given the pioneer Tuohy patent, the District Court 
interpreted the Butterfield patent far more broadly 
than warranted by the language of its claims or the 
scope of its contribution to the art. The District 
Court’s interpretation of the Butterfield patent, if 
upheld by this Court, would give Butterfield a broad 
area of monopoly he irrevocably disclaimed by aban- 
doning claims rejected as “unpatentable over Tuoliy”. 


3. The District Court erroneously held that Plastic 
had violated the antitrust laws by charging royalties 
under the Tuohy patent measured by the licensee’s 
total sales of contact lenses, as opposed to sales of 
lenses covered by the licensed patent. This ruling was 
made despite a record proving (a) that such a royalty 
arrangement is a reasonable and practical means of 
measuring the value of a patent to a contact-lens man- 
ufacturer, (b) that measuring royalty by counting the 
lenses made under a particular patent is, in the con- 
tact-lens industry, an expensive, burdensome account- 
ing task, (c) that Butterfield admitted those facets by 
himself collecting royalties measured in amount by 
the licensee’s total sales of lenses, regardless of patent 
coverage. 
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4. The District Court erroneously held that Plas- 
tie violated the law by agreeing to indemnify its 
Tuohy patent licensees against lability for infringe- 
ment of the Butterfield patent. This error flowed 
directly from the District Court’s mistaken interpre- 
tations of the Tuohy and Butterfield patents which 
led to the belief that the bulk of present-day lenses 
are covered by the Butterfield patent and few, if any, 
are covered by Tuohy. The reverse is actually the 
ease, and the record plainly so demonstrates when 
the patents are correctly construed. 


In introducing the findings of fact and conclusions of law, 
the District Court stated (R. 104): 


“In order to present a more meaningful result, find- 
ings of fact and eonclusions of law are, in some 
instances, interwoven.” 


The findings were, in nearly all instances, ‘‘interwoven” 
with one or more erroneous legal conclusions, and hence 
such findings are erroneous, even though, in some cases, 
the underlying evidentiary facts were correctly stated. 
Specifically : 


5. The District Court erred in holding (Finding 
7(b), R. 107-108) that the Butterfield patent includes 
within its scope any corneal contact lens having at 
least two concentric curves of different curvature on 
its concave surface. Correctly construed, the Butter- 
field patent covers such a lens only when all the 
curves on the concave surface conform to the under- 
lying eye curvature, so that the lens as a whole con- 
forms to the eye in the marginal area as well as the 
central area. 


6. The District Court erred in holding (Finding 
7(c), R. 108) that the scope of the Tuohy patent is 
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limited to lenses whose concave surface “is defined 
by a single spherical curve”, of a radius longer than 
that of the underlying eye curvature. In so holding, 
the District Court misunderstood the meaning of the 
Tuohy patent claims, which are not limited to lenses 
having only a single curve on their concave sides. 
Correctly construed, the Tuohy claims cover all lenses 
having “a” curve providing “gradually increasing 
clearance” between the eye and the outer part of the 
Jens, whether such curve is single or one of a plurality 
of curves. 


7. The District Court erred (Finding 8, R. 108) in 
holding that a substantial volume of the contemporary 
trade in contact lenses consists of lenses covered by 
the Butterfield patent. There is no evidence that that 
is so, and the record proves the contrary. 


8. The District Court erred (Finding 12, R. 109- 
110) in holding the Tuohy patent limited by file 
wrapper estoppel and in holding Plastic estopped 
from proving the true legal scope of the Butterfield 
patent; it also erred in finding “no justification for 
Plastic’s position, asserted on oral argument, that the 
Tuohy Patent is broad in scope, but that the Butter- 
field Patent is narrow, and of only very limited 
utility or use.”’ 


9. The District Court erred (Finding 23, R. 116) 
in holding that the papers filed in settlement of the 
previous litigation between Plastic and Butterfield 
“are of significance in considering the contentions of 
the parties with respect to the scope of the Butter- 
field patent as related to the Tuohy patent.” There 
was no determination in the previous litigation, either 
by adjudication or consent, as to the legal scope of 
either the Tuohy patent or the Butterfield patent. It 
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was agreed that as between the parties both patents 
are valid, but nothing was said or agreed to as to 
their scope. 


10. The District Court erred (Finding 27(f), R. 
120-121) in holding that the word “devices”, as used 
in the royalty clauses of Plastic’s current license 
agreements, is limited to lenses covered by the Tuohy 
patent. The District Court should have ruled in this 
connection (a) that ‘‘devices’’, as used in Plastic’s 
eurrent license agreements, embraces all contact lenses 
sold by the licensee during the term of the license, and 
(b) that Plastie’s current Heense agreements, as thus 
construed, are legal, valid, and proper, under the rule 
of Automatic Radio Mfg. Co. v. Hazeltine Research, 
Inc. (1950), 339 U.S. 827, 833-834. 


11. The District Court erred (Findings 27(g), 
27(h), 27(i), 27(j), and 27(k), R. 121-123) in holding 
that Plastic’s eurrent license agreements are illegal, 
invalid, and in violation of the antitrust laws. (While 
designated findings of fact, these errors are legal in 
nature.) This same error appears in and taints Find- 
ings 29, 30, 39, and 57 (R. 125-127, 143-144). 


12. The District Court erred (Finding 41, R. 128) 
in holding that Butterfield had or has a property right 
in a “potential market” consisting of the ‘‘licensees of 
Plastic’, there being no evidence that Plastie’s li- 
censees are selling any substantial number of lenses 
falling within the true legal scope of the Butterfield 
patent. This erroneous finding, like Findings 42, 4, 
45, and others, stemmed from the District Court’s 
acceptance of Butterfield’s theory that his patent 
covers any multi-curved corneal contact lens, whether 
or not it conforms to the underlying eve surface 
throughout its area. 
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13. The District Court erred in holding (Findings 
43, 44, and 45, R. 128-129) that substantial numbers 
of manufacturers were making lenses within the seope 
of the Butterfield patent, and that “there was a sub- 
stantial demand in the manufacturing and _ fitting 
trade” for lenses within the legal scope of the Butter- 
field patent. These erroneous findings also stem from 
the District Court’s over-broad construction of the 
Butterfield patent. 


14. The District Court erred (Findings 46 and 47, 
R. 129-132) in holding that Plastic was under a duty 
(apparently, in the District Court’s view, a fiduciary 
obligation) to act as Butterfield’s spokesman in com- 
munications to the trade. Nothing in the relationship 
between Plastie and Butterfield created any such obli- 
gation on Plastic’s part. 


15, The District Court erred (Findings 48, 49, 55, 
56, 59, and 65, R. 132-138, 140-143, 146-148) in holding 
illegal, unjustified, and insincere the offer from Plas- 
tic to its licensees to indemnify them in the event 
they should be sued for infringement of the Butter- 
field patent. The District Court further erred in hold- 
ing Plastie estopped to carry out its indemnity agree- 
ments (Finding 56(d), R. 143). Plastie’s being a li- 
eensee of the Butterfield patent does estop it as a 
matter of law from challenging the validity of the 
Butterfield patent, but leaves it free to show that the 
patent has not been infringed. The District Court 
should have held that Plastie’s offer of indemnity to 
its licensees was a legitimate, good-faith business 
transaction, justified as a defense measure against 
unwarranted harassment by Butterfield of Plastie’s 
licensees. 
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16. The District Court erred (Findings 50 and 51, 
R. 133-137) in holding that Plastie’s actions against 
its licensees for recovery of unpaid royalties were 
groundless. The royalties sought by these actions were 
owing to Plastic, under legal, enforeeable license con- 
tracts with the respective defaulting defendants. 


17. The District Court erred (Findings 51, 52, 68, 
R. 134-139, 149) in holding that Plastic had no proha- 
ble cause or reasonable justification for charging 
Butterfield and his counsel Mason with conspiring 
with divers defaulting licensees of Plastic to destroy 
Plastie’s licensing program under the Tuohy patent. 
Those conspiracy charges failed of proof only because 
it appeared that Mason’s activities against Plastic 
and the Tuohy patent were independent acts not 
authorized or paid for by Mason’s client Butterfield. 


18. The District Court erred (Finding 53, R. 139) 
in holding that Plastic has asserted an unduly wide 
scope for the Tuohy patent. Plastic has asserted for 
the Tuohy patent only that scope it legally has, as a 
pioneer patent already adjudged valid by this Court. 
In the same finding, the District Court erred in hold- 
ing that Plastic had “improperly asserted .. . that 
the Butterfield patent is inoperative, highly restricted 
in seope and lacks utility.” There is no evidence that 
Plastic has ever asserted that the Butterfield patent 
is inoperative or wholly lacking in utility. The Butter- 
field patent is in truth highly restricted in scope, by 
virtue of its late date, its narrow claim language, and 
the file wrapper estoppel in its Patent Office history. 


19. The Distriet Court’s Finding 57 (R. 143-145) 
is clearly erroneous. The evidence shows that econ- 
venience of accounting is a compelling reason, in the 
contact-lens industry, for the type of royalty clause 
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in Plastie’s license agreements. Finding 57(b) (R. 
144) is not a fact finding, but an erroneous legal con- 
clusion asserting, in contravention of controlling au- 
thority, that Plastic’s royalty provisions are illegal. 
Finding 57(c) and all its sub-divisions (R. 144-145) 
constitute clearly erroneous statements regarding 
Butterfield’s own licensing practices. The incontro- 
vertible proof is that Butterfield himself, for reasons 
of accounting convenience, has for years collected 
royalties based on and measured by the licensee’s 
entire business in contact lenses, patented and un- 
patented—i.e., the sort of royalty arrangement which 
the District Court held to be illegal when embodied in 
Plastic’s contracts. 


20. The District Court erred (Finding 58, R. 146) 
in holding that acts of Plastic have resulted in eaus- 
ing Butterfield licensees to stop paying royalties to 
Butterfield. There is no evidence that that is so. 


21. Finding 59 (R. 146-147) is actually a legal con- 
clusion and is clearly erroneous. The District Court 
should have held that Plastic’s acts did not violate 
any law or invade any right of Butterfield. 


22. The District Court erred (Finding 60, R. 147) 
in holding (a) that Plastic had been guilty of wrong- 
ful conduct, (b) that Butterfield had suffered action- 
able damage as the result of Plastie’s conduct, and 
(c) that he would suffer substantial and irreparable 
actionable damage in tle future unless Plastic were 
restrained by appropriate injunction. In the same 
finding, the District Court erred in implying that 
Butterfield is entitled to recover attorneys’ fees from 
Plastic in any amount. 
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23. The District Court erred (Finding 61, R. 147) 
in holding that Butterfield justifiably proceeded 
against Plastic rather than suing manufacturers of 
contact lenses whom Butterfield considers to be in- 
fringers. The District Court should have held that a 
bona fide contested suit for infringement of the But- 
terfield patent was the proper and best way to resolve 
the dispute as to the scope and stature of the Butter- 
field patent. 


24. The District Court’s Finding 62 (R. 147-148) 
is clearly erroneous (a) in holding that substantial 
numbers of the corneal contact lenses currently being 
marketed are within the legal scope of the Butterfield 
patent, and (b) in holding it “untrue” that the great 
bulk, if not all, of the successful corneal contact 
lenses being marketed today are within the legal 
seope of the Tuohy patent. 


25. The District Court erred (Finding 63, R. 148) 
in holding that the Butterfield patent has been in- 
fringed by many of Plastic’s licensees. This finding 
is not supported by any competent evidence. 


26. The District Court erred (Finding 64, R. 148) 
in holding that Butterfield has not asserted for his 
patent a scope far broader than it actually has, and 
in holding that Butterfield has not made infringement 
charges based on over-broad pretensions as to the 
scope of the Butterfield patent. 


27. The District Court erred (Finding 65, R. 148) 
in holding that Plastic did not offer its indemnity 
agreement in December, 1962, in a sincere effort to 
protect its licensees who were not making lenses 
covered by the Butterfield patent. The District Court 
also erred, in the same finding, in holding that said 
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indemnity was offered for the purpose of preventing 
Plastic licensees mannfacturing lenses within the 
coverage of the Butterfield patent from dealing with 
Butterfield. 


28. Clearly erroneous is Finding 71, (R. 149) 
which states there is no evidence that Butterfield has 
ever asserted or contended for any broader scope of 
the Butterfield patent than is “described and claimed 
in and by said Patent.” 


29. By reason of the basic legal errors made by 
the District Court in his decision of the case, all 
of the legal conclusions Nos. I-X and XII-XNUT in- 
elusive (R. 149-153) are clearly erroneous. 


30. Finally, the District Court erred in failing to 
enter the findings of fact and conclusions of law pro- 
posed by the defendant (R. 259-283), which accurately 
epitomized the evidence and applicable law. 


ARGUMENT. 


Summary. 


Two fundamental errors of law inspired the subsidiary 
errors in the record and led the District Court to misjudge 
the equities. They were: 


1, The District Court, failing to heed legal rules 
that govern the construction of patents, did not 
accord to the Tuohy patent a legal scope commensu- 
rate with the stature of the invention it protects. 


2. The District Court, again in disregard of con- 
trolling rules of law, gave the Butterfield patent a 
broad, wholly unwarranted construction, and hence 
wrongly concluded that it, rather than the Tuohy 
patent, covers the bulk of present-day contact lenses. 
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Those errors, and others which sprang from them, cry 
out for correction. The judgment below was legally wrong 
and grossly unjust. 


I. The Tuohy Patent Covers The Pioneer Invention On 
Which The Corneal Contact-Lens Industry Was 
Founded. The Law Requires, Therefore, That The 
Tuohy Patent Be Liberally Construed, To Protect 
Fully Tuohy’s Basic Invention. The District Court 
Erred Grievously In Failing To Do So. 


The pivotal issues in this case relate to what lenses are 
covered, respectively, by the Tuohy and Butterfield pat- 
ents. Those issues, therefore, will be dealt with first, 
beginning with the Tuohy patent. 


This Court, it will be recalled (pp. 13-14, supra), charac- 
terized the Tuohy invention as “an idea in advance of the 
art to which mechanical skill of high order was applied” 
(Pacific Contact Laboratories v. Solec Laboratories, Ince. 
(9 Cir., 1953), 209 F.2d 529, at 533). This Court also noted 
(209 F.2d., at 532) “that the corneal lens met with wide 
acceptance and success only after Tuohy put it on the 
market.” 


In Solex Laboratories, Inc. v. Graham (S.D. Cal., 1958), 
165 F. Supp. 428, 434, Judge Tolin stated that “the very 
heart of the teaching’ of the Tuohy patent is the use, on 
the concave side, of a radius of curvature slightly greater 
than that of the cornea to which the lens is applied, pro- 
viding “a small but gradually increasing clearance for 
the entry of natural eve fluids between the lens and the 
cornea.” That Judge Tolin was right is confirmed, and 
the vital nature of Tuohy's contribution is certified, by 
the fact that present-day contact lenses almost universally 
have such a curvature. (The evidence of both parties 
proves this; see pages 18-24, supra.) 
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In brief, present-day contact lenses do utilize the Tuohy 
teachings, do respond to the language of the Tuohy claims, 
and hence are covered by the Tuohy patent. Nevertheless, 
the District Court somehow concluded (Finding 7(e), R. 
108) the Tnohy patent is limited in scope to lenses whose 
concave surface “is defined by a single spherical eurve”, 
and hence does not cover any lens with more than one 
curve on its concave side. 


This was error of law of the first magnitude. It was 
squarely in conflict with Judge Tolin’s decision in Solex 
Laboratories, Inc. v. Graham et al. (S.D. Cal., 1958), 165 
F. Supp. 428, 487, holding — correctly — that “addition 
{of something extra] to a patented structure does not 
enable one ... to avoid a charge of infringement.” 


What the District Conrt did here was to measure the 
seope of the Tnohy patent by its drawing, instead of by 
its claims. This was clear error. Moreover, had the Dis- 
trict Court followed correct legal principles, the Tuohy 
patent would have been accorded a liberal range of equiva- 
lents in recognition of its pioneer status, to the end that 
all lenses utilizing the principles Tnohy taught would be 
covered by the patent. Instead, apparently overlooking 
the prior decisions of this Court and Judge Tolin, the 
District Court wrote (Finding 12, R. 110) that it could 
“find no justification for Plastic’s position ... that the 
Tuohy Patent is broad in seope”; and Plastic was easti- 
gated (Finding 53, R. 139) for calling the Tuohy patent a 
pioneer. 


The law by which the District Court should have judged 
the scope of the Tuohy patent was that stated in Del 
Francia v. Stanthony Corp. (9 Cir., 1960), 278 F.2d 745, 
747, where this Court wrote: 


“The general rules of patent claims construction are 
well settled. A patent is to be construed as a con- 
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tract, with the intent of the parties uppermost so as 
to give effect to their legitimate expectations. Fur- 
ther, since letters patent are contracts, questions of 
construction are questions of law for the court... . 
The claims are a measure of the monopoly granted to 
the inventor, ... and they can never be broader than 
the invention disclosed to the public. . . . While the 
claims must be read in the light of the disclosure of 
the specifications, this does not restrict the invention 
to the precise structure disclosed, but rather to the 
real invention as found in the specifications and draw- 
ings.” 


The quoted passage of course states Hornbook law, 
exemplified by numberless other cases. An example is 
Badowski v. United States (Ct. Cl., 1960), 278 F.2d 934, 
at 936: 


“Tt is well settled that the invention covered by a 
patent is defined by the language of the patent claims 
and not by the drawings shown in the specifications. 
. . . The specifications merely teach others one or 
more ways of practicing the invention.” 


Again, in Smith v. Carter Carburetor Corp. (3 Cir., 
1942), 180 F.2d 555, 559, the law was stated thus: 


‘‘The claims of the patent are to be read in the light 
of the disclosure of the specifications, not to restrict 
the invention to the precise structure disclosed, but in 
order to grasp the principle of the invention so as to 
measure properly the range of equivalents.”’ 


The legal rule governing construction of pioneer patents, 
of which Tuohy is surely one, was stated thus in Nelson 
v. batsow(o Cire (96ae 322 FW 2d 132, 135: 


‘‘Sinee the purpose of the doctrine of equivalents is 
to give the inventor an opportunity to secure a just 
reward for his invention — an opportunity which he 


would otherwise be denied because of the failure of 
the language of his claim to include devices which 
were in fact the same as his own in function, means, 
and result — the degree of protection afforded beyond 
the language of the claims will vary directly with the 
value of the inventor’s contribution to the art. As the 
principle is commonly put, the inventor is entitled to 
a range of equivalents commensurate with the scope 
of his invention: broad if his invention is broad; nar- 
row if his advance is a small one in a crowded field.” 


Far from following Nelson v. Batson, the District Court 
here did not give the Tuohy patent a scope even com- 
mensurate with its claim language. 


Los Angeles Art Organ Co, v. Aeolian Co. (9 Cir., 1906), 
143 Fed. 880, is a judgment of this Court splendidly illus- 
trating what the District Court should have done here. 
This Court first stated the applicable law in these words 
(143 Fed., at 882); 


“In order to determine what the rights of the appel- 
lees are, it is necessary to ascertain what their status 
in the art, under the Tremaine & Pain patent, is, 
whether they were pioneers in their invention, or mere 
improvers. If pioneers, they would be entitled to a 
broad and liberal construction, if, mere improvers, the 
claims would only be entitled to a narrower interpre- 
tation.” 


Having thus set up the standard, this Court measured 
against it the invention of the patent in suit and con- 
eluded (143 Fed., at 883): 


“This discovery was important. Tremaine & Pain 
were not mere improvers upon a prior machine which 
was capable of accomplishing the same general result. 
They brought to success what prior inventors had 
been unable to accomplish. . . . Their invention was 
therefore more than a mere improvement or perfec- 
tion of what had preceded it. It was of such novelty 
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and importance as to constitute a distinct step in the 
progress of the art, and the claims of their patent are 
therefore entitled to a broad and liberal construction.” 


How completely the quoted passage fits the facts of this 
record will not, we are sure, escape this Court’s notice. 


The District Court made a finding (No.12a, R. 109) that 
Tuohy, in the Patent Office, “surrendered broader claims 
in order to obtain allowance of the two claims which 
matured as the claims of his patent” and that Plastie was 
therefore “estopped to assert for the Tuohy Patent any 
broader seope than is defined by the two claims of the 
Patent.” The legal conelusion in that finding as to estop- 
pel is clearly erroneous. Examination of the Tuoliy file 
history (PX-118, 56a-95a) will show that the broader 
application claims Nos. 1 and 3-7 (65a-66a) that Tuohy 
eancelled were directed to corneal contact lenses as such, 
without specifying curvature. They were cancelled when 
the Examiner cited prior art showing that contact lenses 
covering only the cornea were old. (Never suecessful, how- 
ever, before Tuohy. 209 F.2d, at 532.) Original claims 2 
and 8, which ealled for “flatter eurvature”, were replaced 
by application claims 9 and 10 of equivalent scope, and 
they were allowed (91a), becoming claims 1 and 2 of the 
patent (8a). 


In short, there is nothing in the Tuohy file history to 
indicate any narrowing by estoppel of Tuohy’s right to 
broad coverage of the “gradually increasing clearance” 
concept which Judge Tolin (165 F. Supp., at 484) called 
“the very heart of the teaching” of Tuohy’s patent. More- 
over, so far as this case is concerned, the scope afforded 
by the Tuohy claim language is all that is needed to sus- 
tain Plastie’s position. Tuohy’s claim 1 reads word for 
word on modern bi-curved contact lenses with divergent 
peripheral eurvature (Tr. 382-386). 
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Rather than emasenlating the Tuohy patent as he did, 
by restrieting its scope to the single-eurve lens of its 
drawing, the Distriet Court shonld have held, with Judge 
Tolin in the Graham ease (165 F. Supp., at 437) that the 
Tuohy patent covers corneal lenses curved to provide a 
“small but gradually increasing clearance for the entry of 
natural eye fluids between the lens and the eornea”, wheth- 
er or not accompanied by extra features, such as additional 
curves, 


The District Court made other errors of comparable 
magnitude, one of which will be dealt with next. Even so, 
his error in miseonstruing the Tuohy patent was a major 
error that went to the very heart of his decision. Of 
itself, it requires reversal of the judgment. 


II. The Butterfield Patent—Junior In Date To Tuohy And 
At Best A Mere Improvement Patent—Is Restricted 
By Its Claim Language, Its Patent Office History, 
And The Prior Art To Lenses Truly Conforming To 
The Eye Curvature Throughout Their Areas. Yet 
The District Court Wrongly Accorded That Patent 
A Broad Construction, As If It—Rather Than 
Tuohy—Were The Pioneer In The Art. 


Having held the pioneer Tuohy patent so restricted in 
scope as to cover nothing but the single-curve lens shown 
in its drawing, the Distriet Court went all out the other 
way in construing the Butterfield patent. 


Butterfield was no pioneer in any sense; he was a late- 
comer who made a narrow invention and secured for it an 
equally narrow patent. His parent applieation (rejected 
and abandoned) dated only from August 1, 1949, and the 
application from whieh the Butterfield patent actually 
matured was filed on August 1, 1950. By that late date 
the Tuohy patent, applied for in February, 1948, had 
already issued! 
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Butterfield, it must be said, has exploited his patent with 
great success, but the success has been achieved, this rec- 
ord shows, by aggressively misrepresenting what his pat- 
ent covers. The District Court, sad to relate, accepted 
Butterfield’s pretensions at face value. Heedless alike of 
Butterfield’s late invention date, his Patent Office history, 
and the prior art, the District Court so broadly construed 
the Butterfield patent as to sweep within its monopoly all 
contact lenses approximately conforming to corneal curva- 
ture in their central zones, even though divergent there- 
from in their marginal regions and hence actually covered 
by the Tuohy patent. 


This was error: 


1. The District Court’s Construction Of The Butter- 
field Patent Was Forbidden By A Classical File 
Wrapper Estoppel, Arising From Butterfield’s 
Progressive Abandonment And Cancellation Of 
Claims Directed To The Very Lens Structure He 
Now Pretends To Monopolize. 


A patentee may never, by resort to the doctrine of 
equivalents, liberal construction, or any other means, se- 
eure a judicial] construction of his patent that draws within 
the monopoly any subject matter disclaimed in the Patent 
Office by abandonment, amendment, or cancellation of re- 
jected claims. This doctrine — known as “file wrapper 
estoppel’? — is as firmly rooted and well established as 
anything in patent law. 


Schriber-Schroth Co. v. Cleveland Trust Co. (1940), 311 
ose 2ihl, Bese 


(“It is a rule of patent construction consistently 
observed that a claim in a patent as allowed must 
be read and interpreted with reference to claims 
that have been cancelled or rejected, and the claims 
allowed cannot by construction be read to cover 
what was thus eliminated from the patent.’) 
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Exhibit Supply Co. v. Ace Patents Corp. (1942), 315 U.S. 
126, 136 


(“Whatever may be the appropriate scope and ap- 
plication of the doctrine of equivalents, where a 
claim is allowed without a restrietive amendment, 
it has long been settled that recourse may not be 
had to that doctrine to recapture claims which the 
patentee has surrendered by amendment.”) 


D &@ H Electrie Co. v. M. Stephens Mfg., Inc. (9 Cir., 
1956), 233 F.2d 879, 883-884 

(“Having asserted the novelty of the right angle 
principle in order to secure the patent, appellant 
cannot now expand his coverage to include other 
elains which were denied him in the proceedings 
before the patent office. This is simply the exercise 
of the doctrine of ‘file wrapper estoppel’ — the 
gravainen of which is that an applicant who aequi- 
esees in the rejection of his claim, and accordingly 
modifies it to secure its allowance, will not subse- 
quently be allowed to expand his claim by interpre- 
tation to inelude the principles originally rejected 
or their equivalents.’’) 


What Butterfield disclosed in his parent application, 
and tried to patent therein, was simply a Tuohy lens 
modified by the addition, in the central area, of a second 
eurve ground to conform to the cornea in its apex region. 
The Court may confirm this by reference to the lens shown 
in the parent application drawing (163a). The curve 18 
of that lens obviously is the Tuohy curve, on a longer 
radius of curvature than the curvature of the underlying 
region of the cornea; and the curve 16 is an additional 
eurve conforming to the corneal curvature in the central 
area. 


The lens that Butterfield thus sought to patent by means 
of his parent application was essentially a modern contact 
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lens, conforming approximately to the corneal curvature 
in its central area and divergent from the corneal surface 
in its marginal areas, thus providing Tuohy’s “small but 
gradually increasing clearance for the entry of natural 
eye fluids.” The Patent Office refused to grant Butterfield 
a patent on that type of lens, holding claims drawn to such 
a lens “unpatentable over Tuohy” (175a); and Butterfield, 
acquiescing in the rejection, abandoned the application 
with all its claims! 


With such facts on the public record for all to see, it 
is plain as day that the patent Butterfield secured could 
not possibly, consonant with law, be construed to embrace 
what Butterfield, by abandoning his parent case, admitted 
he could not patent. Yet Plastic’s argument to that end 
fell on deaf ears in the District Court. Butterfield’s file 
history was not even mentioned. in the findings or con- 
clusions. 


Bevond any doubt the claims of Butterfield’s parent 
application, had they been granted to him in a patent, 
would have covered like a tent the bi-eurved lenses with 
diverging peripheral curves which are in general use 
today. Consider, for example, claim 10 of the parent 
application: 


“10. A corneal contact lens of generally coneavo- 
eonvex shape wherein the concave surface is substan- 
tially spherical in a central portion corresponding to 
the area subtended by the iris during maximum dila- 
tion, the remaining portion of the concave surface 
being recessed, said recess being deep enough to pre- 
vent interference between the cornea and the edge of 
the lens and shallow enough to allow substantial ecapil- 
lary attraction between the surface of the recess, the 
lacrimal fluid, and the surface of the cornea.” 


(The “recess” referred to in the claim Butterfield sought 
but failed to get is of course the recess formed by the 
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Tuohy curve 18 (163a), by virtue of its longer radius of 
curvature than that of the underlying cornea.) 


The quoted claim 10, like the other clauns of Butter- 
field’s parent case, was rejected as “unpatentable over 
Tuohy” (175a) and abandoned! That being so, Butterfield 
cannot recapture a monopoly of the scope defined by 
abandoned claim 10 by eroding away the limitations from 
the narrow claims he did get. Cases like D & H Electric 
(9 Cir., 1956), 233 F.2d 879, hold gust that, but their 
message went unheeded below. 


The file wrapper estoppel that arose from abandonment 
of Butterfield’s parent application was renewed in the 
history of the Butterfield continuation case, on which his 
patent issued. That continuation (DX-NN, 130a) con- 
tained a substantially different disclosure than the parent 
had contained; instead of a Tuohy lens supplemented by 
a conforming central curve, Butterfield described in the 
offspring case a lens having over-all conformity to the 
underlying eye surface —i.e., uniform clearance from the 
corneal surface over the entire lens area. 


This is plainly shown in the drawing of the offspring 
ease (9a, 140a), and it is brought out with equal clarity 
in the claims finally allowed and issued. They all define 
the scope of the invention as embracing a lens having ‘an 
inner central spherical area conforming to the correspond- 
ing area of the cornea” and having peripheral areas “cor- 
responding in curvature with that portion of the corneal 
peripheral area to which the lens is applied” (lla, 143a- 
144a). 


The Distriet Court held that ‘‘ecorresponding in curva- 
ture with ... the corneal peripheral area’”’ did not mean 
“conforming”, in the sense of parallel or uniform spacing 
from the cornea, but just meant shaped so that “its mar- 
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ginal portion so corresponds to the marginal zone of the 
cornea that it provides for uninterrupted flow of tear or 
lachrymal fluid.” (Finding 7(b), R. 107). This, unmistak- 
ably, was error. If “corresponding in curvature with... 
the corneal peripheral area’’ really did mean nothing more 
than providing for uninterrupted flow of lachrymal fluid, 
the phrase would read squarely on Tuohy, who taught 
that very thing, years before the idea occurred to Butter- 
field! 


The requirement of over-all conformity to eye surface 
was not in the claims of the offspring case when it was 
filed. That limitation was added by amendment, to dis- 
tinguish over prior art. 


At first Butterfield tried, even in the offspring case, to 
cover bi-curved lenses with divergent peripheral curves. 
Consider, for example, claim 6 of the second application 
(137a) : 


“6. A corneal contact lens of generally concavo- 
convex shape wherein the coneave surface has ap- 
proximately the surface of a sphere in a central por- 
tion which is somewhat less in diameter than the area 
of the cornea subtended by the iris during maximum 
dilation, the radius of curvature of said concave sur- 
face increasing slightly and gradually from said spheri- 
eal portion to the edge of the lens.” 


Note the absence of any requirement in that claim for con- 
formity to eye curvature. If granted, that claim would 
surely have covered modern bi-curved lenses, with diver- 
gent peripheral curves. Here again, however, the Patent 
Office rejected all such claims as unpatentable over the 
prior art, noting (142a): 


“The references all show it to be old to form ‘corneal’ 
contact lenses with inside peripheral curves which are 
flatter than those of the central area.” 
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Butterfield responded to that rejection by cancelling the 
claims originally presented in the offspring application 
and substituting the three claims ultimately granted, all 
explicitly limited to conformity in both the central and 
peripheral areas (lla, 143a-l44a). That the new claims 
were intended to mean just what they say was established, 
moreover, by Butterfield’s argument (146a) accompanying 
the newly tendered claims, in which he stated that ‘“appli- 
eant’s lens has a posterior curvature that conforms to the 
curvature of the cornea”. 


We ask — could it have been stated more plainly? Or 
now repudiated more cynically? 


The District Court, following Butterfield’s lead (R. 192), 
held that ‘‘econformity” and “correspondence”’, as used in 
his claims, were meant to connote mere approximate con- 
formity (Finding 7(b), R. 107). But that, in the homely, 
expressive language of Mark Twain, just “won't wash’’. 
Approximate conformity was already old. Twohy had 
taught it years before, pointing out that his lens was 
“largely conforming in shape and size to the cornea’’ (6a, 
col. 2, line 25). 


Tuohy unmistakably taught that the peripheral clear- 
ance he had found advantageous in a corneal contact lens 
was a small departure from exact conformity. He wrote 
ia, col. 3, line 65): 


“Tn other words, the lens blank may ¢éially have an 
internal radius of curvature exactly conforming to 
the radius of curvature of the cornea but on grinding 
the optical correction on the interior of the lens its 
concave radius of curvature may be so altered thereby 
as to provide the clearance spaces which are of ade- 
quate size. These clearance spaces need not be great 
and, for example, if the radius of curvature of the 
cornea measures 7.8 millimeters the radius of ecurva- 
ture of the concave side of the lens need only be 7.9 
or possibly 8.0 millimeters.” 
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By the late date when Butterfield was interviewing 
examiners in frantic search for some sort of allowable 
claim (1951 see 148a), there was no room left in the 
art for the kind of vague boundaries that the District 
Court, in disregard of plain English words, read into the 
Butterfield claims. That patent covers only lenses fitted 
for over-all conformity — i., with uniform clearance 
between lens and eye over the whole area. 


The patent might be properly construed to cover a lens 
having minute departures from over-all conformity if they 
reflected random irregularities in the corneal surface, as 
opposed to conscious design, but it could never be properly 
construed to embrace a lens deliberately ground to provide 
divergent curvature. 


Justice, common sense, and the law join in forbidding 
such a construction, simply because Butterfield didn’t 
invent such lenses and perforce didn’t patent them. 


2. Plastic Is Free To Prove The True Legal Scope 
Of The Butterfield Patent, Without Estoppel 
From Its Butterfield License Or Restraint Aris- 
ing From The Prior Litigation Settlement. 


In this section we shall deal with two errors that re- 
sulted from the District Court’s adoption of unsound But- 
terfield arguments; the first involves an erroneous applica- 
tion, against Plastic, of the doctrine of licensee estoppel: 


(a) Plastic Is Under No Licensee Estoppel With 
Respect To The Scope Of The Butterfield 
Patent. 

The District Court, in Finding 12(b) (R. 109-110), found 
as a “fact” that Plastic, by reason of being licensed under 
the Butterfield patent, “is not only estopped to challenge 
the validity of the Butterfield Patent but is also estopped 
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to challenge its operative effect or utility.” This same 
theme was repeated in the District Court’s Conclusions 
of Law VIII and IX (R. 151-152). (Plastic, it will be 
recalled, has a license under the Butterfield patent, ac- 
quired in May, 1960, while Plastic was still in litigation 
with Solex. R. 46, 47.) 


What the District Court meant by the term “operative 
effect” is not certain. The term, however, was suggested 
by Butterfield (R. 195, 245-246); and Butterfield, in argu- 
ment, treated “operative effect” as equivalent to “legal 
scope” (R. 289-290). 


If, by the findings and conclusions above noted, the Dis- 
trict Court meant to hold that Plastic’s license under the 
Butterfield patent estops it from showing how narrow the 
legal scope of the patent really is, then the District Court 
certainly erred. 


A licensee is of course not free to challenge the licensed 
patent’s validity, but there is no rule of law obliging 
him to accept his licensor’s notions as to what the licensed 
patent covers. A licensee is as free as anyone else to 
challenge and refute a patentee’s exaggerated pretensions 
with respect to scope. 


The estoppel of a licensee or assignor of a patent is 
limited to the narrow proposition “that the invention pre- 
sented a sufficient degree of utility and novelty to justify 
the issuance of the patent”. Apart from that limitation, 
the Court “will apply to the patent the same rule of 
construction . . . which would be applicable between the 
patentee and a stranger.” (Westinghouse Electric & Mfg. 
Co. v. Formica Insulation Co. (1924), 266 U.S. 342, 351). 


That proposition has been elementary law for nearly a 
century. The statement quoted above was taken by the 
Supreme Court from the opinion of Judge (later Justice) 
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Lurton in Noonan v. Chester Park Athletic Co. (6 Cir., 
1900), 99 Fed. 90, 91; the Supreme Court supported it, in 
the Westinghouse opinion, by citing many cases from other 
cireuits, including Leather Grille & Drapery Co. v. Chris- 
topherson (9 Cir., 1910), 182 Fed. 817, 822. 


Other affirmations of the rule may be found in an 
opinion by Chief Justice Stone (Scott Paper Co. v. Mar- 
calus Mfg. Co. (1945), 326 U-S. 249, 252-253), in an opinion 
by Judge Lindley of the Seventh Circuit (Casco Products 
Corp. v. Sinko Tool & Mfg. Co. (7 Cir., 1940), 116 F. 2d 
119, 121), and in a recent decision by Judge Yankwich 
(Blastcrete Eqmt. Co. v. Ridley & Co. (S.D. Cal., 1959), 
174 F. Supp. 277, 280). 


So much for Butterfield’s attempt to hobble Plastic by 
a pretended licensee estoppel; we now turn attention to 
an equally untenable Butterfield contention: 


(b) The Settlement Of The Prior Litigation Be- 
tween The Parties Is NOT Evidence Rele- 
vant To The Scope Of The Butterfield 
Patent. 


When Plastic cleared up its litigation with Solex by 
purchasing that company, it inherited an already-pending 
lawsuit against Butterfield’s company, in which, by com- 
plaint and counterclaim, both the Tuohy and Butterfield 
patents were in issue. That htigation was settled, in May, 
1962, by execution of settlement papers and entry of a 
consent judgment (R. 11-28, 46-47). 


By the settlement, the parties stipulated that both 
patents were valid, and that Solex (not Plastic) had in- 
fringed the Butterfield patent. There was no commitment 
in any of the settlement documents, however, which pur- 
ported in any way to define the scope of either patent. 
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The settlement agreement (R. 16-18), after reciting that 
Solex had infringed the Butterfield patent, provided that 
“as settlement for the damages suffered ... from and by 
virtue of said infringement,” Plastic would grant to But- 
terfield certain releases and license rights under the Tuohy 
patent and would pay Butterfield $6,000 in cash. 


Elsewhere in the settlement agreement, separate from 
the aforementioned settlement of infringement damages, 
Plastic agreed to pay Butterfield $60,000, in three install- 
ments (R. 18-19). 


In this present case, Butterfield argued below (R. 289- 
290) that Plastie’s having bought a paid-up license from 
Butterfield in 1960 and having paid substantial damages 
to Butterfield in settlement of the 1962 litigation was 
evidence of * Plastic’s continued belief that the Butterfield 
Patent had not only validity but substantial existing and 
potential trade usage.” Note the fallacy in that argument: 
The issue was not what Plastie believed; the issue was 
what the patent covered! What Plastic may or may not 
have believed in 1962 couid not possibly affect the scope 
—1t.e., the legal boundaries—of a patent grant made in 
51. 


Despite the non sequitur in Butterfield’s argument, it 
persuaded the District Court; the finding was made (Find- 
ing 23, R. 116) that the settlement papers and consent 
judgment “are of significance in considering the conten- 
tions of the parties with respect to the scope of the But- 
terfield Patent as related to the Tuohy Patent.” 


That finding was clearly erroneous. It was a determina- 
tion that the District Court could properly weigh Plastie’s 
1962 conduct as evidence bearing on the legal scope of a 
government grant (the Butterfield patent) made eleven 
years before, in 1951. It was like holding that the bound- 
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aries of an estate conveyed by deed could be determined 
as a matter of fact, by drawing inferences from a stran- 
ger’s later conduct, rather than as a matter of law, by 
construing the deed itself against the background circum- 
stances of its execution! 


The District Court, be it remembered, was not even 
dealing with an admission by a party to the deed. The 
scope of the Butterfield patent was being judged by the 
subsequent conduct of Plastic, a stranger to the grant! 


It is self-evident, we submit, that what the District Court 
did was error. The scope of a patent is a matter of law, 
governed by the language of the claims, the file history, and 
the prior art against which the stature of the invention 
must be judged (Del Francia v. Stanthony Corp. (9 Cir., 
1960), 278 F. 2d 745, 747). Nothing that happens after the 
patent’s issuance can affect its scope except a formal 
action such as a statutory disclaimer by the patentee him- 
self. 


The District Court erred even in making the specu- 
lative assumption that Plastie’s settlement with Butterfield 
indicated belief that the Butterfield patent had broad scope. 
Other explanations are more plausible. For example, the 
settlement could well have indicated: 


(a) That Plastic was war-weary, after years of 
fighting a losing battle with Solex. 


(b) That Plastic thought it could buy its peace 
from Butterfield. (If so, subsequent events surely 
taught Plastic otherwise, as they did Neville Chamber- 
lain and many another would-be appeaser of a 
predatory enemy.) 


Be that as it may, one thing is sure as a matter of law: 
Plastic’s payment of money to Butterfield, to settle a law- 
suit in 1962, was not evidence as to the scope of patents 
granted years before. 
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III. Correction Of The District Court’s Faulty Construc- 
tion Of The Butterfield And Tuohy Patents De- 
mands Also That The “Fact Findings” Premised 
Thereon Be Overturned. 


We pause for a brief exercise in elementary logic— 


Major Premise: As just demonstrated, by reason 
of the prior art, its claim language, and its Patent 
Office history, the Butterfield patent covers only con- 
tact lenses ground to conform to eye curvature in 
both the peripheral and central areas. 


Minor Premise: Present-day contact lenses almost 
invariably diverge from the eye curvature in their 
peripheral areas. (This is conclusively established by 
the evidence of both plaintiff and defendant; sce pages 
18-24, supra.) 


Conclusion: Very few of the contact lenses being 
sold today are covered by the Butterfield patent. 


Corollary: The record is barren of evidence that 
contact lenses covered by the Butterfield patent are 
being marketed in substantial quantities by any- 
one—except, perhaps, by Butterfield’s own company. 


The stated conelusion and corollary, both unquestion- 
ably true, expose the error in a host of the District Court’s 
“findings of fact” premised on faulty construction of the 
Butterfield patent. In undoing the consequences of that 
legal error, therefore, this Court should overturn: 


—The findings that the Butterfield patent covers 
“a very substantial volume” of present-day commer- 
cial contact lenses (Nos. 8 and 62, R. 108, 147-148). 
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—The finding that Plastic’s licensees constituted a 
“snbstantial part of Butterfield’s potential market for 
his license agreements” (No. 41, R. 128). 


—The findings (Nos. 43, 44, and 45, R. 128-129) that 
substantial numbers of contact-lens manufacturers 
are and have been making lenses covered by the But- 
terfield patent, and that there is “a substantial de- 
mand in the manufacturing and fitting trade” for such 
lenses. 


—The finding (No. 53, R. 139) that “Plastic has 
improperly asserted as its policy in the trade that 
the Butterfield patent is inoperative, highly restricted 
in scope and lacks utility.” (There is no evidence 
that Plastic has ever asserted that the Butterfield 
patent is inoperative or wholly lacking in utility; and 
it truly is, as we have shown, highly restricted in 
scope, by virtue of its late date, the prior art, its nar- 
row claim language, and its Patent Office history.) 


—The finding (No. 63, R. 148) that “the Butterfield 
Patent has been infringed by many of Plastie’s li- 
eensees”. (If the Butterfield patent be given its true 
legal scope, there is not a scintilla of evidence support- 
ing this finding.) 


Just as the erroneous “findings of fact” above-noted 
were spawned by the District Court’s unfounded belief 
that the Butterfield patent was broader in scope than it 
is, so other erroneous findings were founded on unduly 
narrow construction of the Tuohy patent. Therefore, in 
according to the Tuohy patent its proper status, this Court 
should hold clearly erroneous these additional ‘findings of 
fact”: 
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—The finding (No. 7(c), R. 108) that the scope of 
the Tuohy patent is limited to lenses “whose concave 
surface is defined by a simgle spherical eurve” of a 
radius longer than that of the underlying eye curva- 
ture. 


—The finding (No. 53, R. 139) that Plastic has 
“asserted an unduly wide scope” for the Tuohy pat- 
ent. 


—The finding (No. 62, R. 147-148) which ‘‘expressly 
finds as untrue the contention of Plastic that the great 
bulk, if not all, of the successful corneal contact lenses 
fitted and sold embody the principles of the Tuohy 
Patent”. 


Still others of the “findings of fact”, tainted by error 
of law as to the scope of the Butterfield patent, stand re- 
vealed as clearly erroneous when viewed in the light of 
Butterfield’s own evidence. Specifically, Findings 64 and 
71 (R. 148, 149) state that there is no evidence of Butter- 
field’s (a) having asserted for his patent a scope broader 
than it actually has or (b) having charged manufacturers 
with infringement based on over-broad pretensions as to 
the scope of his patent. 


What Butterfield and his attorneys and agents actually 
did—and there can be no dispute at all about this—was to 
represent the Butterfield patent as covering hi-curved or 
multi-curved lenses regardless of conformity to eye curva- 
ture im the peripheral areas. Sometimes these represen- 
tations would pay half-way lip service to the claims by 
acknowledging that the patent requires conformity in the 
optical or centra] area of the lens (i.e., on “‘KX’’), and on 
other occasions the patent would be flatly represented to 
cover all bi-curved or multi-curved lenses, regardless of 
conformity. 
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For example, Butterfield testified thus (Tr. 407-408) : 


“Q. ... Now, you have, have you not, Doctor, on 
various occasions, orally and in writing, indicated the 
scope of your patent to be all contact lenses in which 
a central zone is formed with a spherical curve to 
conform to the apex of the cornea and then on which 
the marginal portion of it is provided with a dif- 
ferent curve than the central curve? 


“A. I think that is what the patent says.” 


In his sales talks with manufacturers, Butterfield rep- 
resented the scope of his patent in these terms (Tr. 416- 
417): 


“Q@. Did you describe the area of your claim? 

“A. I gave them my opinion as to what my patent 
covered. 

“@. And what is your opinion, Doctor? 

“A. Well, my opinion is that—I started to de- 
scribe my lens this morning—a lens that has a central 
optical area which conforms to the curvature of the 
cornea and has a secondary curvature surrounding it 
which is different than the one in the middle.” 


Butterfield’s agent Dippery issued infringement charges 
right and left with nothing to go on save the fact that the 
alleged infringer was making a bi-curved lens. His testi- 
mony (Tr. 235): 


“Q. If you found a secondary curve on the lens, 
this was enough to convince you that the man who 
made the lens was infringing the Butterfield patent? 

‘TA ee vese si 
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He did that, moreover, on the instructions of Butterfield 
himself (Tr. 205-206): 


“Q@. Now, before you actually started operating 
under the contract, did you have any further conver- 
sations with Dr. Butterfield dealing with the subject 
of what you should and should not say? 

el did: 

“Q. When did those conversations occur? 

“A. They occurred in our meeting at Dallas and 
several times by phone. 

“Q. Were those occasions before and after the exe- 
cution of this contract? 

“A. Mostly before. 

“Q. Now, what was diseussed on that subject be- 
tween you and Dr. Butterfield? 

“A. That anyone using a second curve or a bi-curve 
other than the base curve of the lens was infringing 
on the Butterfield patent.” 


When Butterfield’s lawyers solicited licenses in his be- 
half, they too over-stated the patent’s reach (Tr. 412-414; 
PX-143E, 118a-119a). 


Of the District Court’s many erroneous findings, none 
was more completely contradicted by the record than Find- 
ings 64 and 71 (R. 148, 149), holding that Butterfield did 
not misrepresent the coverage of his patent in soliciting 
manufacturers to take licenses from him. 
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IV. The District Court Erred In Holding That Plastic 
Violated The Anti-Trust Laws By Contracting For 
Royalties Measured In Amount By Its Licensees’ 
Total Sales Of Contact Lenses. 


We come now to the anti-trust phase of this case. It 
involves the terms of Plastic’s standard license contract 
under the Tuohy patent (18a-26a), providing that royalty 
be paid (on a sliding scale downward from $1.00 per pair) 
on “all devices consisting of pieces of finished material in 
which two lens surfaces are applied thereto and which are 
adapted to be or are made into a finished or unfinished 
corneal lens”. (19a-20a) 


The District Court made two serious errors with respect 
to that royalty clause. 


For one thing, the District Court held (Finding 27, R. 
120-121) that the word “devices” is limited to lenses cov- 
ered by the Tuohy patent. The District Court reached 
that conclusion, first, by calling Plastic’s standard agree- 
ment “somewhat ambiguous, with respect to its royalty 
base’”’, and stating (R. 120) that a construction should be 
adopted “which renders it legal and valid, rather than 
illegal”. 


That was plainly error. The clause is not ambiguous at 
all. The articles subject to royalty are clearly defined as 
quoted above and they plainly consist of all the corneal 
lenses sold by the licensee. Nothing could be plainer. 


Having thus erroneously held that Plastic’s royalty 
clause should be read to require payment only on lenses 
covered by the Tuohy patent, the District Court went on 
to its second error, holding (Findings 27(g)-27(k), R. 121- 
123) that Plastie had violated the anti-trust laws, illegally 
restrained trade, and competed unfairly with Butterfield 
by collecting royalties based in amount on its licensees’ 
entire sales of lenses. 
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Plastie’s standard royalty clause is of the type explicitly 
approved in Automatic Radio Mfg. Co. v. Hazeltine Re- 
search, Inc. (1950), 339 U.S. 827. In that case the very 
position the District Court adopted here was argued and 
rejected. The Supreme Court wrote (339 U.S., at 833): 


“The royalty provision of the licensing agreement 
was sustained by the District Court and the Court of 
Appeals on the theory that it was a convenient mode 
of operation designed by the parties to avoid the 
necessity of determining whether each type of peti- 
tioner’s product embodies any of the numerous Hazel- 
tine patents ... The Court of Appeals reasoned that 
since it would not be unlawful to agree to pay a fixed 
sum for the privilege to use patents, it was not un- 
lawful to provide a variable consideration measured 
by a pereentage of the licensee’s sales for the same 
privilege . . . Numerous District Courts . . . have 
reached the same result on similar grounds, and we 
are of like opinion.” 


The reasons underlying the decision in Automatic Radio 
were stated thus (339 U.S., at 834): 


“We cannot say that payment of royalties according 
to an agreed percentage of the licensee’s sales is un- 
reasonable. Sound business judgment could indicate 
that such payment represents the most convenient 
method of fixing the business value of the privileges 
granted by the licensing agreement. We are not un- 
mindful that convenience cannot justify an extension 
of the monopoly of the patent... . But as we have 
already indicated, there is in this royalty provision no 
inherent extension of the monopoly of the patent.” 


The District Court should have followed Automatic 
Radio; its failure to do so was clearest error. 
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As inexplicable as the District Court’s failure to cite 
Automatic Radio was its entry of this finding (No. 57(a), 
R. 148-144): 


“There is no evidence whatsoever in the record justi- 
fying any claim by Plastic that convenience of ac- 
counting is a proper excuse for such a broad royalty 
basis. Plastic called no licensees and no one from its 
own administrative staff to testify to any difficulties 
which might exist in this area.” 


That findimg is clearly erroneous. The evidence that 
accounting convenience is a proper basis for Plastic’s 
royalty clause is not lacking. It is compelling and conclu- 
sive. The reason Plastic called no witnesses on that point 
is that Butterfield had already proved it. 


The primary factor weighing against lens-by-lens royalty 
accounting on the basis of patent coverage is that the 
patent status of any particular lens cannot be ascertained 
by reference to the lens alone. How the lens relates in 
curvature to the eye on which it is fitted is what governs 
patent coverage, and information as to that is not available 
in the offices of the manufacturer-licensees. (All hands 
agree that lens manufacturers grind their lenses on pre- 
scriptions, sent in by physicians and optometrists. Tr. 307- 
308, 324-326.) 


Since manufacturers have no way of knowing how the 
curves on the lenses they grind to prescription will relate 
to the corneal curvatures of the patients who will wear 
them, they cannot know from their own data whether a 
given lens will be covered by the Tuohy patent or any 
patent. This is obvious, and it stands admitted in this 
record (Tr. 326). It follows that an accurate lens-by-lens 
royalty accounting on the basis of patent coverage would 
require procurement, from somewhere, of data on the eye 
measurements of the ultimate users. 
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The expense and inconvenience of such a procedure is 
plain. It was so obvious to Butterfield himself that most 
of his recent licenses have royalty clauses not keyed to the 
number of lenses covered by the licensed patent. (See the 
facts gathered at pages 26-29, supra, and references there 
cited.) 


Butterfield admitted that he solicited licenses calling 
for a monthly royalty at a bargain rate, based on the 
licensee’s previous average monthly sales of all contact 
lenses (not just lenses covered by the Butterfield patent), 
and did so because “of simplifying their bookkeeping, sim- 
plifying my bookkeeping, simplifying the fact that I 
wouldn’t have to send traveling auditors around, which 
costs money to audit their books.” (Tr. 421-422; PX-84F, 
38a-39a; DX-Q, 127a). Quod erat demonstrandum. 


In the course of its general condemnation of Plastic’s 
royalty clause, the District Court held illegal Plastic’s 
inclusion of “unfinished” lenses in its royalty base (Find- 
ings 28-29, R. 124-125). This again was error. Since 
basing the royalty on the licensee’s total sales of contact 
lenses is legal and proper, unfinished lenses — a part of 
that total business — may properly be included in the 
royalty base. 


Here, as before, Butterfield confirmed by his own actions 
the propriety of what the District Court condemned Plas- 
tic for doing (Tr. 437-438) : 


“(). Well, the point I make is that you have always 
charged the same royalty for uncuts as you did for 
finished, finished lenses; isn’t that so? 

“A. We have three different types of licenses. 

‘@, And in all three of them there is no distinction 
made as far as royalty is concerned between uncuts 
and finished lenses; isn’t that true? 

x Uhet’s trac: 
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The District Court plainly erred in holding that Plastic’s 
royalty contracts violated the anti-trust laws. 


V. The District Court Erred In Condemning Plastic’s 
Offer To Indemnify Its Licensees Against Liability 
For Infringement Of The Butterfield Patent. 


Butterfield complains, the Court will recall (pp. 2, 32- 
34, supra) that Plastic tortiously injured him, on Decem- 
ber 10, 1962, by offering to indemnify its licensees in good 
standing against loss they might suffer as the result of 
actions for infringement of the Butterfield patent. 


As in other areas, the District Court went all the way 
with Butterfield on this indemnity issue, finding that the 
offer was illegal, unjustified, and insincere (Findings 48, 
49, 55, 56, 59, and 65, R. 182-133, 140-143, 146-148). The 
indemnity offer, held the District Court (Finding 63, R. 
148), was not made in a sincere effort to protect Plastic’s 
licensees who were not making lenses covered by the 
Butterfield patent, but rather was made “for the purpose 
of preventing Plastic licensees making Butterfield lenses 
from dealing with Butterfield.” 


The District Court’s findings and conclusions concerning 
this indemnity issue were founded, we believe, on miscon- 
ceptions already exposed: 


(a) It has been made plain that the District Court 
erroneously regarded the Tuohy invention as little 
used today, and, contra, the true state of things has 
been shown — namely, that modern contact lenses, 
almost universally, do utilize the Tuohy invention and 
are covered by the Tuohy patent. 


(b) It has been shown that the Butterfield patent 
covers only lenses that conform to eye curvature in 
both their central and peripheral areas, and that there 
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is no evidence of such lenses being made in substantial 
numbers by anyone except perhaps Butterfield’s own 
company. 


Had the District Court judged this indemnity issue with 
correct legal perspective as to those matters, it is hardly 
conceivable that it would have reached the conclusion it 
did. 


In appraising the motivation and legal basis for Plastic’s 
indemnity offer, it is of prime importance to remember 
that Butterfield, for months, had been carrying on an 
extensive campaign of misrepresentation as to the scope 
of the Butterfield patent. Invariably, the patent was over- 
broadly touted by omission of the claim limitation requir- 
ing conformity in the marginal areas; on some occasions 
even the requirement of conformity in the central area 
went unmentioned. (See pp. 67-69, supra, and references 
there cited.) 


Obviously, this was caleulated to — and did — create un- 
rest in the ranks of manufacturers, meluding those li- 
censed by Plastic (DX-DD, 128a). 


Viewed against that factual backgronnd — and it is the 
true one — the indemnity issue takes on a very different 
complexion than the District Court attributed to it. Plas- 
tic had good reason to believe that few if any of the 
lenses made by its Heensees were covered by the Butter- 
field patent; and the damage done by Butterfield’s cam- 
paign of misrepresentation was potentially great indeed. 
(Notably, neither before nor after Plastie’s indemnity offer 
did Butterfield bring an action for infringement against 
any Plastic licensee, despite his having made infringement 
charges wholesale. The last thing Butterfield wanted was 
to have a court define the scope of his patent. It was more 
profitable to sign up timorous manufacturers by misrepre- 
sentations, threats, and pressure.) 


Under the circumstances, Plastie’s indemnity offer to its 
licensees was no more than a legitimate defensive measure 
against Butterfield’s campaign of misrepresentation; and 
as such it was entirely proper. An agreement to indemnify 
another against the consequences of his conduct is legal, 
enforceable, and not against publie policy when made in 
good faith (Corbin On Contracts, Vol. GA, §1471 (1962), at 
pages 584-585; Municipal Metallic Bed Mfg. Co. v. Dobbs 
(1930), 253 N,Y7al3, 17 N. Nes): 


Wholly apart from the propriety of the indemnity offer, 
there is not the slightest proof in the record that tt injured 
Butterfield. On the contrary, Buiterfield’s own evidence 
shows that he was not damaged. 


Between May, 1962, when the prior litigation was settled, 
and December, 1962, when Plastic made its indemnity 
offer, Butterfield solicited twenty-six manufacturers and 
secured eleven new licensees. Between the first of Deeem- 
ber, 1962, and the date of trial, his batting average went 
up, with eleven new licensees secured by solicitation of 
only twenty-five additional manufacturers. (See page 33, 
supra, and record references there cited.) 


The revenue records tell an even more impressive story. 
Butterfield collected royalties averaging $2,872 per month 
in 1968, after Plastie’s indemnity offer, as against $1,703 
per month in the last seven months of 1962, before the 
offer (PX-118, 113a). 


On all counts, the District Court’s findings and conclu 
sions regarding Plastie’s indemnity offer were contrary to 
the law and the record. The plain truth is that Plastic 
has never abused Butterfield or competed unfairly with 
him. The only unfair competition has been committed by 
Butterfield, and that has consisted of endlessly repeated 
false representations as to what his patent covers. 
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CONCLUSION. 


There is no space for detailed argument of the District 
Court’s lesser errors, such as the ruling that Plastic had a 
duty to act as Butterfield’s spokesman in communications 
to the lens industry (Findings 46-47, R. 129-132, and pp. 32, 
43, supra), and the ruling that Plastic acted without prob- 
able cause in charging Butterfield and his counsel with 
conspiracy (Findings 51, 52, 68, R. 134-139, 149; and see 
pp. 37-38 and 44, supra). The facts regarding those mat- 
ters have been set forth, and they reveal the error in the 
rulings, we believe, without need for argumentative em- 
bellishment. 


Broadly viewed, the nub of this case is that the Tuohy 
invention is the basic one on which the corneal contact-lens 
industry was built, and on which it still depends for sue- 
cess. Plastic, owner of the Tuohy patent, is no ogre; 
since it bought out Solex, it has encouraged competition 
by cutting the Tuohy patent royalties to a fraction of 
their former level and making licenses available to every- 
one. 


Butterfield made a narrow invention and secured a nar- 
row patent, which he has exploited successfully indeed. 
But, sad to say, by persistently and repeatedly misrepre- 
senting what it covers. This controversy exists only be- 
cause Butterfield insists on repudiating the admission he 
made to the Patent Office (146a) that the lens of his 
patent “has a posterior curvature that conforms to the 
curvature of the cornea”. 
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The judgment should be reversed and the cause re- 
manded, with directions (a) to disiniss the complaint for 
want of merit and (b) to enjoin Butterfield, on Plastic’s 
counterclaim, from misrepresenting in the future the legal 
scope of the Butterfield patent. 


Respectfully submitted, 
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APPELLANT’S APPENDIX FOR EXHIBITS 


In resolving the pivotal issues of law and ultimate fact 
in this case, the Court will find it important to be thor- 
oughly familiar with certain key exhibits, especially the 
patents of the respective parties and their file histories. 


For the Court’s convenience, therefore, we have repro- 
duced those and other key exhibits in this appendix, to 
make them easily accessible when appellant’s brief is being 
read. 


In compliance with Rule 18(f), this appendix begins 
with a complete table of all the exhibits in the record. Fol- 
lowing that is the text of the specific exhibits wholly or 
partially reproduced herein, an index of which is provided 
at the end of the Table of Contents in the front of the brief. 
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COMPLETE TABLE OF EXHIBITS IN THE RECORD 


Plaintift’s 
Exhibit No. Identified Offered Received 
1 66 67 67 
2 66 67 67 
3 67 67 67 
4 68 68 68 
5 69 70 70 
6 71 71 71 
7 77 77 77 
8 78 78 78 
9 79 79 82 
10 82 82 82 
12 83 84 84 
13 to 68 87-88 91 95,476* 
69 109 109 110 
70 110 110 110 
71 110 110 111 
72 263 263 263 
73 111 111 111 
74 112 112 112 
75 112 112 113 
76 113 113 113 
U7 114 114 114 
80 to 97AL 114-115 115 263 
98 116 116 117 
100 118 118 118 
101 118 119 474 
101A to 101W 120 120 257, 477 
102 121 121 121 
102A to 102K 121 121 122 
103 123 123 124 
104A to 104Y 368-370 371 372 
106 to 108 125 125 126 
109 126 126 126 
110 126 126 127 


* Ruling reserved on Pl. Exs. 66 and 67 (Tr. 94, 476). 


Plaintiff’s 
Exhibit No. Identified Offered Received 


111 127 127 127 
112 27 127 127 
113 127 128 128 
114 128 128 129 
115 129 130 130 
117 131 131 131 
118 132 132 132 
119 and 120 132 132 132 
122 289 374 374 
123 673 673 674 
124 133 133 134 
125 178 178 178 
126 134 134 135 
Jarl 135 135 135 
128 135 135 135 
129 136 136 136 
131 137 137 137 
132 137 137 137 
133 138 138 138 
134 138 138 138 
135 138 138 138 
136 139 140 140 
137A 141 141 141 
137B 141 142 142 
138 142 142 142 
139 142 142 143 
140 143 143 143 
141 143 143 144 
142 144 144 144 
143A to 143G 145 145 145 
144 145-146 496 497 
146 148 148 149, 430 
147 149 149 150 
148 150 150 151 
149 149 149 474 


151 295 295 295 


4a 


Defendant’s 
Exhibit No. 


to § 
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AA to DD 


Identified 


155 
567 
568 
568 
570 
411 
575 
413 
584 
589 
573 
589 
590 
590 
590 
591 
592 
595 
449 
596 
597 
548 
598 
574 
599 
379 
573 
650 
650 


Offered 


155 
568 
568 
568 
570 
573 
575 
573 
584 
589 
573 
589 
590 
590 
590 
591 
592 
595 
573 
597 
597 
549 
599 
O74 
600 
381 
573 
696 
656 


Received 


155 
568 
568 
568 
572 
573 
575 
573 
585 
589 
573 
590 
590 
O91 
O91 
591 
593 
595 
573 
597 
097 
549 
099 
O74 
600 
381 
073 
657 
657 
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2,510,438 
CONTACT LENS 
Kevin M. Tuohy, Los Angeles, Callf., assigsnor to 
Solex Laboratories, Inc., Los Angeles, Calif., a 
corporation of California 
Application February 28, 1948, Serial No. 12,040 


(CL 88—54) 


2 Claims. 


1 2 

‘This invention relates toa contact lens adapted 
to be applied to the human eye for the primary 
purpose of correcting deficient vision. 

Heretofore contact lenses have been produced 
that have been made of either glass or synthetic 
resin plastics which have portions resting direct- 
ly on the cornea of the eye with a supporting 
flange or border resting on the scleral portion of 
the eye or which have central portions arching 
over the cornea and which have flange or border 
portions designed to extend beyond the limbus 
of the eye. The optical correction has been 
ground on that portion of the contact lens dis- 
posed over the cornea and fluids compatible with 
the eye tissue have generally been interposed 
between the lens and the eye. Such contact 
lenses have had a number of objections which 
have, either collectively or individually, retarded 
their general use. Among these objections are 
(1) the time and skill required to properly fit the 
Jenses to the eyes of the patient; (2) the lack of 
comfort which prevents such contact lenses from 
being worn continuously longer than only rela- 
tively short times; (3) the development of the 
eppearance of rainbows or halos, particularly 
around bright light sources and the clouding of 
the vision after the lenses have been worn for a 
relatively short time; and (4) the necessity of 
determining and then using flulds with the con- 
tact lenses which are compatible with the oye 
tissues of the user. 

I have ascertained that ons important source 
of these objections is occasioned by the fact that 
the contact lenses heretofore devised universally 
engage the scleral portion of the eye so that the 
pressure of the flange or border portion of the 
contact lens on the scleral portion not only ap- 
plies objectionable pressure to the nerves in the 
eye but retards the normal blood flaw through 
the veins In the scleral position. The pressure on 
the nerves and the retarding of the normal blood 
flow ts conducive to the development of irrita- 
tion and is a princlpal-reason for the appearance 
of the objectionable rainbows, halos and cloudi- 
nessa. The contact lenses heretofore developed, 
even when removed for the purpose of resting 
the eye, do not bring about tmmediate relief on 
removal and, due to the fact that they cover «uch 
a wide expanses of the eye, they must be fitted 


2 
bility of alr and natural eye fluids the eye soon 
becomes exhausted. 

An object of the present invention is to pro- 
vide an improved contact lens which !s charactere 
ized by the fact that when properly fitted to the | 
eye of the person for which it was designed ite | 
maximum dimensions will be less than the di- 
mensions ecross the limbus at the edges of the 
cornea. In the preferred arrangement, the con- 
tact lens embodying the present invention is 
smaller in size than the iris but larger than the 
maximum pupil opening. This is particularly 
true when the lens end the iris are considered 
along the horizontal meridian. When con- 
sidered on the vertical meridian the jens may 
exceed the iris slightly but «till should be within 
the imbus. In this manner as the lens normally 
does not engage the sclera, the sclera is exposed 
to alr and natural eyo fluids and is not subjected 
to the objections arising from pressures applied 
thereto. 

A further important characteristic of the im- 
proved lens resides in the fact thet although it 
is in the oature of « concavo-convex section of 
transparent material largely conforming in shape 
and size to the cornea of a given eye, the inside or 
concave surface actually is alightiy flatter or may 
be regarded as having « slightly greater radius 
of curvature than the cornea. In this manner’ 
the lens may actually contact the cornea near 
the center of the Jens while the portions of the 
fens edjacent its margin are slightly spaced 
therefrom. This space affords an opportunity 
for the natural eye fluids to enter and relieves 
pressure on the. cornea, Although blinking of 
the eyellds may displace the fens from over the” 
cornea temporarily so thst its edges may extend 
acrots the limbus and even onto the sclera, the 
minimum contact between the lens and the- 
cornea occasloned by this relation of curvatures 
ta such as to reduce the irritation, if any is pres-_ 
ent, to a minimum. 

With the foregoing and other objects In view, 
which will be made manifest in the following de- 
tailed description and specifically polnted out in 
the appended claims, reference ts hed to the 
accompanying drawings for an illustrative em- 
bodiment of the invention, wherein: 

Figure 1 fs a vertical section on an enlsreea 
scale through the forward portion of a human 
eye ilustrating a contact lens embodying the 
present invention In appliled position thereon; : 

Figure 2 is a front view in elevation of the con- 
tact lens lustrated in Figure 1; 

Figure 3 is a rear view in elevation of the same; 
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Figure 4 is a front view in elevation of a alight- 
ly modified form of construction; and 

Figure 5 is e vertical section taken substantial- 
ly upon the line 6—5 upon Figure 4. 


4 
78 millimeters the radius of curvature of the con- 
cave side of the lens need only be 7.9 or poasibty 
8.0 millimeters. a 
T find it advantageous in the usual Jens to bevel 


Referring to the accompanying drawings g the concave surface adjacent the margins, as in- 


wherein similar reference characters designate 
similar parts throughout, in Pig. 1 the lens of 
the eye is indicated at 10 over which there ts the 
iris 11 which defines the pupil (2. The cornea ts 
zentrally indicated at {2 and the sclera generally 
indicated at 14. The Hmbus portion which de- 
fines the sclera from the cornea Is indicated at 18. 

The contact lens embodying the present inven- 
tion consists of a concavo-convex section 18% of 
any suitable transparent or semi-transparent 
material, This material may be optical glass or, 
in conformity with conventional practice, it may 
be a synthetic resin plastic of the type oow gen- 
erally heing employed in the manufacture of con- 
tact lenses. The material in the usual situation 
May be perfectly transparent but in some in- 
stances it may be slightly darkened or tinted 
elther for glare-reducing purposes or to enhance 
or modify the natural color of the iris [1 in se- 
curing desired cosmetic effects. 

This section will, of course, vary in size and 
shape to conform to the particular eye to which It 
is fitted but in embodying the present invention 
it possesses the following eharacteristics. The 
maximum dimension such as the diameter of the 
lens Is less than the corresponding dimension of 
the iris so that the margins of the lens when in 
the anormal applied position are within the iris 
11. However, the lens ts not so sm71i that It will 
not completely cover the pupll {2 «ea the iris 
{{ ts in Its fully opened position. The lens may, 
therefore, be defined as to size as being within the 
limbus of the eye but beyond the maximum open- 
ing of the tris. Another characteristic of the 
lens is thet It has 4 radius of curvature slightly 
greater than the radius of curvature of the cornes 
to which it ls applied or, in other words, the lens 
is slightly flatter on its concave side than the 
convexity of the cornea. In this manner the 
Major portion of the coatect between the lens 
and the cornca will occur “sar the center of the 
cornen or in the nelghborhood of the location 
indicated at 17, whereas at the top and bottom of 
the fens, as well ns as the two sides there will be 
slight clearance spaces (@ end 18. {f find its ad- 
visable to have a slight difference between the 
radius of curvature of the concave aide of the 
lens and the convex surface of the cornes so as 
to reduce irritation. The clearance spaces 18 
and 1%, as well as the clearance spaces at the sides 
uf the lens, enable the natural eye fluids to enter 
between the fens and the cornea which Is, of 
course, desirable. The presence of this fluid in 
these clearance spaces probably contributes to 
the holding of the lens in place on the cornea 
such es by capillary action. The optical cor- 
rection may be ground elther on the interior or 
exterior surface of the lens (§ or both, and in 
some instances the optical correction ground on 
the interior surface of the lens is adequate to 
provide the clearance speces 18 and 19. In other 
words, the lens blank may initially bave an in- 
terial radius of curvature exactly conforming to 
the radius of curvature of the cornea but on 
srinding the optical correction on the interlor of 
the lens its concave radius cf curvature may be 
bo altered thereby ag to provide the clearance 
spaces which are of adequate size. These clear- 
anca spaces need not be greet and, for example, 


dicated at 22. When the lens Js in applied posi- 
tion on the eye the eyelld, in biinking or closing 
* thereover, will tead to disturb the position of the 
lens on the cornea. Usually most of this dis- 


10 turbance fs created by the upper eyelid which, on 


opening, may tend to lift the lens from the full 
line position shown in Pig. 1 to a dotted line poat- 
tion therein and, as ilustrafed in the dotted line 
position the lens may be temporarily shifted up- 


18 wardly so that It has crossed over the limbus por- 


tion 1% and mey even extend partially onto the 
sclera 14. This displacement of the lens fs usu- 
ally only temporary and subsequent blinking or 
closing of the eyelid will tend to restore the lens 


20 to its centralized position with relation to the 


comea. As the limbus portion 1§ usually pro~- 
trudes slightly the fnternal bevel 26 facilitates the 
siipplog of the lens thereover so thet when dis- 
placement of the lens does take place it may oc- 


gs cur without causing irritation. When the Iens is 


returned to the cornea in the course of subse- 
quent blinking, it tends to centralize itself 
thereon. 

Any cecessary correction may be ground on the 


30 Surfaces of the lens and in some instances the 


correction required is such that the lens must 
be either relatively thick or have relatively thick 
margins. Where the lens fs thick or has thick 
margins the external or convex surface may be 


25 beveled as indicated at 21 to facilitate the passing 


of the conjunctiva of the eyelids thereover. Both 
bevels 29 and 21 should be relatively small and 
should be confined to the distance between the 
maximum opening of the irts and the limbus por- 


49 ton 18 so that the user under no circumstances 


will look through a beveled portion of the lens. 

In Fig. 4 a slightly modified form of construc- 
tion 1s illustrated wherein the lens, instead of be- 
ing circular in form, fs slightly ovate or elliptical. 
The lens may be given any shape required to 

fit the size and shape of the cornea to 
which it is applied. 

It will be noted from the above described con- 
struction thet the improved contact lens Is rein- 
tively simple. A feature of its construction re- 
aides in the fact that tn Its norma! pasition shown 
in Fig. 1 no portion of the lens contacts the sclera 
and consequeatly the irritation generally pro- 
duced when contact lenses are pressing against 
the sclera is entirely avoided. Purthermore, the 
prescribing of lenses of this character is greatly 
simplified. Whereas heretofore it has generally 
been necessary to form e mold of the eye to de- 
termine the size and shepe of the cornea and the 
size end shape of the surrounding sclera, in the 
Present construction the size and shape of the 
sclera becomes relatively immatertal. The pre- 
scription for the required correction ean be de- 
termined in the usual manner and the cornea) 
portion of the eye can then be measured both 


Lad hortzontally and vertically by any conventional 


measuring instrument used for this purpose. 
With the measurements of the comea known 
both as to height, width and radius of curvature 


qo ®nd the required correction known, a lens manu- 


facturer can easily fill s prescription for contact 
lenseg with reasonsble assurance thet the lens 
will fit the patient property. In so doing his skill 
and judgment may be required in determining 


if the radins of curvature of the cornea measures ye whether or not a lens blenk having a larger in- 


8a 
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ternal radtus of curvature than that of the cornes 
shall be used or whether the lens may have the 
same interna! radius of curvature and the cor- 
rection ground on the inside of the lens be relied 
upon to form these clearances. In the use of the 
improved lens It is unnecessary to try repeatedly 
and reject various solutions or fluids before wear- 
ing time can be gained inasmuch as no solution 
need be used at all with the present lens.- How- 
ever, in applying the lens embodying the present 
tnvention {t ls frequently advisable tq moisten 
its gurfaces so that at the time of tnitial spplica- 
tion there will not be any discomforture partic- 
ularly of the eyelids. No spectal fluid or solution 
is required for this purpose and ordinary water 
not harmful to the eye may be employed to mols- 
ten the lens. When the lens ts worn Its presence 
can rarely te detected. Even the bevels at the 
margins of the Jens can rarely be detected duo 
to the fact that they are within the iris portion, 
the edges of the lens particularly at the sides of 
the iris being backgrounded by the colored iris 
and to a large extent undiscernible and although 
the lens at the top and bottom of the iris pro- 
jects or slides beyond the iris these portions are 
a ee eee en ee 


ids. 

T find that lenses of this character can be worn 
over prolonged periods of time—periods of twelve 
and thirteen hours of continuous use being not 
unusual—without causing objectionable Iirrite- 
tion and without causing cloudiness or rainbow 
and halo effects which are frequently produced 
with the usual contact lens in very much shorter 
periods of time. 

I find {it advisable to mark the lenses so as to 
be able to distinguish the Iens for the right eye 
from the lens for the left eye and to indicate 
which side of the lens should be positioned up- 
permost and lowermost as the case may be. Such 
markings may be very small and when applied 
should be spplled very close to the margin of the 
lens and if the lens fs beveled they should be ap- 
plied to a bevel. 

Various changes may be made in the details of 
eonstruction without departing from the spirit 
and scope of the invention as defined by the ap- 
pended claims. 

I claim: 

1. A contact lens applicable to the human eye 


which It is applicable but larger than 
mum tris opening, said lens having a 


6 

curvature on its concave aide slightly greater 

than the radius of curvature of the cornea to 

which It ts applied so that radially from the cen- 

ter of the lens there will be a small but gradually 
6 increasing clearance for the entry of natural eye 
fluids between the Iens and the cornea, sald lens 
being ground to correct for visual deficlency. 

2. A contact lens applicable to the human eye 
comprising 2 concavo-conver lens formed of 
Ught-transmitting material having a marginal 
Rise mmaller than the limbus portion of the evs 
to which ft is applicable but larger than the mar- 
imum iris opening, said lens having a radius of 
curvature on Its concave side alightly greater 
15 than the radius of curvature of the cornea to 
which It {s applied so thet radially from the cen- 
ter of the lens there will be a small but gradually 
increasing clearance for the entry of natural eye 
fluids between the lens and the cornea, said lens 
being ground to correct for visual deficiency and 
baying « bevel ot Telnaes ee 
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This invention is a continuation in part of my 
application S. N. 107,948 filed August 1, 1949 and 
relates to contact lenses and more particularty 
to a contact lens that covers the corneal region 
of the eye. 

The conventional! contact lens, that !s, the con- 
tact lens which has a scleral flange molded to fit 
the eyeball has many Hmitations. Not the least 
among these is the fact that the wearing time is 
quite short; a few hours’ wear causes a corneal 
misting or halation brought about presumably by 
the pressure of the Jens cutting off blood circu- 
lation in the Iimbal region and the prevention of 
free flow of lacrima) fluid. Other factors prevént- 
ing this Iens from coming into wide use are the 
need for a special accessory fluid between the 
lens and the eye. In addition, the difficulties of 
fitting them to the individual eyeball are appar- 
ent and well-recognized. For that reason, 6 prac- 
tical corneal lens has been much sought after. 
In theory, the corneal lens is the ideal method 
of correcting visual deficiencles, since i¢ does not 
touch the Ilmbal region, needs no accessory fluid, 
and has other beneficial optical properties known 
to workers in the art. 

The applicant, in his invention, has provided a 
corneal lens which can be worn continuously 
throughout the full waking day by the average 
person without experiencing corneal blurring or 
discomfort of any kind. 

Furthermore, the lens of the applicant over- 
comes a common deficiency of corneal lenses, 
that is, thelr tendency to fali away from the eve- 
ball due to insufficient surface tension or capll- 
lary attraction or due to the eyelid lifting the 
lens eway from the cornea. 

In addition, the applicant has provided a con- 
tact lens which needs no accessory fluid, which 
does not give the eye a bulging appearance, which 
is perfect from the viewpoint of cosmetology and 
ophthalmology, which is self-cleaning, which is 
easy to fit, which Is free of marginal aberrations, 
which can be used by persons with pathological 
conditions of the cornea, and which may be easliy 
sud inexpensively manufactured. 

With the above objects in view, as well as 
others which will appear as the specification pro- 
ceeds, the invention comprises the construction, 
arrangement, and combination of parts as now ta 
be more fully described and as hereinafter to be 
specifically claimed, it being understood that the 
disclosure is merely illustrative and intended in 
Sal aloha rpg Ege oh = clue ak 
construction and arrangement of parts being 
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35 


2 
invention and the scope of the claims which fol- 
low. 

In the accompanying crawines!) 

Figure 1 shows a greatly enlarged sectional 
view of the lens of the present invention taken 
through the center thereof. 

Figure 2 shows a greatly enlarged view of the 
antertor, convex face of the lens of the instant 
invention. 

Referring to Figure 1, the Jens which may be 
made of methyl methacrylate or similar sub- 
etances !s shown in conjunction with a human 
eyeball, shown In broken lines. The reference 
character (0 designates the surface of the cornea 
while the limba] region is desteneted 11. Gen- 
erally speaking, the lens of the applicant 1s of 
concavo-convex type and consists of a posterior, 
concave side (2 and an anterior, convex side 18. 
The concave side 12 !s of a perfectly spherical 
shape over the central area of the Jens Indicated 
by the dimension 5 mm. It 1s to be noted that, 
the lens shown in the drawing 1s provided with 
dimenstone; these dimensions are given to show 
the relative proportionalities between the parts 
of the lens. The particular lens shown {s illus- 
trative of a lens particularly mede for a person 
having a corneas whose radlus of curvature In the 
central portion is 8 mm. The diameter of the 
central ares designated by the dimension 5 mm. 
is slightly-smaller than the maximum dismeter 
of the pupil, the latter diameter being Indicated 
by the dimensional character A. The convex side 
12 of the lens is formed in the central portion 
with the curvature needed to supply the needed 
visual correction to the eye; the area that {s thus 
formed Is also slightly less In diameter than the 
maximum diameter of the pupil. The area sub- 
tended by the pupll in its minimum contracted 
condition is indicated by the character B. The 
curvature of the concave side (2 of the lens 
changes as the point on the surface is further 
from the center of the lens; at the edge of the 
area indicated by the 5 mm. dimension the radius 
of curvature becomes progressively greater un- 
til lt reaches a maximum at the outer edge 15 
of the lens. In the preferred embodiment shown 
in the drawing, the radius of curvature Increases 
by 254% from the central spherical area to the 
edge 18. The outside diameter of the lens must, 
of course, be such that the lens may lie on the 
surface of the cornea (0 within the area defined 
by the limbus !!. Actually, the concave side {J 
of the jens approximates the surface of a parab- 
oloid for a reason to be discussed later. 


permissible so long as within the spirit of the ss The anterior or convex side {8 of the lens is 
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3 
formed with a rim portion 14 adjacent to the edge 
(6. This rim: portion ts relatively thin and ite 
surface is generally parallel] to the surface of 
the concave side throughout its extent. The rim 


portion 14 can be sald to extend approximately § 


2 mm. inwardly of the edge 18 and it ts indicated 
by the dimension 2 mm. Between the central 
viston-correcting portion of the convex side of 
the lens and the rim portion /6 Is a transition 


area indicated by the dimension 1 mm. This,10 


transition area has a smoothly curved surface 
Jeading from the thick central part of the lens 
to the thin outer part and should be such as to 
present no abrupt changes in contour that may be 


engaged by the conjunctiva of the eyelid causing 15 


displacement of the lenses. The outer edge 18 
of the Iens is formed as a smoothly rounded 
surface. 

The operation of the Jens is based on the fact 


thet the average human cornea 1s not exactly 20 


spherical, but actually is more like a paraboloid, 
with the central, visual portion being a sphere to 
ali intents aod purposes, but with the radius of 
curvature becoming greater as one leaves the 


visual area and progresses outwardly toward the 25 


Umbus. 

Yet, in the past, all corneal lenses bave been 
made on the theory tbat the cornea was spherical 
throughout and the concave side of the Iens has 
been made acherical also. 
if a spherically surfaced lens is used on a parab- 
oloidal cornea, the lens will oecessarily contact 
the corneas at the conus and at the edge. Now, 
the sphere and the parabolotd are quite similar 


at the conus and no undue pressure takes place; 35 


at the edge, however, the pressure is great enough 
to cause discomfort and blurring. If the spher- 
ical surface of the lens in such a case ts chosen 
large enough to prevent this localized pressure, 


the lens will be too loose and will easily separate ¢0 


from the cornes because of insufficient capillary 
a’traction and because there will necessarily be a 
large space between the carnes and the edge of 
the Iers and the eyelld will slip under the lens 
and lift it, 


4 
Now, the theory behind all cornea! contact 


lenses 1s that the lens be so formed that It can 
ride on a film of lacrimal fiuid which exists be- 
tween cornea and contact lens; if the lens does 


not float on such a film or causes a local pressure, 50 


there will be discomfort, halation, and the like 
and if the space between lens and cornea 1s too 
great, the capillary attraction will not exist and 
the lens may fal] away from the eye, The appli- 


cant, by providing a lens whose contact surface 55 


is very close to the shape of the eyeball, has 
brought sbout the Ideal corneal contact lens 
condition, 

Since none of the lens outside of the area of 


the maximum extension of the pupil, designated 9 


A in the drawing, 1s to be used for overcoming 
the sight deficlency and ts only present to pre- 
sent the maximum contact area between lens and 
cornea for maximum caplilary attraction, it is 


possible for the applicant to use the non-visual g¢5 


area in a way to best overcome the past defl- 
etencies of corneal contact Jenses. The particu- 
lar shape provided allows the eyelid to slide 
smoothly over the edge of the lens. The result 


It can be seen that, 50 


4 


is that there fs no pain or sensation in the eyelid, 
and there is no opportunity for the eyelid to pry 
the lens away from the cornea, 

I clatm: 

1. A corneal contact lens of concavo-convex 
form in section and of a size to Me within the 
area defined by the limbus having an Inner cen- 
tral epherical area conforming to the correspond- 
ing area of the cornea to which the lens {s applied 
so that undue pressure will not be present at 
any point, the remainder of said inner surface 
extending radially outward toward the Nimbus 
being formed on a curve different from that of 
sald central area and corresponding in curvature 
with that portion of the corneal peripheral srea 
to which the lens Is applied, whereby space is 
provided for the natural uninterrupted circula- 
tion of lacrimal fluids between said lens and 
the cornea. 

2. A corneal contact Iens as in claim 1 wherein 
the anterior marginal area 1s gradually reduced 
in thickness toward the periphery of the lens by 
an arcuate facing in reverse curvature to the can- 
vex surface of the lens, both the junction of sald 
arcuate facing with the remaining central con- 
vex portion and the lens edge having « smooth 
transition whereby the eyelids may pass freely 
over said edge. 

3. A corneal contact lens as in claim 1 wherein 
the anterior marginal area is gradually reduced 
in thickness toward the periphery of the lens by 
@ concave facing In reverse curvature to the con- 
vex surface of the lens, both the junction of said 
concave facing with the remaining central con- 
vex portion and the Iens edge having a smooth 
transition whereby the eyelids may pass freely 
over sald edge. 

GEORGE H. BUTTERFIELD. 
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PLAINTIFF’S EXHIBIT No. 46 (Excerpt) 


(Eacerpt From Pl. Ex. 46: Typical Early License Agree- 
ment Under Tuohy Patent As Granted By Solex) 


NON-EXCLUSIVE LICENSE 


THIS AGREEMENT made and entered into in dupli- 
cate by and between SOLEX LABORATORIES, INC., a 
corporation of the State of California, having its principal 
place of business at 530 North La Cienega Blvd., Los 
Angeles 48, California, hereinafter referred to as SOLEX, 
and CENTRAL CONTACT LENS COMPANY, INC., 
having its principal place of business at P. O. Box 526 
Mobile, Alabama, hereinafter referred to as CENTRAL. 
WITNESSETH: 


WHEREAS, SOLEX represents and warrants that it 
is the owner of United States Letters Patent No. 2,510,438, 
issued June 6, 1950, for “CONTACT LENS”, to Kevin 
M. Tuohy; 


WHEREAS, CENTRAL is desirous of acquiring a 
non-exclusive license to manufacture and sell lenses em- 
bodying the invention of said Letters Patent throughout 
the United States and its territories for the remainder 
of the term of said Letters Patent and reissues or exten- 
sions thereof. 


NOW, THEREFORE, in consideration of the coven s 
hereinafter expressed, the parties hereto agree as follu.. s: 


L 


SOLEX hereby grants to CENTRAL a non-exclusive 
license to manufacture and sell lenses embodying the in- 
vention of said United States Letters Patent No. 2,510,438, 
throughout the United States and its territories, and else- 
where throughout the world, for the remainder of the term 
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for which said Letters Patent have been granted and in- 
eluding all reissues or extensions thereof, subject to the 
faithful performance by CENTRAL of the following terms 
and conditions: 


ee 


CENTRAL agrees to pay to SOLEX a royalty of Three 
Dollars and Fifty Cents ($3.50) per pair, or One Dollar 
and Seventy Five Cents ($1.75) per single lens on all 
finished lenses manufactured and sold by CENTRAL and 
covered by Tuohy Patent No. 2,510,488 or which would 
contributorily infringe said patent; and a royalty on all 
unfinished lenses manufactured and sold by CENTRAL 
under said Tuohy patent, or which would contributorily 
infringe said patent in accordance with the following 
schedule: 


$2.00 on the first 50,000 pair or $1.00 per lens 
$1.00 on the next 50,000 pair or $ .50 per lens 
$ .75 on the next 100,000 pair or $ .375 per lens 
$ .50 on the next 100,000 pair or $ .25 per lens 
$ .25 on all additional pair or $ .125 per lens 


CENTRAL shall not pay royalties to SOLEX on lenses 
purchased from SOLEX or from a direct licensee of 
SOLEX, but such lenses shall not be counted in the total 
number of lenses sold by CENTRAL under the schedule 
hereinabove. 


3. 


On or before the 20th day of each calendar month, 
CENTRAL agrees to supply to SOLEX a true written 
statement setting forth the total number of lenses embody- 
ing the invention of said Letters Patent that have been 
manufactured and sold, or caused to be manufactured and 
sold by CENTRAL during the preceding calendar month 
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and shall pay to SOLEX the royalty or royalties set forth 
in Paragraph 2 hereof upon which payment has been made 
to CENTRAL. 


4, 


CENTRAL agrees to keep true and accurate records of 
accounts including copies of invoices and to hold the same 
open to the inspection by SOLEX or its duly authorized 
representatives during all business hours for purposes of 
audit, and agrees to make available at such times of in- 
spection all records pertaining to purchases or acquisitions 
of material used in the manufacture of the lenses under 
this license and all labor records pertaining to the amount 
of labor expended in the manufacture of lenses under this 
license. 


5. 


CENTRAL agrees to apply to the container in which 
the lenses manufactured under this license are sold an 
appropriate designation indicating that the same are 
manufactured and sold under license under United States 
Letters Patent No. 2,510,438. 


6. 


CENTRAL hereby acknowledges the validity of said 
U. S. Letters Patent No. 2,510,438 for the entire term for 
which said Letters Patent have been granted and any 
reissues or extensions thereof, and agrees to refrain from 
either directly or indirectly attacking the validity of said 
Letters Patent. 


ts 


In the event the said patent shall be held invalid by any 
circuit court of appeals in the United States, or by any 
United States distriet court from which an appeal is taken 
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by SOLEX, then CENTRAL shall have the right to place 
in escrow any royalties accrued after such adverse deci- 
sion until there has been a final determination of the ques- 
tion of validity, or any adverse decision on validity by the 
Supreme Court of the United States. However, any royal- 
ties which have been earned up to the time of such adverse 
decision by a cireyit court of appeals or a district court 
from which no appeal is taken, shall be due and payable 
by CENTRAL to SOLEX. In the event royalties are 
escrowed as provided above and the validity of the patent 
is upheld, then such escrowed royalties shall promptly be 
paid to SOLEX, and if the patent is held invalid as pro- 
vided above, then such escrowed royalties shall be paid 
back to CENTRAL. 


8. 


Nothing herein contained refers to or constitutes any 
settlement for past infringement, if any, that may have 
been committed by CENTRAL. Settlement for past in- 
fringement shall be subject to a separate agreement to be 
negotiated between the parties. 


2. 


SOLEX agrees that in the event it should grant a 
heense to another person, manufacturer or corporation 
under said patent in an agreement upon terms and condi- 
tions more favorable than those herein accorded, except 
for the manner of settlement for past infringement, 
SOLEX shal promptly give CENTRAL the benefit of 
such more favorable terms and provisions. 


10. 


CENTRAL agrees that in the event of bankruptcy, in- 
solvency or the appointment of a receiver or trustee, or 
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for conserving or distributing its assets for the benefit of 
creditors, then this agreement shall cease and terminate 
without notice as of one day prior to such event, and any 
and all rights of every kind and nature whatsoever which 
have been herein granted by SOLEX to CENTRAL shall 
automatically revert to SOLEX, the same as though this 
agreement had not been entered into. 


11. 


CENTRAL shall have the right hereunder to grant sub- 
licenses to other manufacturers subject to the terms of 
this agreement and CENTRAL shall be hable to SOLEX 
for royalties for the sale of lenses sold under said sub- 
licenses in the amounts set forth in Paragraph 2. 


If sub-licenses are granted by CENTRAL and all of 
the production of such sub-licensee or sub-licensees is sold 
by CENTRAL, then the aggregate of the production of 
such sub-licensee or sub-licensees shall be considered in 
determining the number of lenses sold by CENTRAL 
according to the schedule in Paragraph 2, hereof, and 
CENTRAL shall pay royalties thereon according to said 
schedule. 


If sub-licensees make sales of lenses covered by or con- 
tributorily infringing said Tuohy Patent No. 2,510,488 to 
others than CENTRAL, such sales of lenses shall not be 
considered in determining royalties payable by CENTRAL 
to SOLEX. Such other sales by sub-licensees than CEN- 
TRAL shall alone be considered by the sub-licensees in 
determining royalties payable by them to SOLEX under 
the royalty schedule of Paragraph 2. 


12: 


In the event CENTRAL shall be in default in connec- 
tion with any of the covenants and/or conditions under 
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which it is liable under this license, then SOLEX shall 
have the right to cancel this agreement upon the termina- 
tion of a sixty (60) day written notice sent by registered 
mail, return receipt requested, to CENTRAL at its then 
known address; it being provided however that should the 
default be corrected within such sixty (60) day notice 
period, then this agreement shall remain in full force and 
effect, the same as if no notice had been given. Termina- 
tion of this agreement as provided for herein shall not 
relieve CENTRAL of its obligation to pay all royalties 
that may have accrued prior to the effective date of termi- 
nation, or on sales made by CENTRAL prior to such 
effective date of termination, and upon which payment for 
lenses is made subsequent to the effective date of termi- 
nation. 


THIS AGREEMENT shall be binding upon and inure 
to the benefit of the successors and assigns of the parties 
thereto, but shall not be assignable by CHNTRAL except 
in connection with the transfer of the entire business and 
good will of CENTRAL as it is related to the manufacture 
and/or sale of corneal lenses. 


14. 
The effective date of this agreement is July 6, 1960. 
SOLEX LABORATORIES, INC. 
By /s/ Kevin M. Tuohy 
President 
CENTRAL CONTACT LENS COMPANY, INC. 
Name of Company 


By /s/ Cecil R. Shaffer 
Officer 
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PLAINTIFF’S EXHIBIT No. 46 (Excerpt) 


(Excerpt From Pl. Ex. 46: Form Of License Agreement 
Currently Used By Plastic In Licensing The Tuohy Patent) 


NON-EXCLUSIVE LICENSE AGREEMENT 


THIS AGREEMENT made and entered into this ........ 
CER Cae ec 19 ...., in dupheate, by and between 
The Plastic Contact Lens Co., a corporation of the State 
of Illinois, having its principal place of business at 18 
South Michigan Avenue, Chicago 3, Ilhnois, hereinafter 
referred to as LICENSOR, and <.............0.:......0: ne 
having a principal place of business at ou... eeesesesseenee 
sie er a ME AA, , hereinafter referred to as 
LICENSEE: 

WITNESSETH: 


WHEREAS, LICENSOR represents and warrants that 
it is the owner of United States Letters Patent No. 
2,010,438, issued June 6, 1950 for ‘“‘CONTACT LENS” to 
Keven M. Tuohy, and has the right to grant licenses under 
United States Patent Application Serial No. 701,153, filed 
December 6, 1957, and has the right to grant a valid 
license to LICENSEE as hereinafter set out; and 


WHEREAS, LICENSEE is desirous of acquiring a 
non-exclusive license to manufacture and sell devices as 
hereinafter defined throughout the United States and its 
territories for the remainder of the term of said Letters 
Patent, application, Letters Patent which may issue as a 
result of said application, and reissues thereof: 


NOW, THEREFORE, in consideration of the covenants 
hereinafter expressed, the parties hereto agree as follows: 
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i 


LICENSOR hereby grants to LICENSEE a non-exclu- 
sive license to manufacture devices (namely pieces of 
material in which at least one lens surface is applied 
thereto and which is adapted to be made into a finished 
corneal contact lens,) and to use and sell such devices 
manufactured only in the United States, its territories or 
possessions, which license is under said United States 
Letters Patent No. 2,510,438, or in any reissues thereof, 
and under any other United States Letters Patent issued 
on or prior to January 1, 1961, on corneal lenses under 
which the LICENSOR or any other company owned or 
controlled by LICENSOR or their successors or assigns 
may hereafter have the right to grant licenses, or any 
reissues thereof and also under said application and any 
United States Letters Patent which may issue as a result 
thereof, including divisions, continuations or reissues 
thereof for the remainder of the term for which said 
Letters Patent have been or may be granted, subject to 
the faithful performance by LICENSEE of the following 
terms and conditions. Such license under any other said 
issued patent shall include a release for past infringe- 
ment to the extent that the LICENSOR has the right to 
grant such release. No license, express or implied, is 
granted to LICENSEE under any other inventions, patent 
applications, or patents owned or controlled as of Janu- 
ary 1, 1961 or thereafter by LICENSOR or its successors 
or assigns, or under which LICENSOR or its successors 
or assigns, has the right to grant licenses. 


2. 


(a) LICENSEE, solely for the purpose of accounting 
hereunder, agrees to pay to LICENSOR royalties upon 
all devices consisting of pieces of finished material in 
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which two lens surfaces are applied thereto and which are 
adapted to be or are made into a finished or unfinished 
corneal lens calculated in accordance with the following 
schedule on all such devices sold by LICENSEE: 


$1.00 on each pair of the first 150,000 pairs of devices 
or $ .50 per device. 


$ .75 on each pair of the next 100,000 pairs of devices 
or $. 375 per device. 


¢ .50 on each pair of the next 100,000 pairs of devices 
or $ .25 per device. 


$ .25 on each pair of all additional pairs of devices or 
$ .125 per device. 


LICENSEE shall not pay royalties to LICENSOR on 
finished or unfinished lenses (i.e. lenses upon which two 
lens surfaces are already formed) when purchased from 
LICENSOR. or from a Licensee of LICENSOR and such 
lenses shall not be counted in the total number of devices 
sold by LICENSEE under the schedule hereinabove. 


(b) It is understood that the LICENSEE herein shall 
not be obligated to pay to LICENSOR any royalty upon 
devices sold by LICENSEE whether manufactured by 
LICENSEE or purchased elsewhere including purchases 
from LICENSOR. or its successors or assigns, wherein 
only one lens surface is applied thereto, except in such 
instances where such devices are sold to a person, firm 
or Corporation who is not a Licensee of LICENSOR, in 
which case royalty shall be due and payable in accordance 
with and included in the totals set forth in the provisions 
of paragraph 2(a) hereof. LICENSEE shall maintain 
records of the sale of such devices for inspection as pro- 
vided for herein and shall notify any Vendee-Licensee 
of LICENSOR on each such sale made that LICENSEE 
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under this Agreement has not paid royalty hereunder and 
and that said Vendee-Licensee is obligated to pay to 
LICENSOR royalty on each device when sold by such 
Vendee-Licensee. 


(c) It is further agreed that should any of the devices 
sold by LICENSEE and upon which LICENSEE had 
paid a royalty hereunder be rejected and returned by 
LICENSEE’S Customer for full credit, and not for re- 
working, the LICENSEE shall be entitled to a credit 
for the amount of royalties paid by LICENSEE to 
LICENSOR upon such devices so rejected and returned. 
Such credits shall be deducted by LICENSEE from the 
royalties which may become due LICENSOR. no later 
than the month immediately following the rejection and 
return of such devices by LICENSEE’S Customer. 


(d) It is understood and agreed that, with the excep- 
tion of Canada, LICENSEE shall pay a royalty of $ .25 
per pair of devices made in the United States and sold 
to fill bona fide orders in and for use solely in foreign 
countries, but these lenses will not count in the total 
of LICENSED’S sales to affect or change the royalty 
brackets created in paragraph 2(a) hereof. 


(e) LICENSOR may terminate this agreement upon 
thirty (30) days written notice to LICENSEE in the 
event that LICENSEE has not sold at least twenty (20) 
devices under this agreement during the preceding six 
months. 

3. 


(a) On or before the 20th day of each calendar month, 
LICENSEE agrees to supply to LICENSOR a true- 
written statement setting forth the total number of devices 
sold during the preceding fiscal or calendar month, to- 
gether with all necessary information pertaining to such 
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returns and rejections by LICENSEE’S customers, dur- 
ing the preceding accounting period and on which LI- 
CENSEE claims credit, and shall simultaneously pay to 
LICENSOR the sums of money due in accordance with 
Paragraph 2 hereof. Statements of payments shall be 
sent to LICENSOR at P. O. Box 746, Chicago, Illinois, 
unless change of address is directed by LICENSOR. 


(b) Royalties shall be due on said devices when billed 
out, or if not billed out, when delivered, or when paid 
for, if paid for before delivery, but royalties paid on 
devices not accepted by the customer shall be credited 
on future royalty payments, hereunder as provided in 
paragraph 2(c). 


(c) Furthermore, if it becomes necessary to bring 
suit against LICENSEE for the collection of royalties, 
all expenses, including attorney’s fees, which are incurred 
by LICENSOR, not to exceed Five Thousand Dollars 
($5,000.00), shall be borne by LICENSEE. 


4, 


LICENSEE agrees that it will keep true and accurate 
records of accounts, including copies of invoices and other 
records in sufficient detail to enable the royalties payable 
hereunder to be determined, and further agrees that it 
will permit such invoices and records to be examined 
by an independent auditor or accountant, authorized by 
LICENSOR at any reasonable time during business hours, 
but not more than twice each year to the extent necessary 
to verify the statements and payments here provided for, 
it being agreed that such auditor or accountant shall make 
his report to LICENSOR in such manner that names 
of customers of LICENSEE will not be disclosed to 
LICENSOR. If any such examination shows an error of 
over five percent (5%) in Licensee’s favor in the royalties 
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paid or payable, then the most of said examination shall 
be borne by the LICENSEE and such royalty deficit to- 
gether with payment of said cost of examination shall be 
made to LICENSOR within thirty (30) days of the report 
of the examination. 

5. 


LICENSEE, if it so desires, may state in its adver- 
tising, sales promotional literature, or on its containers, 
that it is a Licensee under Tuohy United States Patent 
No. 2,510,438, or under any other patents which may be 
licensed under this Agreement. 


6. 


The LICENSEE agrees to refrain from either directly 
or indirectly attacking the validity of said Letters Patent 
licensed under this agreement during the term of this 
agreement. 


7. 


Nothing herein contained refers to or constitutes any 
settlement for past infringement, if any, that may have 
been committed by LICENSEE. Settlement for past in- 
fringement shall be subject to a separate agreement to 
be negotiated between the parties. 


8. 


LICENSOR agrees that in the event it should subse- 
quent to the date of execution hereof grant a license to 
another person, firm or corporation under said Patent No. 
2,510,438, or under any other United States Patent or 
application heensed hereunder upon overall terms and 
conditions more favorable than those herein accorded, 
except for the manner of settlement for past infringement, 
LICENSOR shall promptly offer LICENSEE the benefit 
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of such more favorable terms and conditions, which upon 
acceptance shall be retroactive to the date that such more 
favorable terms and conditions were accepted by said 
other person, firm or corporation. 


a: 


In the event that suit for infringement of a United 
States Patent or Patents is brought by a stranger or 
strangers to this Agreement wherein the validity of the 
Tuohy Patent No. 2,510,438, is directly placed in issue, 
to that extent only LICENSOR will defend LICENSEE 
by attorneys of LICENSOR’S choice and will pay any and 
all fees and cost involved in such defense. LICENSEE 
shall have the right to be represented in such suit as 
concerns such issue and other issues by Counsel of its 
own choice at its own expense. 


10. 


LICENSEE agrees that in the event of bankruptcy, or 
the appointment of a receiver or trustee for conserving or 
distributing its assets for the benefit of creditors, then 
this Agreement shall cease and terminate without notice 
as of one day prior to such event, and any and all rights 
of every kind and nature whatsoever which have been 
herein granted by LICENSOR to LICENSEE shall auto- 
matically terminate and revert to LICENSOR. 


Ne 


LICENSOR agrees that upon written notice by LI- 
CENSEE of a manufacturer infringing said Tuohy patent 
2,510,438, LICENSOR will attempt to either license or 
abate said infringement and if within six months after 
such notice the infringer has not been licensed or ceased 
infringing and LICENSEE so requests, LICENSOR 
agrees to bring suit against said manufacturer within 
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nine (9) months of such notice. However, LICENSOR 
will not be required to have more than one infringement 
suit under said Tuohy patent pending at any one time. 


12. 


(a) In the event either party shall be in default of 
any of the covenants and/or conditions under this license, 
then the other party shall have the right to cancel this 
Agreement, if it so desires, upon the expiration of a sixty 
(60) day written notice sent by registered mail, return 
receipt requested, to the defaulting party at its then 
known address; it being provided, however, that should 
the default be corrected within such sixty (60) day notice 
period, then this Agreement shall remain in full force and 
effect, the same as if no notice had been given. 


(b) Termination of this Agreement as provided for 
herein shall not relieve LICENSEE of its obligation to 
pay all royalties which may have acerued prior to the 
date of such termination. 


13. 


Jf, in any suit for infringement of Patent No. 2,510,438, 
its claims shall be held to be invalid by the final judgment 
of a court of competent jurisdiction from which no appeal 
or other proceeding for review thereof can be or is taken, 
the obligation to pay royalties shall cease; provided, that 
such final judgment shall cease to have the effect set forth 
above in this paragraph from and after the date of a 
subsequent final judgment of a court equal or superior 
jurisdiction from which no appeal or other proceeding for 
review thereof ean be or is taken, to the extent that such 
subsequent judgment shall hold a claim or claims valid, 
and in that event royalties due hereunder shall be retro- 
active to the date of cessation of payments hereunder and 
shall be paid within sixty (60) days thereafter. 
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14. 


This Agreement may be terminated by LICENSEE by 
sixty (60) days prior written notice to LICENSOR at the 
expiration of Tuohy patent No. 2,510,438, or it may, at 
the option of the LICENSEE, remain in full force and 
effect under any one or more remaining patent or patents 
then coming under the Agreement at one-half (14) the 
royalty as set forth under the provisions of Paragraph 2 
hereof; if LICHNSEE elects to be licensed under said 
remaining patent or patents, LICENSEE may terminate 
the agreement with respect thereto at any time subse- 
quent to one year after expiration of Tuohy patent 
No. 2,510,438, upon sixty (60) days written notice to 
LICENSOR. 

15. 


THIS AGREEMENT shall be binding upon and inure 
to the benefit of the successors and assigns of the parties 
thereto, but shall not be assignable by LICENSEE except 
in connection with the transfer of the entire business and 
good will of LICENSEE as it is related to the manufac- 
turer and/or sale of corneal lenses. If this Agreement is 
so assigned by LICENSEE, written notice will within 
thirty (30) days be given LICENSOR of the name and 
address of such assignee. 


This Agreement shall be effective as of the ist day of 


ies oops ence hae arene ey 
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PLAINTIFF’S EXHIBIT No. 53 


(Letterhead of) 
PANTER, NELSON, ROTHSTEIN & ALBERT 


October 25, 1962 
TO: THE LICENSEES OF 
THE PLASTIC CONTACT LENS COMPANY 


Gentlemen: 


To fulfill our obligations under our licensing agree- 
ments, this letter is being sent to advise you of the cir- 
cumstances under which The Plastic Contact Lens Com- 
pany recently settled its patent litigation with George H. 
Butterfield, Sr. and his company, George H. Butterfield 
& Sons. 


In that litigation Solex Laboratories, Inc. and The 
Plastic Contact Lens Company, as its successor, were 
charged with infringing Butterfield U. S. patent No. 
2,544,246. Our patent counsel, Bair, Freeman & Molinare, 
who conducted the litigation and made the settlement, 
advised us that such litigation necessarily required the 
expenditure of substantial costs of litigation and exposed 
us to the risks involved in litigation. 


To avoid this situation, a settlement agreement with the 
Butterfield interests was entered into, under which The 
Plastic Contact Lens Company was fully released from 
all claims alleging infringement of the Butterfield patent. 
As consideration for such release, The Plastic Contact 
Lens Company invested in George H. Butterfield & Sons 
the power to grant a non-exclusive, non-transferable, 
royalty-free license under Tuohy patent No. 2,510,438 to 
George H. Butterfield & Sons and to the four other com- 
panies which at that time were licensed under the Butter- 
field patent, namely, Titmus Optical Company, Rogers 
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Brothers, Southern Contact Lens Laboratories, Inc., and 
Utah Optical Supply Company. 


These four last-named companies were included in the 
arrangement because of the Butterfield interests had in- 
demnified them against liability arising from their in- 
fringement of the Tuohy patent. Their licenses under the 
Tuohy patent are conditioned upon their continuing to pay 
royalties under the Butterfield patent, and their license 
does not include the rights under our patent application 
Serial No. 701,153. 


By thus settling the litigation with Butterfield, The 
Plastic Contact Lens Company not only relieved itself of 
possible material liability for past infringement, but also 
of substantial litigation expense which would have been 
incurred notwithstanding a decision in our favor. 


Under the circumstances, it is clear that our settlement 
with the Butterfield interests did not constitute the grant- 
ing of a license under Tuohy patent No. 2,510,438 “upon 
terms and conditions more favorable” than those provided 
in our standard license under that patent. 


However, to fulfill all technical requirements of the 
license agreement, we are, by this letter, notifying all 
licensees that The Plastic Contact Lens Company stands 
ready to extend a revised license under the Tuohy patent 
No. 2,510,438 to any licensee which (a) deems our settle- 
ment with Butterfield to be “more favorable” than the 
terms of our standard license, and (b) is in a position 
to grant to The Plastic Contact Lens Company considera- 
tion equivalent to that which we received from the Butter- 
field interests. 


To qualify for this offer, a licensee must show consid- 
eration equivalent to those involved in that case of which 
the paramount ones are: (a) that it owns a U. S. patent 
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that has been infringed by The Plastic Contact Lens Com- 
pany, and (b) that such infringement has been of such 
magnitude as to yield a contingent liability comparable 
to that released by Butterfield. 


To the best of our knowledge, none of our licensees is 
in such a position; indeed, so far as we know, none of our 
licensees holds any U. S. patent applicable in any manner 
to our products. 


Should any of our licensees consider itself qualified to 
invoke paragraph 8 of our standard license agreement 
by virtue of our settlement with Butterfield, we should 
promptly be so advised in writing. 


Very truly yours, 


/s/ Irwin Panter 
IRWIN PANTER 
General Counsel for 
The Plastie Contact Lens Company 
IP:vm 


PLAINTIFE’S EXHIBIT No. 54 


(Letterhead of) 
PANTER, NELSON, ROTHSTEIN & ALBERT 


December 10, 1962 
TO: THE LICENSEES OF 
THE PLASTIC CONTACT LENS COMPANY 


Gentlemen: 


Under date of October 25, 1962, the undersigned wrote 
to the licensee of The Plastic Contact Lens Company ad- 
vising them of the circumstances under which The Plastic 
Contact Lens Company recently settled its patent litiga- 
tion with George H. Butterfield, Sr. and his company, 
George H. Butterfield & Sons. 
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Concern was expressed by a few of our licensees after 
this notification that they might be exposed to liability 
under the Butterfield Patent. 


After due consideration of the problem with our patent 
attorneys, it was decided that an indemnity agreement 
could properly be offered to our licensees to secure them 
against any such claim. 


Consequently, we have enclosed herewith such agree- 
ment, which we are tendering to each of our licensees. 
If, after examination of this agreement by you and your 
counsel, you desire to avail yourself of its benefits, please 
execute and return it in duplicate to Mr. Robert McClure, 
at The Plastic Contact Lens Company. He will secure 
the execution of one copy and its return to you for your 
files. 

Very truly yours, 
/s/ Irwin Panter 
Irwin Panter 
General Counsel for The 
Plastic Contact Lens Company 
IP :vm 
Ene. 


PCL INDEMNITY AGREEMENT 


This AGREEMENT made this ........ day of 
196...., between THE PLASTIC CONTACT LENS COM- 
PANY, hereinafter called “Licensor”, and 00... .cseceeceseseee 
Re ee re ee hereinafter called “Licensee”; 


Wits s EY oe 


WHEREAS the parties hereto have entered into a 
written agreements effective as of January 1, 1961, where- 
in Licensor granted to Licensee a non-exclusive license 
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for the use of U. S. Patent No. 2,510,438, under terms 
and conditions therein set forth, said written agreement 
being hereinafter called ‘‘said patent license’’; 


AND WHEREAS, the parties hereto now desire to 
amend and supplement said patent license by undertaking 
further and additional mutual covenants and obligations, 
as hereinafter set forth; 


NOW, THEREFORE, for and in consideration of the 
mutual promises herein contained, the parties hereto agree 
as follows: 


1. Licensee agrees faithfully to report and pay royal- 
ties to Licensor in accordance with the provisions of Para- 
graphs 2, 3, and + of said patent license, for the full term 
of said patent license, upon all devices, as defined in said 
patent license, that are sold by Licensee during said term. 


2. In consideration of the faithful performance by 
Licensee of its obligations hereunder, Licensor shall in- 
demnify Licensee, to the extent herein provided, against 
any and all claims for infringement under Butterfield U.S. 
Patent No. 2,544,246 with respect to devices sold by Li- 
censee during the period beginning on the date hereof and 
ending at such time as this Agreement shall be termi- 
nated. This indemnity undertaking shall be upon these 
terms and conditions: 


(a) In the event any suit, action or claim is 
asserted against Licensee for infringement of said 
Butterfield Patent, Licensor shall pay all attorneys’ 
fees and court costs that shall be incurred in the 
defense of Licensee on such claim, suit, or action, 
and Licensor shall further pay Eighty-Five Percent 
(85%) of the amount of any award of damages that 
may be finally adjudged against Licensee on such 
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claim, suit, or action, insofar as such award shall be 
based on devices sold by Licensee during the term 
hereof and on which Licensee shall have paid royalties 
to Licensor as provided in Paragraph 1 hereof. 


(b) Licensor’s indemnity obligations hereunder 
shall extend only to claims, suits, or actions for 
infringement. They shall not apply to any contrac- 
tual claims or disputes between Licensee and Butter- 
field. 


(c) Licensor shall have the right to designate the 
attorneys to defend, in Licensee’s name and behalf, 
any suit, claim, or action that may be indemnified by 
Licensor hereunder, and shall have the sole right to 
settle or otherwise compromise such suit or action. 


(d) As soon as Licensee shall be served with a 
summons or any other notice that it is charged with 
infringement of said Butterfield patent, Licensee shall 
immediately give Licensor written notice thereof. If 
a suit or action shall have been brought against 
Licensor, it shall promptly forward the summons and 
pleadings therein to Licensor or to the attorneys 
designated by Licensor to defend such suit or action. 


(e) Licensee shall, at all times during the pendency 
of any claim, action, demand, or suit indemnified here- 
under, cooperate with Licensor and the attorneys 
designated by Licensor, attend hearings and trials, 
assist in providing, securing, and giving evidence and 
otherwise assist Licensor in such ways as are reason- 
ably appropriate to facilitate an effective defense. 


(f) Licensee shall pay promptly and in full on or 
before the due date thereof, all royalties owing to 
Licensor. 
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3. This Agreement may be terminated by notice, in 
writing, by either party hereto to the other, which termi- 
nation shall be as of a date not Jess than Sixty (60) days 
after the mailing of such notice. Termination of this 
Agreement shall not operate or be construed as termina- 
tion of said patent license. Termination hereof shall not 
affect any right of either party that shall have accrued 
prior to such termination. 


4. All notices hereunder shall be delivered in person 
or by registered mail, and until otherwise designated, 
shall be addressed to Licensor, at 18 South Michigan Ave- 
nue, Chicago, Illinois, and to Licensee at... eesceeseeeeees 


5. This Agreement shall be interpreted in accordance 
with the laws of the State of Illinois and shall not be 
binding until accepted by Licensor at its home office in 
Chicago, Illinois. 


od ai, Wein a eee (SEAL) 


ACCEPTED: 
THE PLASTIC CONTACT LENS COMPANY (SEAL) 
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PLAINTIFE’S EXHIBIT No. 73 


List of Licenses Issued by George H. 


Name of Licensee 


Contalens Laboratories, Ltd. 
Professional Eye Products 
United Optical Co. 

Northwest Northern Optical Co. 
Kuhns Optical Lab. 

James Dippery & Jack Case 
Universal Contact Lens Co. Inc. 
William R. Simpson 

Global Contact Lens, Inc. 


Universal Contact Lens of Dallas Ine. 


Vernon V. Caton O.D. 

Columbia Bifocal Co. 

Vision Clear Ine. 

Glenn Batteiger Jr. 

Rich Tint Corp. 

Professional Contact Lens Co. Inc., 
Calif. 

Professional Contact Lens Co. Inc., 
Illinois 

Midwest Sientifie Co., Inc. 

Urocon Ine. 

Keith W. Ackman 

Paracon Ine. 

Professional C/L Lab. Ine. 

Utah Optical Supply Co. 

Geo. V. Stephens 

Frontier Contact Lens Ine. 

James C. Tannehill 

Sloan Optical Co. 

Roger Bros. 


Butterfield Sr. 


Date of Issue 


8/15/63 

7/1/63 

June 1963 
June 1963 
5/15/63 
4/25/63 

4/1/63 

April 1963 
April 1963 
1-1963 
December 1962 
November 1962 
November 1962 
10/29/62 
10/19/62 


October 1962 


August 1962 
July 1, 1962 
5/25/62 
5/25/62 
5/18/62 
5/15/62 
5/1/61 
4/10/61 
11/21/60 
10/1/60 
7/19/60 
6/4/60 
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Jon Optical Corp. 

Mann Instrument Co. 
Plastic Contact Lens 
Crown Contact Lens Corp. 
Titmus License 


* 


6/1/60 
6/1/60 
May 1960 
5/1/60 
12/8/1959 


* td 
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List of Licenses who 


Tanco-Tannehill—Honolulu 
Richard Hunt— 

San Francisco 
Kerarex—San Francisco 
Dr. George Stephens— 

Atlanta, Ga. 

Vernon Caton— 

Denver, Colo. 

Keith Ackman— 

Los Angeles 
Viscon Clear Inc.— 

Salt Lake City 


Uracon Ine.—Los Angeles 

Con-Cise Contact Lens 
Co.—Oakland, Calif 

Global Contact Lens Inc— 
Miami, Florida 

Jon Optical Corp.— 
Hayward, Calif 

Procon—Pearia, III. 


have stopped paying— 
Last payment 


June 15 1961 


Never paid 
1960 


Sept. 24 1963 
Never paid 
Jan. 16 1964 
July 7 1963 


Filed suit paid 500.00 
March 23 1964 
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Only paid $100.00 on account 


Never paid 


Oct. 13 1963 
Nov. 15 1963 
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PLAINTIFE’S EXHIBIT No. 84F (Excerpt) 


(Excerpt From Pl. Ex. 84F: Butterfield’s License Agree- 
ment With Dippery and Case) 


AGREEMENT SELLING ALL RIGHTS TO 
U. 8. PATENT NO. 2,544,246 


WITHIN A DESIGNATED GEOGRAPHICAL AREA 


THIS AGREEMENT is entered into by and between 
GEORGE H. BUTTERFIELD, SR., of Portland, Mult- 
nomah County, Oregon, hereinafter sometimes referred to 
as “LICKNSOR” and JAMES C. DIPPERY and JACK 
R. CASE of Houston, Harris County, Texas, hereinafter 
sometimes referred to as “LICENSER”; 


WHEREAS LICENSOR is the inventor and sole owner 
of all right, title, and interest in and to United States 
Letters Patent No. 2,544,246 and Canadian Letters Patent 
No. 487,880 for “Corneal Contact Lens”; and 


WHEREAS LICENSEE desires to acquire the exclu- 
sive right and license to make, use, and sell and to grant 
sublicenses to make, use, and sell devices under said pat- 
ents above identified within a specific geographical area in 
the United States; 


NOW, THEREFORH, for and in consideration of the 
mutual covenants hereinafter recited and for other good 
and valuable consideration, the receipt of which is hereby 
acknowledged, the parties hereto agree as follows: 


I. 


LICENSOR hereby grants unto LICENSEE the sole 
and exclusive right and license to make, use, and sell and 
to grant sublicenses to make, use, and sell devices under 
said Letters Patent above identified in the states of Texas, 
Oklahoma, Tennessee, Missouri, Lowa, Louisiana, Missis- 
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sippi, Alabama, New Mexico, and Georgia; provided, how- 
ever, this agreement shall not operate to enlarge, to termi- 
nate, or to interfere with any licenses heretofore given by 
LICENSOR within said area and further provided that 
LICENSOR shall have no authority or control over the 
granting of sublicenses within the area covered by this 
agreement except subject to the terms and conditions here- 
inafter set out. 
Il. 


If LICENSEE establishes any branch offices or com- 
panies other than those presently licensed by LICENSOR 
to Universal Contact Lens Co., Inc., in the cities of Hous- 
ton, Texas, and San Antonio, Texas, and Shreveport, 
Louisiana, then LICENSEE agrees and binds itself to 
pay to LICENSOR, as royalty, an amount which is equiv- 
alent to not less than the royalties paid by an equivalent 
sublicensee under this agreement. 


ITA. 


LICENSOR agrees to pay to LICENSEE thirty-three 
and one-third per cent (3314%) of all monies received by 
it from sublicense agreements and releases for past in- 
fringement granted by LICENSEE within the area cov- 
ered by this agreement, and thirty-three and one-third 
per cent (3314%) of monies paid to LICENSOR by LI- 
CENSEE by reason of its manufacture, use, or sale 
hereunder. LICENSOR agrees to make all payments due 
LICENSEE hereunder to: 


Jack W. Hayden 

c/o Hayden & Pravel 
Suite 1111 

500 Jefferson Building 
Cullen Center 
Houston 2, Texas 


38a Butterfield-Dippery Agreement 


II. 


LICENSOR further agrees that on or before the fif- 
teenth (15th) day of each calendar month it will furnish 
to LICENSEE an itemized statement which shall accu- 
rately show: (1) all royalties and payments which 
have been received by LICENSOR under any sublicenses 
granted by LICENSEE hereunder; (2) all royalties which 
have accrued to LICENSOR by reason of sale of devices 
by LICENSEE; and (3) payment of all monies due 
LICENSEE based on the above computations. 


IITA. 


LICENSEE agrees that it will only grant sublicenses 
which conform to Exhibit A (unitary license form) or 
Exhibit B (paid up license form) attached hereto and 
will only grant releases for past infringement in the form 
of Exhibit C, attached hereto. LICENSEE agrees that 
if the paid up license (Exhibit B) is granted any sub- 
license, it will compute the amount of royalty as follows: 


Add the total sales of proposed licensee, reason- 
ably verified from business records exhibited, of 
manufactured contact lenses, in the year immediately 
preceding the intended commencement date of the 
heense agreement. Divide this total of single lenses 
by 12 to arrive at an average monthly figure of sales 
of single lenses. This figure as to average monthly 
sales of single lenses shall then be multiplied by 50 
cents per lens. The result so obtained is the monthly 
payments measured by the then unexpired portion of 
the life of the Canadian patent, disregarding fractions 
of less than one-half month. The Canadian patent ex- 
pires November 11, 1969. In the case of mannfac- 
turers doing business more than six (6) months and 
less than twelve (12) months, the total production 
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record shall be used and the result divided by the 
nearest total number of months in business, which 
result, multiplied by 50 cents per single lens, shall 
become the monthly rate. 


Iv. 


LICENSEE agrees to keep proper books of account 
relating to any manufacture and sale of devices by LI- 
CENSEE hereunder, and LICENSOR agrees to keep 
proper books of account relating to monies received by 
LICENSOR from any sublicenses granted hereunder, and 
LICENSEE agrees to furnish to LICENSOR an executed 
copy of each and every sublicense granted by LICENSEE 
hereunder, and said books shall be open at all reasonable 
times during business hours for inspection by LICENSOR 
and LICENSEE and/or their duly authoribed representa- 
tive. LICENSOR and LICENSES shall have the right, 
at their expense, to audit the books of account of the other 
from time to time and at various times. 


Y. 


If the monies paid LICENSOR from this license from 
sublicenses and from releases for past infringement here- 
under as his 66234% share do not equal or exceed eighteen 
thousand dollars ($18,000.00) during each and every con- 
tract year of the term of this agreement, then LICENSOR 
may terminate this agreement in the manner as set forth 
in paragraph VIIT hereof; provided, however, that termi- 
nation of this agreement shaJl not terminate any snbli- 
censes granted hereunder prior to the date of termination, 
nor shall it terminate the right of LICENSEE to there- 
after to continue to receive thirty-three and one-third per 
cent (3314%) of all monies paid to LICENSOR from sub- 
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Heenses entered into prior to the date of termination of 
this exclusive license agreement, and LICENSOR agrees 
to continue to pay to LICENSEE said thirty-three and one- 
third per cent (3314%). 


VI. 


LICENSOR agrees to notify any party within the geo- 
graphical area of this agreement as to its infringement 
of U. S. Patent No. 2,544,246 within thirty (30) days after 
its receipt from LICENSEE of the name and address of 
the party believed to be infringing. In the event that 
LICENSEE has been unable to negotiate a satisfactory 
sublicense with any party so notified within a period of 
three (3) months after said written notice of infringe- 
ment, LICENSOR agrees to institute suit for infringe- 
ment of said U. S. Patent No. 2,544,246 against such in- 
fringer; provided, however, that if LICENSOR brings 
one suit for infringement of said U. S. Patent No. 2,544,246 
against one infringer within the area of this agreement, 
further suits will not be required within the area of this 
license agreement until the final disposition of the first 
suit to the end that LICENSOR will not be required to 
prosecute more than one suit at a time. LICENSEE 
agrees to supply to LICENSOR a sample of any lens it 
believes to infringe along with prescription for lens and 
an invoice evidencing purchase of the lens from the party 
believed to infringe, as a condition to any duty to notify 
concerning infringement or bring infringement action. 
If LICENSOR institutes suit for infringement against 
any person, firm, or company within the area of this agree- 
ment after a request by LICENSEE to institute suit, then 
LICENSOR shall receive one hundred per cent (100%) 
of the amount recovered as past infringement damages 
from any such suit; however, any license to anyone sued 
under this provision for future manufacture, use, or sale 
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shall be subject to the terms and conditions hereof, and 
LICENSEE shall receive and be paid by LICENSOR 
thirty-three and one-third per cent (3314%) of any such 
license as provided herein. 


Subject to paragraph IITA hereof, LICENSEE shall 
have sole and exclusive control and authority in negotiat- 
ing and granting any sublicenses hereunder; provided that 
LICENSEE agrees and obligates itself that it shall not 
intentionally urge or suggest to prospective sublicensees 
the nature of the obligations, if any, which such prospec- 
tive licensees may owe to others holding patents in the 
field of corneal contact lens. 


VII. 


The parties hereto specifically agree that this license 
agreement does not create any confidential or fiduciary 
relationship nor does it create nor is it intended to create 
a partnership between the parties. LICENSEE shall be 
responsible solely for its acts and expenses in negotiating 
and obtaining sublicenses hereunder and in its operations 
hereunder. 

VIII. 


If during the term of this agreement LICENSEE should 
(1) fail to pay to LICENSOR all royalties and monies in 
the manner as specified herein; nor (2) violate or fail to 
perform any other of its obligations under this agree- 
ment for a period of thirty (30) days after written notice 
of such violation or failure; or (3) be adjudicated a bank- 
rupt or file a petition for an arrangement in bankruptcy 
or make an arrangement for the benefit of creditors or 
become insolvent or permit a receiver to be appointed of 
its business or assets, then and in any of such events, 
LICENSOR shall have the right and option to cancel this 
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agreement, Any termination of this agreement shall not 
affect the liability of LICENSEE to pay to LICENSOR 
all monies theretofore accrued and shall not affect the lia- 
bility of LICENSOR to thereafter to continue to pay to 
LICENSEE thirty-three and one-third per cent (3314%) 
of all monies received by LICENSOR from this license 
and sub-licenses hereunder entered into prior to the term- 
ination of LICENSEB’s exclusive license. 


IX. 


The failure of either party hereto to require perform- 
ance of any provision hereof shall in no manner effect the 
right of either party to thereafter enforce the same. The 
waiver of either party of any breach of any provision 
hereof shall never be construed to be a waiver of any suc- 
ceeding breach of any provision or of a waiver of the 
provision itself. 

X. 


This agreement shall remain in full force and effect 
until the expiration of Canadian Patent No. 487,880 or 
the expiration of U. 8. Patent No. 2,544,246, whichever 
occurs later unless this agreement is terminated prior 
thereto under the provisions of paragraph VIII, and in 
such event, the payment of thirty-three and one-third per 
eent (3314%) as provided in paragraph VIII shall con- 
tinue until the last expiring of either the Canadian Patent 
No. 487,880 or U. 8. Patent No. 2,544,246. 


XI. 


LICENSEE may not assign this agreement without the 
prior written consent of the parties hereto. This agree- 
ment shall be construed under the laws of the state of 
Texas. 
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XII. 


In the event that LICENSOR should sell or transfer all 
or any part of his interest either in his United States pat- 
ent or in his Canadian patent, LICENSEE shall have no 
claims whatsoever upon any compensation or considera- 
tion received by LICENSOR for such transfer or sale; 
provided, however, that such transfer or sale shall be 
subject to the terms and conditions of this license. 


XIII. 


This agreement is binding upon the heirs, administra- 
tors, devisees, legal representatives, and executors of the 
parties hereto. 

XIV. 


LICENSEE and LICENSOR agree that if a sublicense 
is entered into where a sublicensee has a branch or an 
office within another state not included in this license, then 
LICENSEE shall have the right to negotiate a sublicense 
for said other branch or office outside the geographical 
area of this agreement. LICENSOR agrees that it will, 
prior to granting any exclusive licenses to a third party 
in any of the other states of the United States east of the 
Mississippi, offer to LICENSEE in writing the oppor- 
tunity to obtain an exclusive license in such state upon 
the same terms and conditions as this exclusive agreement 
in order that they may have the prior right of first refusal. 


XV. 


No other agreement, written or verbal, exists between 
the parties to this agreement respecting the subject mat- 
ter hereof, and none of the terms or conditions of this 
agreement shall be held to have been waived, altered, or 
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augmented except only by instrument in writing duly exe- 
cuted by both parties and attached hereto. 


XVI. 


The addresses of the parties hereto for all payments 
and written notices shall be: 


LICENSOR: 

George H. Butterfield, Sr. 
810 S. W. Ninth Avenue 
Portland 5, Oregon 


LICENSEE: 
James C. Dippery and 
Jack R. Case 
c/o Jack W. Hayden 
Suite 1111, 500 Jefferson Building 
Cullen Center 
Houston 2, Texas 


The above addresses may be changed by notice in writ- 
ing from George H. Butterfield, Sr., and Jack W. Hayden 
or B. R. Pravel, respectively. 


Wirness our hands in multiple originals this 25th day of 
April, 1963. 


GEORGE H. BUTTERFIELD, SR. 
/s/ James C. Dippery 
JAMES C. DIPPERY 


/s/ Jack R. Case 
JACK R. CASE 


Butterfield-Dippery Agreement 45a 


EXHIBIT A 
LICENSE AGREEMENT 


JAMES C. DIPPERY and JACK R. CASE warrant 
and represent that they have the right and authority to 
grant to the undersigned sublicensee hereinafter called 
“LICENSEE” a nonexclusive, nontransferable, nonassign- 
able, and personal sublicense to make, use, and sell corneal 
contact lenses under United States Patent No. 2,544,246 
and Canadian Patent No. 487,880 and each of them, subject 
to the following terms and conditions, said JAMES C. 
DIPPERY and JACK R. CASE sometimes hereinafter 
referred to as “LICENSOR”. 


1. Subject to the terms and conditions hereinafter set 
forth, LICENSOR hereby grants unto LICENSEE a non- 
exclusive, sublicense to make, use, and sell finished corneal 
contact lenses under said patents above identified and to 
make, use, and sell unfinished lenses to be subsequently 
finished under said patents above identified. 


2. For other good and valuable consideration, the re- 
ceipt of which is hereby acknowledged and in considera- 
tion for the rights granted herein, the undersigned LI- 
CENSEE hereby agrees to pay to the order of GEORGE 
H. BUTTERFIELD, SR., at 810 S. W. Ninth Avenue, 
Portland 5, Oregon, a royalty of Fifty Cents (50¢) for 
each lens sold hereunder and finished to embody any of 
the licensed subject matter or to be subsequently finished 
to embody any of the licensed subject matter. In this 
connection, LICENSEE agrees to render to LICENSOR 
at Suite 1111, 500 Jefferson Building, Houston 2, Texas 
and to GEORGE H. BUTTERFIELD, SR., at his above 
address on or before the fifteen (15th) day of each calen- 
dar month hereafter a written statement showing all cor- 
neal contact lenses sold hereunder during the last preced- 
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ing calendar month and to remit with each said statement 
to GEORGE H. BUTTERFIELD, SR., all royalties dune 
and payable thereon at the hereinabove specified royalty 
rate. If LICENSEE shall default in making any royalty 
payment hereunder when due and if LICENSOR shall in- 
stitute suit and obtain judgment therefor, LICENSEE 
agrees to pay to LICENSOR an additional sum in the 
amount of ten per cent (10%) of the total sum due as 
attorneys’ fees. 


LICENSEE further agrees to maintain complete and 
accurate records of all corneal contact lenses sold and to 
allow LICENSOR or his duly authorized representative 
from time to time and at various times to examine and 
copy said records at reasonable business hours for the 
purpose of checking the accuracy of any royalty state- 
ment. Said records shall show sufficient information to 
determine from an inspection thereof whether or not a 
corneal contact lens sold embodies any of the licensed 
subject matter and if any of said records shall fail to show 
such information as to any particular lens or lenses, then 
and in that event, said lens or lenses shall be deemed to 
embody the licensed subject matter. 


3. If LICENSEE shall default in performing any obli- 
gation hereunder and shall fail to cure the default with- 
in thirty (30) days after LICENSOR shall have mailed 
to LICENSEE a written notice specifying the claimed 
default; or if LICENSEE shall be adjudged bankrupt or 
shall make an assignment for the benefit of creditors or 
if LICENSEE?’s business shall be placed in the hands of 
a receiver, LICENSOR shall have the right to terminate 
this license and agreement by mailing to LICENSEE writ- 
ten notice of his election so to do or LICENSOR may spe- 
cifically enforce the provisions hereof. 
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4. LICENSEE shall not have the right to grant sub- 
license rights hereunder and shall not have the right to 
assign or transfer this license and agreement unless and 
until LICENSOR’s written consent shall be first obtained. 


5. Unless sooner terminated as hereinabove specifically 
provided, this license and agreement shall endure and 
bind and benefit the parties hereto, their heirs, successors, 
and assigns throughout the term of the last expiring of 
said United States and Canadian patents. 


IN WITNESS WHEREOF, the parties have signed 
this agreement as of the ............... day Of cc Pele Perea 


JACK R. CASE 


LICENSOR 
QD GORPOLALIONMOL <...5.....0.ccserccseesseaceseousee 
having its principal place of business 
BU A iecesererrtececeseeenetetttee vrooeegie diesen areeee 
TY face eee heen 
PO Te cots reer re Title 
LICENSEE 


Secretary 
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PAID UP AGREEMENT 


JAMES C. DIPPERY and JACK R. CASE warrant 
and represent that they have the right and authority to 
grant to the undersigned sublicensee hereinafter called 
“LICKNSEE” a nonexclusive, nontransferable, nonassign- 
able, and personal sublicense to make, use, and sell corneal 
contact lens under George H. Butterfield, Sr.’s United 
States Patent No. 2,544,246 and Canadian Patent No. 
487,880 and each of them, subject to the following terms 
and conditions, said JACK R. CASE and JAMES C. DIP- 
PERY sometimes hereinafter referred to as “‘LICENSOR”’. 


1. Subject to the terms and conditions hereinafter set 
forth, LICENSOR hereby grants unto LICENSEE a non- 
exclusive, sublicense to make, use, and sell finished corneal 
contact Jenses under said patents above identified and to 
make, use, and sell unfinished lenses to be subsequently 
finished under said patents above identified. 


2. For other good and valuable consideration the re- 
ceipt of which is hereby acknowledged and in considera- 
tion for the rights granted herein, the undersigned LI- 
CENSEE hereby agrees to pay to the order of GEORGE 
H. BUTTERFIELD, SR., at 810 S. W. Ninth Avenue, 
Portland,5, Oregon, the total sum of $................:..eeeee 
payable as follows: LICENSEE agrees to pay $ .....sscee0e 
upon execution hereof and to pay the balance in equal 
monthiysnséallments OFS... each as evidenced 
by that certain promissory note of even date herewith 
executed by LICENSEE as payor, payable to the order of 
George H. Butterfield, Sr., in the principal sum of $.............. 
and containing the usual default and attorneys’ fees 
clauses. Upon the payment of the last of said install- 
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ments, this license shall become fully paid up until said 
respective patents shall expire and LICENSEE shall then 
become released and discharged from any claim of in- 
fringement of said patents and each of them subsequent 
to the date of this agreement. If LICENSEE shall de- 
fault in the payment of any of said installments when due 
hereunder, then LICENSOR, at his option, may declare 
this license agreement terminated and payments made 
theretofore by LICENSEE to LICENSOR shall be al- 
located as royalties over a period coterminous with this 
agreement, 


IT IS FURTHER MUTUALLY AGREED THAT 


(a) The sum hereinabove provided to be paid by LI- 
CENSEE as consideration for this license has been cal- 
culated on the number of corneal contact lenses sold in 
LICENSEE?’s regular business during the past calendar 
year as represented by LICENSEE and is an estimate of 
the corneal contact lenses normally to be made and sold 
in LICENSEE’s business to those who would ordinarily 
constitute his customers in the trade, subject only to nor- 
mal growth thereof, during the remainder of the life of 
the licensed patents and, therefore, unless and until LI- 
CENSOR’s written consent be first obtained, this license 
shall not inure or apply to any other corneal lens manufac- 
turing business or concern which may acquire ownership 
or control of LICENSEE or of which LICENSEE inay 
acquire ownership or control, or of which LICENSKE 
may become a division or part, or with which LICENSEE 
may become merged, consolidated, commingled or affiliated ; 
provided, however, that, subject to the terms and condi- 
tions hereof, this license may be assigned to any bona fide 
successor to LICENSEE’s entire business and good will, 
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so long as said successor shall continue operation of Ll- 
CENSEE’s business separate and apart from any other 
corneal lens manufacturing business and subject to all the 
terms and conditions hereof; and 


(b) That if LICENSEE shall be adjudged bankrupt 
or shall make an assignment for the benefit of creditors, 
this license may become terminated as of the occurrence 
of such event at the option of LICENSOR but such occur- 
rence shall not relieve LICENSEE of payment to LI- 
CENSOR of all monies hereunder. 


IN WITNESS WHEREOFP, the parties have signed 
this agreement as of the ............0. dayoot 2. plo eee 


JACK R. CASE 
LICENSOR 


& COTPOration OF ......./.0.:0:..00-.5 eee 
having its principal place of business 
Bib co csdseccansnasscancecccunssscasnconteneescss st eeeteenmemamn 


Attest: 


Secretary 
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EXHIBIT C 

RELEASE 
In consideration of the sum of $...........cccseeeeees and other 
good and valuable considerations paid Dy ..........sescsseseeees 


to GEORGE H. BUTTERFIELD, SR., JAMES C. DIP- 
PERY, and JACK R. CASE and each of them, their suc- 
eessors and assigns, do hereby release and forever dis- 
PAGO CASAC crc: recesnsnatsbenenuesdsansneessgurce neers ete eee and/or 
its customers from all claims for past infringement with 
respect to corneal contact lenses made, used, or sold prior 
to the license agreement with JAMES C. DIPPERY and 
JACK R. CASE executed simultaneously herewith. 


enn t ee he eee e ase s Eee see roves sees ssooseseeeeseeeseoncsesseseeseees 


eorer PET OSE ee ee eee rrr rer rer errr rrr et eer rerrr rrr 


JACK R. CASE 


STATE OF TEXAS 
COUNTY OF HARRIS  § 


BEFORE ME, the undersigned authority, on this day 
personally appeared JAMES C. DIPPERY and JACK R. 
CASE, both known to me to be the persons whose names 
are subscribed to the foregoing instrument and acknowl- 
edged to me that they executed the same for the purposes 
and consideration therein expressed. 


IDG? Gi Gas padtanmemebeee ster: aaereaetrras fel ees 


Notary Public in and for 
Harris County, Texas 
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PLAINTIFF’S EXHIBIT 110. 


OOMS, McDOUGALL & HERSH 
Attorneys at Law 
135 South La Salle Street 
Chicago 3, Illinois 
October 24, 1962 

Irwin Panter, Esq. 
Panter, Nelson, Rothstein & Albert 
10 South LaSalle Street 
Chicago 3, Illinois 


Dear Mr. Panter: 


You have consulted us for an independent opinion as to 
what The Plastic Contact Lens Co. should do by way of 
notifying its licensees of the terms on which the Butter- 
field litigation was recently settled. 


In particular, your inquiry related to Paragraph 8 of 
Plastie’s standard license agreement and how licensees’ 
rights under that paragraph might be affected by the 
Butterfield settlement. You had in mind, of course, that 
Plastic, in consideration of Butterfield’s release of Plas- 
tie’s infringement liability, granted a paid-up license 
under the Tuohy patent to the Butterfield company and 
four Butterfield licensees that had been indemnified by 
Butterfield against lability for infringement of Tuohy. 


In giving you my opinion on this question, it will be 
well at the outset to consider the terms of Paragraph 8; 
the text varies slightly from one license agreement to 
another, but in substance it reads like this: 


LICENSOR agrees that in the event it should sub- 
sequent to the date of execution hereof grant a license 
to another person, firm or corporation under said 
Patent No. 2,510,438, or under any other United 
States Patent or application licensed hereunder upon 
terms and conditions more favorable than those here- 
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in accorded, except for the manner of settlement for 
past infringement, LICENSOR shall promptly offer 
LICENSEE the benefit of such more favorable terms 
and conditions, which upon acceptance shall be retro- 
active to the date that such more favorable terms and 
conditions were accepted by said other person, firm 
or corporation. 


From the language of Paragraph 8 and the terms of the 
Butterfield settlement, three things are clear: 


(1) Tf the license which formed a part of the 
Butterfield settlement was in fact granted on “terms 
and conditions more favorable” than those provided 
in Plastic’s standard license agreement, then Plastic 
is obliged to “offer” its licensees “the benefit of such 
more favorable terms and conditions”. 


(2) The right of an eligible licensee to have its 
license thus revised is not automatic or self-executing ; 
it comes into being only ‘‘upon acceptance” by such 
eligible licensee. 


(3) None of Plastic’s licensees could possibly “ac- 
cept” a license on the terms provided in the Butter- 
field settlement unless such licensee were in a position 
to offer Plastic the same or equivalent consideration 
as that which flowed to Plastie from Butterfield. 


Since none of Plastic’s licensees, so far as you are 
aware, has any claim for patent infringement against 
Plastic, it is most unlikely that any such licensee will be 
in a position to “accept” a revised license. Nonetheless, 
I believe it essential that Plastie notify all its licensees of 
the Butterfield settlement and “offer” to them the privilege 
of qualifying for a revised license if they can do so. I 
tender that advice because, under the law, a licensor which 
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fails thus to ‘‘offer’? does so at the peril of having its 
omission held to be a breach of contract, should a court 
later determine, as to some particular licensee, that the 
terms of the new license would in fact have been more 
favorable. (Prestole Corp. v. Tinnerman Products, Inc. 
(6 Cir., 1959), 271 F.2d 146, 153-154). 


When a licensor notifies its lheensees of a new license, 
pursuant to a contract provision of the sort represented 
by Paragraph 8, any licensee as to which the new terms 
are “more favorable” must exercise its option to adopt the 
new terms within a reasonable time; otherwise it waives 
such right. (Harley C. Loney Co. v. Mills (7 Cir., 1953), 
205 F.2d 219, 220). 


As indicated above, J think it very unlikely that any of 
Plastie’s licensees will be in a position to claim revised 
license terms by virtue of the Butterfield settlement agree- 
ment. Settlement of litigation involves complex factors 
that are difficult or impossible to assess in dollars. A 
company’s action in granting license rights in considera- 
tion of settlement of litigation will not be deemed a grant 
on “terms ... more favorable” unless so proved by per- 
suasive evidence, the burden of proof in such event being 
on the licensee. (Sbicca-Del Mac, Inc. v. Milius Shoe Co. 
(8 Cir., 1944), 145 F.2d 389, 402-403). 


Summing up, I recommend that a cireular letter be sent 
to all of Plastic’s licensees, giving them notice that paid-up 
heenses under the Tuohy patent were granted to Butter- 
field and the four then-existing Butterfield licensees in 
consideration of Plastic’s being released from its contin- 
gent liability for infringement of the Butterfield patent. 
In the same letter, Plastic should state that it will give 
consideration to the elaims of any of its licensees which 
consider themselves eligible for paid-up licenses on the 
same terns. 
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Should some licensee prove to have a bona fide claim 
against Plastic for patent infringement, of a magnitude 
comparable to that released by Butterfield, then such li- 
censee would be entitled to release such claim in exchange 
for a paid-up license. Only a licensee so situated, how- 
ever, would be in a position to do so. 


With this letter I am returning to you the documentary 
materials which you submitted for my consideration. 
Should you desire further comment on any of the matters 
discussed herein, please telephone or write me. 


Sincerely yours, 


/s/ Dugald S. McDougall 
Dugald S. McDougall 
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This Mist ton relatee to a contect lene adapted to be 
applied to the human sye for the primary purpose of correcting de- 
ficient vieion. 

Heretofore contact lenses have been produced that have been 
made of either glase or synthetic resin plastioe which have portione 
resting directly on the cornea of the eye with a supporting flange 
or border resting on the scleral portion of the eye or which have 
central portions arching over the cornea and which have flange or 
border portions designed to extend beyond the limbus of the eye. The 
optical correotion hae geen, ground on thet portion of the contact 
lene disposed over the cornea and fluids compatible with the eye 
tiaaus have generally been interposed betwean the lene and the eye. 
Suoh contact leness have had a number of objections which have, 
either collectively or individually, retarded their general use. 
Among these objections are (1) the time and skill required to proper- 
ly fit the lenses to the eyes of the patient; (2) the lack of comfort 
which prevente such contact lensee from being worn eentinucaeibr 
longer than only relatively short times; (3) the development of the 
appearance of rainbows or halos, particularly around bright light 
sources and the clouding of the vielon efter the lenese have been 
worn for a relatively ehort time; and (4) the necessity of determin- 
ing and then using fluide with the contact lenses which are compatibl 
with the eye tissues of the user. 

I have escertained that one important source of theese cb- 
jeotione ia occasioned by the fact that the contact lenees heretofore 
deviced univereally engage the ecleral portion of the eye so that 
the preseure of the flange or border portion of the contact lens on 
the ecleral portion net only appliee objectionable pressure to the 
nerves in the eye but retards the normal blood flow through the veine 
in the eoleral portion. The preesure on the nerves and the retarding |, 
of the normal blood flew ie sonducive to the development of irrite- 


tion and je @ principal reason for the appearance of the objection= 


‘ 
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‘ 


able rainbows, haloa and oloudiness. The contact lenses heretofore 
| developed, even when removed for the purpose of reating the eye,. do 
not bring about immediate relief on removal and, due to the fact 
that they cover euoh wide expanses of the eye, they must be fitted ; 
with a relatively high degree of acouraoy by one who ie highly akill 
in thid type of work. With the°use of contact lenses whioh extend 
beyond the limbus portion the eye ia almost completely covered and 
with the fluid Sealing off all possibility of air and natural eye 
fluide the eye soon becomes exhausted. oS 

An object of the present invention 1a to provide an in- 
proved oontact lena whioh ie characterized by the faot that when 
properly fitted to the eye of the pereon for which it was designed 


ite maximum dimensions will be lese than the dimensions eoross the 


limbus at the edges of the cornea. In the preferred arrangement, 


the oontact lene embodying the present invention is smaller in size 


| than the iris but larger than the maximum pupil opening. Thie ie 


partioularly true when the lena and the irie are considered along 
the horizontal meridian. When considered on the vertical meridian 
the lene may exceed the iris slightly but still should be within 
the limbus. In thie manner ae the lene normally does not engage 
the sclera, the solera ig exposed to air and natural oye fluide and 


ie not subjected to tha objections arising from pressures applied 
thereto. ; 

A further important Seas ae of the improved lena 
resides in the fact that although it ie Si the nature of a ooncava- 
oonvex section of traneparsnt material largely conforming in shape 
and eize to the oornea of a given eye, the ineide or concave surface 
actually ie elightly flatter or may be regarded as having a slightly 
greater radius of curvature than the cornea, In thie banner the 
lene may aotually contact the cornea near the oenter of the lens 
while the portions of the lene adjacent ite margin are slightly 


epaced therefrom. This space afforde an opportunity for the natural 
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eye fluids to enter and reliévea pressure on the cornea. Although 
blinking of the eyelids may diepiace the lene from over the cornea 
temporarily eo that ite edges may extend aerose the limbus and even 

: onto the sclera, the minimum contaot between the lens and the cornea 
| ocogeioned by thie relation of ourvatures is euch as to reduce the _ 


‘Irritation, if any is present at, to a mininun. 


With the foregoing and other objeots in view, which will 
be made manifeat in the following detailed dssoription and speoifi- 
cally pointed out in the appended olains, Pererence is had to the 
accompanying drawings for an illustrative embodiment of the inven- 
tion, wherein: i 

Figure 1 is a vertical seotion on an enlarged scale through 
the forward portion often human eye illuetrating a contact lens 
embodying the present invention in applied position thereon; 

E Figure 2 is a front view in elevation of the contact lene 
| d12ustrated in Figure 1; : 
. Figure 3 16 a rear view in elevation of the same; 
Figure 4 ie a front view in elevation of a alightly modi- 
23||\fied form of construction; and . 
Figure 5 ia a vertical section taken subetantially upon the 


line 5-5 upon Figure 4. 


Aa ar se Ae GREER 8G Dita 


Referring to the acoompanying drawings wherein eimilar 
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a} which defines the pupil 12. The cornsa ie generally indioated at 13 
2] and the solera generally indicated at 14. The limbus portion whioh 
3] defines the eolera from the corneas is indicated at 15. 
4] The contact lena embodying the present invention consista 
5] of @ conoavo-oconvex aection 16 of any suitable transparent or semi- 
6] transparent material. This material may be optical glasa or, in 
7| conformity with conventional praotioe, 1t may be a aynthetio resin 
8] plastic of the types now generally baing employed in the manufacture 
9] of oontact leness. The material in the usual situation may be 
10} perfectly tranaparent but in some instances it may ba alightly 
il | darkened or tinted either for glare-redueing purposes or to enhance 
121 or modify the natural color of the irie 1 in eters desired 
13} oosmetio effects. ' 
14 This ssotion will, of course, vary in size and shape to 
15! oonform to the partioular eye to whioh it is fitted but in embodying 
1€| the preaent invention it poasesses the following characteristioe. 
17] The maximum dimension such as the diameter of the lena ia less than 
18] the corresponding dimenaion of the iria so that the margine of the 
19] Lene when in the nea applied position are within the iris 11. - How: 


20} ever, the lena is not ao amall that it will not complstely oover the 
21] pupil 12 when the iris 11 is in its fully opened poaition. The lena 


22) may, therefore, be defined as to aize 68 being within the limbue of 
23) the aye but beyond the maximum opening of the iris. Another 

24 oharacteristio of the lena is that it haa a radiua of curvature 

25| alightly greater than the radiue of curvature of the cornea to which” 
26|| 4t 18 applied or, in other words, the lene ie slightly flatter on ite 
27!| goncave side than the oonvaexity of the cornea. In this manner the 

28 major portion of the contact between the lens and the cornea will 


29] ocour near the center of the cornea or in the neighborhood of the 
30] location indicated at 17, whereas at the top and bottom of the lens, 


31] as woll as at the two aides, there will be slight olearanoe epaces 
32] 18 and 19. I find it advisable to have a slight difference between 
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the radius of curvature of the concave aide of the lens and the 
convex gurface of the cornea go ae to reduce irritation. The 

| Clearance spaces 18 and 19, as well ae the clearance spaces at the 
eidesa of the lens, enable the natural eya fluids to enter between 

the lene and the cornea which 12, of oourae, desirable. The presence 
of this fluid in these clearanoe spaces probably contributes to the 
holding of the lens in place on the cornea esuoh ae by capillary 

| action. The optical eorreotion may be ground either on the interior 
or exterior surface of the lens 16 or both, and in aome inetanoes 

| the optical correction ground on the interior surface of the lena ia 
adequate to provide the clearance epaces 18 and 19. In other words, 


] the lena blank may initially have an internal radius of curvature 
| exactly conforming to the radiua of curvature of the oornea but on 


| grinding the optical correction oa the interior of the lane ite aon- 
cave radius of ourvature may be so altered thereby as to provide the 


olearance apaces which are of adequate aize. These clearance spaces 


I find 1t advantageous tn the usual lena to bevel the con- 
cave eurface adjacent the margine, ae indicated at 20. When the lene 
ia in applied position on the eye the eyelid, in blinking or cloaing 
thereover, will tend to diaturb the position of the lena on the cornea 
Uaually moat of thia disturbanoe ia oraated by the upper eyelid which, 
on opening, may tend to lift the lens from the full line position 

| shown in Fig. 1 to a dotted line position therein and, as illustrated 

lin the dotted line position the lene may be temporarily shifted up- 
wardly eo that it has crossed over the limbus portion 15 and may even 
extend partially onto the eolera 14. Thie dieplacement of the lena 
ie usually only temporary and eubsequent blinking or closing of the 


} eyelid will tend to restore the lene to its centralized position with 
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elightly the internal bevel 20 facilitates the slipping of the lens 
thereover so that when displacement of the lene doee teke place it 
may occur without caueing irritation. When the lene is returned to 
the cornea in the oouree of subsequent blinking, it tende to ; 
centralize itaelf thereon. 

Any neceesary correotion may be ground on the eurfeoes of 
the lene and in eome inetanoee the correction required ie euoh that 
the lene must be either relatively thick or have relatively thick 
margina, Where the lene ile thick or hae thick margina the external 
or convex eurfeaca may be beveled as indicated at 21 to facilitate the 


pesaing of the conjunctiva of the eyelids thereover. Both bevels 20 


| and 21 should be relatively small and ehould be confined ty the dle- 


teanoe between the maximum opening of the irie antithe limbus portion 
15 eo that the user under no olroumatencee will look through a beveled 
portion of the lene. : F 

In Fig. 4 a slightly modified form of oonetruction 1a 
illuetrated wherein the lena, inetead of being circuler in form, ia 
slightly ovate or elliptical. The lene may be given any ehape re- 
quired to properly fit the size end ehape of the ocornee to whioh it 
ie applied. 

It will be noted from the above deecribed conetruction that 
the improved oontact lene ie relatively elmple. A feature of ita 
construction reeides in the fact that in ite normal poeition shown 
-in Fig. 1 no portion of the lene contacte the sclere and oconeequently 
the irritation generally prijducea when contact leneee are pressing 
againet the solera ie entirely avoided. Furthermore, the prescribing 
of leneee of this character ie greatly elmplified. Wherees heretofore 
it has generally been neceesary to form a mold of the eye to ‘deter- 
mine the eize and ehape of the cornea and the eize and shape of the 
eurrounding solera, in the present conatruction the size and shape 
of the solera becomes relatively immaterial. Theprescription for the 


required oorreotion oAn be determined in the ueual manner end the 
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corneal portiaqn of the eye can then be meaeured both horizontally 
and vertically by any conventional measuring inetrument ueed for thie 
purpose. With the meaaurementa of the cornea known both ae to height, 


width and radiue of curvature and the required oorreotion known, a 


‘lene manufacturer can eaaily filia preecription for contact lenaea 


with reasonable asaurance that the lene will fit the patient properly. 
In 60 doing hie ekill and judgment may be required in determining 
whether or not a lene blank having a larger internal radiue of ourva~ 
ture than that of the oornea ahall be used or whether the lena may 
have the 6ame internal radius of curvature and the correction ground 
on the inside of the lene be relied upon to form theee clearances. 

In the uee of the improved lene it ie unnecessary to try repeatedly 
and reject various eolutiona or fluide before wearing time can be 
gained inaemuch ea no eolution need be ueed at 211 with the present 


lena. However, in applying the lene embodying the present: invention 
it 1a frequently advieable to moisten ite eurfacea so that at the 


time of initial application there will not be any He es yi 
particularly of the eyelide. No epecial fluid or solutionie re- 
quired for thie purpose and ordinary water not harmful to the eye 
may be employed to moiaten the lena. When the lene ia worn ite 
preeenoe can rarely be detected. Even the bevela at the margine of 
the lene can rarely be deteoted due to the fact that they ere within 
the irle portion, the edgee of the lena particularly at the eidee of 
the irie being backgrounded by the colored iris and to a large extent 
undiecernible and although the lene at the top and bottom of the irie 
projeocte or slidee beyond the iris theee portiona are normally oon- 
cealed by the upper and lower eyelide. 

I find that leneee of thie character oan be worn over pro- 
longed perioda of time - periods of twelve and thirteen houre of con- 
tinuouve use being not lunueual - without oaueing objectionable irrita-| 
tion and without caueing oloudinees or rainbow and halo effeota which 
are frequently produced with the usual contaot lene in very much 
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toe 


shorter periods of time. : 

.I find it advisable to mark the lenses so as to be able to 
distinguish the lens for the right eye from the lens for the left eye 
and to indicate whioh side of the lene should be positioned uppermost 
and lowermost as the oase may be. Suoh markings may be very small 
and when applied should be applied very olose to the margin of the 
lena and if the lena is beveled they should be applisd to a bevel. 
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Varioua ohanges may be made in the details of con- 
atruotion without departing from the apirit and eoope of the 
invention aa defined by the appended olaina. 


« 


T clain: 

1. A contact lene applioable to the cornea of the 
human eye conalating of a generally concavo-convex gection of 
tranaparent teri avine a diameter Slightly leva than the 
dianeter of — of the cornea of the human eye but 


greater than the\ maximum pupil opening thereof. 


2. A contact lene applicable to the cornea of the 
human eye conaleting\ of a generally concavo-convaex aeotion of 
transparent material,having a diameter alightly leae than the 
diameter of the limbue ofthe cornea of the human eye but 


greater than the meximum\pupil opening thereof, the inaide asur- 


face of aaid section being oharaoterized by having a curvature 


elightly flatter than the curvature of the oornea of the eye 


to which 1t 16 applicable. "| 


3. A contact lene a to the oornea of the 
human eye conaiating of a fa ggnetaliy ¢ cgnoavo-convex section of 
Jo Lon woe rad 
traneparent pateriar Anaving a diameter elightly lesa than 
diameter of the limbue of the cornea of the human eye but 
\ 


greater than the maximum pupil opening thereof, aaid lene 


having a bevel evel formed thereon on = concave aide thereof. 


4%. A contact lena se @ to the cornea of the 
human eye conelating fee a recog co rest baleen ection of 
transparent wn 2izinhaving 8 as a re ter & eS ae leas t. the 
diameter of the limbus of the cornea of the human eye but 
greater than the maximum pupil opening shender eaid lene 


' 
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having a bevel formed thereon on the concave eide thereof, 
said bevel being aleo disposed wholly between the limbue 
portion of the eye and the maximum pupil opening. 


5. A oontact lene applicable to the oornea of the 
ae i 4 
human eye coneisting of a ganerally concavo-convex section of 
een Kas Cannerte “7 Antanas Ao lcs ok 
transparent SE ae a diameter slightly lees than the 
diameter of the Limbue of the cornea of the human eye but 
greater than the maximum pupil opening thereof, eaid lene 


\ 
being internally and extérnally beveled adjacent ite mane t eo 
3 \ 


6. A contact lene applicable to the cornea of the 
human eye conelsting of a generally concavo-convex section of 
Brrr So Nae osnacte 4m wr va 6. 
transparent material; having ‘4 diameter dlightly leas than C) 
diameter of the limbue of th cornea of the human eye but 
greater than the maximum ae opening thereof, said lene 
being internally and reer oy beveled adjacent ite margins, 
both of said bevele being wholly diepoeed between the limbus 
portion and the maximum pupil opaning of the eye to which it 
\ 5 
ie applicable. \ 
7. A sontact lens applicable to the cornea of the 
human eye coneieting of a generally convex section of trans- 
a Conn ce 
parent or semi-transparent material,and oharacterized by being 


disposed wholly within the limbus of the eyé to whioh it ie 


1 
' 


applicable. ‘ : . 
8. A contact leng applicable to the cornea of the 


human eye coneleting of a generally ‘convex eection of trans-. 
parent of eemi-traneparent material,and chara terized by being 
disposed wholly within the limbue of \the eye to which it te 


Applicable and having a flatter ourvature than the curvature 


of the oornea to which it 18 applicable. 
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eee In testimony whereof I} I have signed my name to this pects 


State of California, 
County of Los Angeles ss: 


KEVIN M. TUOHY 


eee Paeseesveseseinsetoasaseserscetecneausaasevetstesecss 


the above named petitioner, being sworn, deposes and says that he is a citizen of the 
United States and resident of........208 Angeles 


ccccccos esceseeenece bah =+iee se osmncs convecguenousseegecesscogeces sagserdsenccceccoees coon tantocorss 


semucnnemiseeenit the County ef bee Angelew ee 
State of California, and that he verily believes himself to be the original, first, and sole v 
inventor of the improvements in... GONTAGT. LENS nc sssscsessestsesessntesnumnnsssscerseeree 


nose cvenncnsmenanagensveoenseccccanecocccsetrecnteves sas thets stennescenensresneveepenconeg ee sotece det ceeeeseeouewe dosenenteeeeenseocere meseeensesessconee sees 


described and claimed in the annexed specification; that He does not know and does not 
believe that the same was ever known or used before his invention or discovery thereof, 
or patented or described in any printed publication in any country before his invention 
. or discovery thereof, or more than te yearg prior to this application, or in public use &° 
or on sale in the United States for more than &Wo years prior to this application; that «° 
said invention has not been patentcd in any country foreign to the United Statcs on 
an application filed by him or hia legal representatives or assigna more than twelve 
months prior to this application, and that no application hss been filed by him or hia 


representatives or assighs in any country foreign to the United States. 


ALE day of..22 


(Signature of Officer administering oath)... BoeLud@ 0) oe a 


Notary Public in and for the County of _ oe 
Los Angeles, State of California. | 
My Commision Serine Ducember 6, 1954 
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Thie ayolication has been examined. 


References made of reoord: 
poe 
Obrig (Text) ~- Contact Lenses - 1942 — Pub, by the Chil ton Co, = 
Philadelvhia, Pa. - 470 pg. = pgs. 129 ¢ : 150 
esseetaity cited - Copy in Div. 7 


| 

\ 

The Optician (Pirb.) "Hish Preeision Contact Lenaes" = Sept. 5, 19/17 - 
4 ecteit= cited = copy in Daeaetene 7 - 88/54.5 


end Pvblished vy The Hatton Press Ltd. - 72=78 Fleet 
St. = Loncon, england = ECy Got 


Cn allowance of a claim revision as to form may be 
required (Order 5267). 

Slaims fee 6 are rejected as stbstantlally met by | 
the Kalt contact lenses desoribed on ponges 129 and 130 of Obrig. 
[t 1s obviows that the Kalt lenees could be employed for eyes 
ving corneal ourves which are "sharper" than that of the inside 
swrfeces of these lenses. 

Cleime 3, 4, 5 and 6 are rejeoted aa nnpatentable over 
the Xelt lenecs (Obrig) taken csvecially in view of the Optician 
sblication. The Kalt Lenses either are provided with beveled 
>é=es og 1s conventional or obvional: ulght.be so provided eepeoially 


In view of the Optician pyblication teachings. the extent of 
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corneal coverage will be dependent ipon the partionlar sye on whiok 
the lens is to be disposed and is of no patentable signifiloanac. 


All claima 1 to & incltsive aro rojected. 
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IN THE UNITED STATES PATENT OFFICE 
In re Application of 
: SOON 
KEVIN M. TUOHY 
Serial No. 12,040 JAN A 1049 
Filed Feb. 28,1948 BLO.PAIEN OFFICE 


For: CONTACT LENS 
---000--= 
Los Angoles 1, Calif. December 2, 1948 
Commissioner of Patents 
Washington 25, D.C. 
Sir: 
In response to, the Offie Aotion dated November 9, 1948, 
please amend the above-entitled appliostion as follows: 
Claims 1 to 6,“inclueive, line 3 of each, after “material" 
insert -- ground to correct for visuel deficiency and <; 
* Claims 7 ena 8, “line 3 of each after "material" ineert 


y 
=-- ground to correct for visual deficiency -- 


REMARKS 
A reconsiderstion 1a respeotfully requeated for the claims 
in this case for the following reacona. 
The principal reference relied upon by the Examiner 
1s nothing more than the description of what appetra to have been 
an abandoned experiment performed in Europe. It reads as follows: 
"E, Kalt 
"About the same time that Auguet Muller was experimenting 
with contact lenses, an optioian, E. Kalt, independently cerried 
on an investigation of his own, He ground some emall lenses to 
correct keratoconus which had no scleral band ,and_ rested ot the 


n 
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edge of the cornea. They were designed to exert some 
pressure on the apex of the conus in an attempt to reduce 


the ectasia ae well ae to correct the visual error, As might 


be expected, they were unéucceseful." = 
aor ra 


Thus, the author Obrig correotly describes theee experiments 
ae being unsucceesful and the question presented here ie briefly 
as followe: . . , 

The conducting of an uneuceerseul axferiment in Europe would 
obviously be no ber to the obtaining of a valid patent in the United 
Stetee. It 1a well settled that an uneucceseful and abandoned 
experiment even if performed inthe United States ia no bar to the 
obtaining of a valid patent in the United States. It is alao well 
settled thet publio use ina foreign country ie not a. bar to obtaihing 
a valid patent in the United States. Manifeatly, the conducting of an 
abandoned experiment in Europe oould not bar the obtaining of a valid 
patent in thie country. care 

The question then is: Is the publication of the Obrig book 
in this country describing the uneucoeesful experiment by Knlt in Europe 
on a higher plane? In other worde, if the uneucceseful experiment of 
Kelt itself would not be a bar whether performed in Europe or in thie 
country, would the printed deacrinticn of thot uneucoeseful experiment 
ponericurs a bar? It ie respectfully submit ted thet it would not. 

In order to oonstitute an anticipation 8 prior patent or a 
prior publication muat disclose to the reader in adequately olear terms 
auffiloient information so that the reader can manufacture the alleged 
antioipating etructure, The deacription of the Kalt experiment merely 
informe the reader that if an optioisn should manufacture a aml) lens ~ 
having no eoleral band whioh will reet at the edge of the cornea and 


| 


vy exert some pressure on the apex of the conus for the purpoee of correct: 


e 
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keratoconus thet his lenses will be unsuccessful. The attention of 


the Examiner 1s respectfully direated to Inreraoll ¥v. Bethlehem Steel 
Go., 15 U.S.P.Wi 252,255: 


"The question still ie whether the prior publiontion 1s 

in such full, clear and exact terme as to’ enable any person 
akilled in the art to construct the invention to the same 
practical extent as he vould be enabled to do if the information 
wae derived frou a prior parentn This ie the rule laid down in 
Seymour vs. Osborne, 12 Wall 516,555, and followed in- Cohn ve, 
U.S. Corset Company, 93 U.S. 366; Downtown vs. Yeager Milling 
Company, 108 U.S. 466; Rames ve. Andrews, 122 U.S. 40 and many 


other decisions," 


In Balaban v.Polyfoto Corp., 55 U.5.P.Q. 141,145, the Court said: 


"In addition to that, as the Burrows & Colton @ieclosure is 
merely a publication, it 1s discredited under the rule that 
an inoperative device (and the evidence shows that the device 
was inoper>tive) disclosed in a printed publication cannot 
anticipate a later operative device. Permutit Co. v. Harvey 
Laundry Co., 279 F. 713,719 (C.C.A. 2)." 


In Ex parte Schwenk, Block and Whitman, 73 U.S.P.Q, 85, the Bonrd of 


Appeals said: 


/ “Isolated experiments found in the literature are ineufficient 
ta anticipate a complete process which they do not suggest and 


we find the literature references referred to in the epecification 


of little help in this regerd. We do not sustain this ground of 


rejeotion." 


' 
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Therefore, it ia respectfully submitted thot the reference 
relied upon by the Examiner ic insufficient to base a rejection upon 
ror Ane purpose of rejecting the applicant's claims, Firat, there is 
ne adequate disclosure; second, the disclosure is nothing more than a 
description of an inoperstive device or unsucceseful experiment, and 
third, being nothing more than the description of an abandoned experi- 
ment it could have no greater anticipatory sffeot than the abandoned 
experiment iteelf. It simply dees not teach adequatere how to produce 
the applicant's lena. 

Kalt's lene was intended to correct keratoconus, namely he 
merely proposed using the lene to press in a conical cornea to 
make it conform if possible to the spherical interior shapa‘of the 
lens. To exert this pressure on the cornea and hold the cornea in the 
form of a sphere mther than in the form of a oone required sone 
preseure on the apex of the conus and this pressure had to be obtained 
by having the edge of the lens grip on the edge of the cornen. Mani- 
featly, thie action would not only prevent the flow of eye fluids over 
the cornea but would probably stifle blood circulaticn near the edge of 
the cornea. Kalt's lene canaequently could not be worn for any 

“reasonable length of time, In the applicant's construotion, on the 
other hand, ne brought ont in some of the claime the interior 
curvature of the lens has a greater radius than the radius of the 
cornea so that there will be a clenrance espace at 18 for the entry of 
eye fluids. Consequently, the eye fluids can continually wash over 
the surface of the cornea and they are in no way obstructed, Furtherno! 
Plood circulation is in no way hindered by the applioation of 
applicant's lens. One fundamental distinction between the 
applicant's lene and Kaxlt's reaides in the fact that Kalt's lene 
"rested at the edge of the cornea." In the applicant's lens the lene 


deea not rest on the edge of tho oornen but inctend has its center 


merely riding upon or supported by the oenter of the corneas allowing 


ne 
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e eye fluids to entér between the cornen and the lens in the clearance 
ace at 18. This clenrance space is probably one of the important 
atures that makea the applicant's lena a success whereas in Kalt 
ere the lene rested at the edge of the cornea failure necessarily 
llowed. 
Another diatinction brought out by the present amendment to 
e claims resides 1n the fact thrt in the applicant's lene the lens 
ground to correct for visual deficiency, In Kalt's lene apparently 
e lens waa not ground to correct for nearsightedness or faraightedness 
t an attempt was merely made to correct keratoconus, namely the reetors- 
on of a conical cornea to ite apherical shape. As far ae the applicant 
owas, no one heretofore ine devised a lene desirned to cover the cornea 
ly and having no ecleral band and which hae a correction ground thereon 
correct aA visunl] deficiency. 
= To demonstrate that the applicant's lens 1s a euccess as 
ntreeted with Kilt's unsuccessful experiment, there 16 tranemitted 
rewith and filed herewith photost tle copies of n large numter of 
wepnper articles, publications, nndieprinte pertnining to the 
plicant'a lens. It 1a posalbly an underatatement te state thet the 
plicant's lens which 16 being manufactured and distributed by 
lex Laboratories, has created oonsiderable stir in ophthalmological 
relea. However, of the exhibits transmitted herewith probably the 
et interesting is the letter of Byron Smith dated May 13, 1948, 
dressed to the apolicent. For the Examiner's informetion Byron Smith 
an eye specialist and a prectising M.D. in New York. Tha applicant 
| informed thnt he is also a Fellow of the Royal Academy of Surgeons 
id e6erved on the U.S. Surgeon's General Staff during the lnst wnr. Thie 
‘tter reads in part ne follows: 
, "Dr, Vnil alao advised me of the research work at Columbian 


being carried out by the Army under the direction of Mr, Obrir 


’ 
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and Dr. A.B, Reeae. He suggeeted that I tell them of your 
discovery 90 that the Columbia projeot could be terminated 


and also the Army research fund trancferred to you," 


“~ 


The Mr. Obrig referred to is the eame Mr. Obrig who is the author © 

of the reference on which the Examiner reliee. Apparently the 
Columbia reaearch work undertaken by Mr.Obrig and Dr. Reese relates to 
contact lenees. However, Mr. Obrig apparently was unable to gain 

any suggestion from-hie own book or hie deeoription of the Kalt 
experiment to enable him to solve the problem. According to 

Dr. Byron Smith, Dr. Vail of Northweetern University euggeeted that 
Mr, Obrig and Dr. Reese be informed of ths applicant's invention and 
that Mr. Obrig and Dr, Reeee discontinue all further efforte anda 

eave the Army money by diecontinuing use of the Army resesrch fund. 
We do not know how to establish with greater olserity that the reference 
cited by the Examiner is no anticipation than to show that ite own 
aathen wae unable to derive a euggeetion therefrom as to how to 
conetruct the applicant's improvement. . 

Of the other letters enclosed herewith the Examiner will 
note the letter ahd telegram of Col, Austin Lowry, Jr. affiliated with 
the Army Medical Center at Walter Reed General Hospital. This officer 
estates in his lettcr of September 13, 1948, that he wae greatly 
impreesed by the applicnnt'te lene following a demonetration to the 
extent of aeking for information and literature on it. Attention 1a 
also directed to the letter of Col. Viotor A. Byrnee of the Air 
Univereity School of Aviation Medicine at Randolph Field, Texas. The 
other lettera and exhibite tranamitted herewith are te a large extent 
eelf-explanatory, and constitute but a few of thoee received by the 
applicant or thoee aseociated-with him that were recently shown to 
the nttorneys of record. It 1s believed thnt considering these variou 
exhibits collectively that they will demonstrnte thnt eye epecialiaté 


‘dietributed throughout the country who witnesaed demonatrationa in 
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ian Francisco, Chicego, and New York have generally been highly 
mthugiastic about the pessibilities of the applicant's lens, With the 
atural conservatism of their profession they are now only waiting for 
he results cf long tested usage tefcre placing their unqualified 
ndersement thereon. This long tested usage can cnly be secured with 
ime but at present 811 indications are that the spplicant's lens is 
ighly successful in contrast with the abandoned experiment of 

alt. 

With respect to claime 3, 4, 5, and 6 4 reconsideration ie 
eapectfully requested as each of these olaims specifies that there is 
bevel formed on the concave side of the lens. This bevel is nesrly 
8 important to the suocess of applicant's lens as the feature of having 

he radius of curvature greater than the radius of curvature of the 
ornea. It facilitates the entry of the natural eye fluids between 

he lene and the cornes. The sdvertisement cited by the Examiner 

erely disclosea e full or complete contact lens having a scleral band 
he edges of which are rounded. These rounded edges are primarily 
Brely for the purpese of ensbling the lens to be inserted in the 

ye without danger cf cutting. The edges are too remote from the 

ornes fo have any effect with respect to facilitating the entry of 

he natural eye fluids between the lens and the cornea, and in fact 
antact lenses having eclerel bands universally have eye fluids 
upplied between the lens and the eye. It is respectfully subarea 
hat 1t 18 improper in rejecting these claims for the Examiner to 
ombine an admittedly unsuccessful or inoperative reference with ancther 
eference for an entirely different type of construction to work out a 
abies for rejection. 


In conclusicn, it 1s doubtful whether there ts any application 
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in the United Statee Patent Office wherein in the course ¢ leee than i 
one year the applicant can make a showing ae herein made to the effeot 
that the profession to which the invention relates is eo highly 
impressed ag in thie case. It 16 believed that the Patent Office 
ehould consequently reoognize the merit of this improvement by granting 
the olaime herein. eubmitted, 


Respectfully aubmitted, 
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706 Central Building 


Los.Angeles, California meee tie 2 Tuohy 
Se. Ne 12,040 
oo Orhe-? ; Filed Feb. 28, 1948 


For CONTACT LENS 


Responsive to offidavits filed June 4, 1949. 
Additional references made of record: 
YY 


"Contact LenseS"( publication) by ©. Freeman 0. D. published 
in The Optometric eekly; Feb. 28, 1946; p. 271 and 276 
Copy in Division 7. 
>The New Hambin-Dallog Contact Lane [pud) from p. 143 of "The 
Optician” April 1, 1938‘ Cony in Divieion 7; 88/54.5 


Related Art 4 
Linke 2,000, 768“ May 7, 1937 . 88/54.5 


Obrig (Text)"Contact Lenses" 1942 pub. by the Chilton Co., Phil., 
Pa. -470 pe. = pas. 370-373, inolusive on which is « trans- - 
lation of the French patent No. 805,592 Copy in Div. 7 

: 722,059" Ma¥,1963 98/5445 


ol 7 % 
®The Desipn of Contact Lense" ‘by Vinoent Hill published in 


“~" "the optician" May 23, 1947 p-335 to 337, inclusive and. p. 


341 cony in Division 7 88/54.5 : 

Claima 1 to 8, inalusive, are rejected as indefinite 
and not ‘partioulerly pointing out invention. The oleime call 
for a contect lend which is of « size smaller than that of the 
diameter of the cornea but no mention is made of the pertiouler 
inside curves to be pround thereon with the posaible exception 
of the broad recitation in oleims 2 and 8 that said inner surface 
has a ourvature flatter than the coraea to which it ie applicable. 
Obviouely a lens which has a deep inside ourve ani hence presente 
a@ large erea (for fluid or air) end rests on the perivhery of 
the lens (and hence the cornea) or one which contacts the center 
of the cornea only and radial thereto departa in a more or 
lese tangential fashion from contact with the oornea (by reason 


of e veyy ehallow carve as recited with reapect to that of ‘the 
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80a Tuohy Patent File History 


om 12,040 “20 


oornea) woudé not nacessarily sarva applicanta puspose or even 
ba tolerable. 
Claims 1, 2, 7 sad & are rejectad/unpatenteble over 

salt of record taken eapecislly in view of Hamblin-Dallos 

(Obrig bot. p. 159, top p. 160) or Freeman sbove cited. Salt 

shows it to be old to fashion a contact lene whichis devoid 

of a solersl band. The Kalt lens app: rently wes desipned for 

use in Kerstooonus hecaver the rdaptation for conventional 

oases would not require dnvention being an expectad extension of 

use. The Kalt lensea appsrently hed e Blight central oonteot 

with the cornea in the rathologic ossea (as was the generel practice) 

and bhenoe the inaids ourve was « sliehtly shallower than that of 

the cornes on whion it reated ss is the osse in epplicants de- 

vioe. The stanéard preotioe in tha fitting of contect lenses 

involvas cle rance of the limbel sres ss pvinted out in the 

secondary referenoce and thia would necessitste bridging of 

this ares in salt or disposition of the periphery of the lena 

entirely central to the limbeal zone, ss appears obvious. Adéi- 

tionally, no invention is seen in omitting tha soleral bangin 

the lense desoribed by Freeman or those of Dallos (which are deailegned 

to oontaot about four-fifths of the corneas, bridge the limbme 

and hence are of sliehtly flotter ourve than that of the oornea) 

espeoielly in view of Kalt which showa this to be an old constnwotion. 
T Applicent’s-exhibite heve been exenined but sre not persuasive es 

to the determination that s patentable advence has been negotiated. 

Cleima 3, 4, 5, and 6 sre rejected es unpatenteble over 

the references as spplied ebove in the rejectinn of olaime 

1, 2, 7 and 8 espacielly in view of the Optiota: publication of 

reoord. To merely provide the contact lenees of the references 

modified ss suggested, with e beveled edge, e notoriously old 


expedient in the ert, ie not considered to involve invention, 
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einoe no unexpected results would appear to obtain. 

All eleims, 1 to 8, inoluaive ere rejected. 

This eppifeeticn should be prapared for finel action. 
No further amendments thet do not place the asee in condition 
for allowanoe or better form for appeal will be entered after 
final aotion unless scoompenied by a proper showing of good and 
sufficient reasona why they were not earlier presented. Rule 


116 and Commiasionsr’s Notice of April 26, 1948; 610 0. G, 268. 


© Gana tein 
ae | Examiner 
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U, S. PATENT OFFICE 
IN THE UNITED STATES PATENT OFFICE 


how 
APPLICATION OF 

KEVIN M. TUOHY : 

SERIAL NO. 12,040 Diviesion(7) 

FILED FEBRUARY 28, 1948 

For CONTACT LENS- 


=--00000-~ 
Los Angeles 14, California. October 21, 1949 


Hon. Commissioner of Patents 

Washington 25, D. C. j . 
Sirs 

.In response to Office Aeticoelntad July 6, 1949, 
please amend the above identified application as follows: 


Page 1, lina 10, change "geen" to -- thin 2 ° 


7 


Page 3, line 6, erase “at” . 


Rewrite the claims in this case as follows: 


1.* A contact lens applicable to the humen eye 


comprising a concavo-convex lens formed of lights onan e 
material having a marginal size smaller than the limbus portior 
of the eye to which it is applicable but larger than the maxi- 
mum iris opening, said lene having a radius of curvature on 
its concave side slightly greater than the radius of curvature 
of the cornea to which it*is applied so that radially from the 
center of the lens there will be a small but gradually increas: 
ing clearance for the entry of natural eye fluida between the 


lens and the cornea, said lens being ground to correct for 


visual deficiency. §") : 
ee a TONADQ-1 /. 
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Dace A contact lens applicable to the human eye 
comprising a concavo-convex lens formed of light-tranamitting 
material having a marginal size amaller than the limbus portion 
of the eye to which it is applicable but larger than the maxi- 
mum iria petting. said lena having a radius of curvature on 
its concave side slightly greater than the radiua of curvature 
of the cornea to which it is applied so that radially from the 
center of the lena there will be a small but gradually increas- 
ing clearance for the entry of natural eye fluids between the 


lens and the cornea, said lena being ground to correct for 


‘visual deficiency and having a bevel at its marginal edges on 


the concave aide thereof. 
’ 


Ne The method of fitting a contact lena which 
includes determining the size of the cornea, ita radius of 
curvature and the correction necéssary to correct for visual 
deficiency and applying a concavo-convex lens which win lie 
wholly within the Limbus portion of the aye and which has 
incorporated therein the correction for visual deficiency and 
which is characterized by having a radius of curvature on its 
concave side which isa slightly greater than the radius of 
curvature of the cornea whereby the natural eye fluids may 
occupy the clearance space the afforded between the concave 


aide of the lens and the cornea’ 


12. The method of fitting a contact lens which 
includes determining the size of the cornea, its radius of 
curvature and the correction nace Xo correct for visual 
deficiency and applying a Bere wat ei ven ies which will lie 
wholly within the limbus portion of the eye and which has 


incorporated therein the correction for visual, deficiency and 
‘ 


ition is characterized by having a radius of Curve Une on ita 


concave side which ia slightly greater than the radius of 


curvature of vile cornea and which haa its margins be eled on 
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the concave side whereby the natural eye fluids may enter 
beneath the bevel and occupy the tlearance space afforded 
by the difference in the radii of ‘burvature of the concave 
side of the lons and the cornea. 


a 
<a 
a 


Remarka 


mm 


The claims have been re-written so as to present 
them in what is believed to be better form. Fred H. Miller, 
of the attorneys of record, wishes to acknowledge with ap- 
preciation the. interviews courteously granted in connection 
with this case during the first ten days of August, 1949, by 
the Examiner in charge of this application, the Chief Examiner 
of Division 7, and the Aseociate Examiner, Mr. Gonzales (we 
are not sure of the name of the latter Examiner). 

In the courae of these interviews it was ballieved 
that a claim whieh ineluded the bevel on the marginal edges 
on the concave side of the lena was clearly allowable over tha 
prior art in that it defined a lens structurally different from 
any lens in the prior art. In the couree of the interview be- 
tween the Examiner in charge of thie case, Fred H. Miller, and 
Mr. Gonzales, it was thought that a claim drawn to the method 
of fitting the lens should probably be allowable... However, it 
wos suggested that the application be re-filed in order to 
point up the method of fitting in the specification. On care- 
ful reconsideration of the application and a discussion between 
Fred H. Miller of the attorneys of records and the epplicant, 
4t is believed that the re-filing of the application is unneces- 
sary. The aeecek for measuring the radius of curvature of the 
cornea are well known and are conventional. The present 


specification makes adequate reference to the method of fitting \ 
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to support claima of tha character herein presented aa 
claims 11 and 12. Thus, as stated at tha bottom of page 6 
the prescription for the required correction can be determined 
in the usual manner and the corneal portion of tha eya can bea 
measured both horizontally and vertically by any conventional 
measuring instrument used for this purpose. The specification 
goes on to say that with the measurements of the cornea ‘known 
both as to height, width and radius of curvature and the re- 
quired correction known, the lens manufacturer can then fill 
the prescription. In so doing he is intended to follow the < 
construction previously described in the specification, namely, 
to select or prepare a generally concavo-convex lens which 
will have an internal radius of curvature elightly greater 
“than the radius of curvature of the cornea which has been 
measured. Such a lens will either have a aize such that it 
will lie within the limbus portion or it will be made to hava 
such a size. On this lens the correction to correct for visual 
deficiency will be ground as determined from the prescription 
obtained in the conventional manner. It may be that, as the 
natural eye fluids which enter between the lens and the cornea 
will themsalves form a type of lens, a modification or alteration 
of the prescription ground on the lens will have to be made to 
compansate for the refraction of the lens formed by the natural 
eye fluids. ' This, of course, is to be aseumed to be a part of 
the akill of the manufacturer or the person skilled in the art 
to whom the specification is addressed. However, if the appli- 
cation were to be ra-filed as suggested by Mr. Gonzales, about 
all that could be dona would be to dascribe how a prescription 
is obtained in the conventional manner by en optician or optometrist, 
how he would determine the radiua of curvature using, any one of 
acveral conventional opttinometers, and how he would measure the 


heipht and width of the cornca. These are all conventional 
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practices and it is not seen that anything would be gained 

by re-filing and describing these conventional practicea over 
or above what is already aet forth at the bottom of page 6 

and the top of page 7 of the present specification. For thia 
reason method claims 11 and 12 are presented herein as it ‘is 
believed that they can be made in the present application and | 
should be found allowable. 

There remains for consideration claim 9. The Examiner 
in charge‘of this application, in the course of the interviews, 
expresead himself ag being of the belief that such a claim as 
claim 9 could not be found allowable because it does not define 
a atructure except with relation to the dimensions of the eye 
to which it is applied. This is true but it is believed that 
the present case presents a rather unique situation and that 
because of the unique situation a claim of the type of claim 9 
should be found allowable. In a case of this character it is 
difficult to positwely say whether the invention really resides 
in the production of the lens that will fit the eye or whether 
the invention resides in the method of fitting. The Examiners 
that were interviewed seem to be of the opinion that the in- 
vention resided more in the method of fitting. They may be 
right. On the other hand, their decision is not final. In 
other words, a court in an infringement suit might take a dif- 
ferent attitude from that of the Examiners, namely, that the 
inyention resides in the lens itself made to fit an eye and 
having certain structural requirements with relation to the 
eye to which it is applied. The applicant herein should not 
have his position jeopardized merely because the Examiners in 
charge of the application are of one opinion whereas a court 
in an infringement suit might have a different opinion. It is 
believed that the applicant herein certainly has made en in- 
vention and the record already adequately establishes that the 


optical world has been considerably disturbed.by this improve- 
f : : 
Pleteny OM 8 
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ment. This being the case it ia believed that in all fairnesa 
to the applicant, claim 9 should be allowed as well as claima 
ll and 12. If a court in an infringement suit should agree 
with the Examiners that the invention really resides in the 
method rather than in the article, such a court can sustain 
claims 11 and 12 and hold claim 9 invalid. No harm is done to 
the applicant herein nor is any harm done to the public or to 
the infringer. On eteter hand, if the court should be of a 
different opinion from that of the Examiners and take the posi- 
tion that the invention resides in the lena made up as it is 
with relation to the eye rather than in the method of fitting, 
then the rights of tha applicant herein are preserved._ The 
court under such circumatances could suatain claim 9 and hold 
claims 11 and 12 invalid. No harm ia done to the public nor 

to the infringer. But if the Examiners adhere to their present 
position that claim 9 should be rejected and claims 11 and 12 
only allowed, then the applicant herein may suffer grievous 
“tnjury if a subsequent court should hold that the invention 
really resided in the article defined by claim 9 instead of in 
the method of fitting. It 4s well settled practice that where 
an application is presented to the Patent Office wherein 
reasonable doubts arise, all doubta shall be resolved in the 
applicant's favor. This salutary practice arises from the 

fact that subsequent reviewing courts do not always follow 

the holdinga of the Examinera. -It is believed that a reason- 
able doubt exists here of whether the invention resides in the 
article or in the method and the Examiners should resolve these 
doubts in the applicant's favor. In so doing all of the appli- 
cant's rights will be preserved. However, if the applicant 
herein is forced to accept the allowance of only claima 10, 11 and 
12, some of hia rights may become irretrievably lost’ particu- 
larly if a reviewing court takes a different position from that 


heretofore expressed by the Examiners. 12040 , 
ie 
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The constructive criticism and suggestions made in 
the course of the interviews above mentioned have been dis- 
tinctly appreciated and if the Examiner should have any further 
suggestions to make they will be more than welcome. 

A reconaideration and an allowance le accordingly 
respectfully requested. : , 

i Respectfully submitted, 
HAZARD & MILLER 
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U, 8, PATENT aPFicg 


IN THE UNITED STATES PATENT OFFICE 


In re Application of 
KEVIN M. TUOHY 
Serial No. 12,040 7 UPPLEME 
Filed February 28, 1948 
CONTACT LENS 
-=--900--- 
Los Angelee 14, Calif., March 1, 1950. 
Commissioner of Patents 
Washington 25, D.C. 
Sir: 
purine a visit to Washington, D.C. in the latter 
part of January 1950, by Fred H. Miller of the attorneys of 
record, reference wae made in a short oral interview with the 
Exawiner in charge of this applicution to 8s case appearing in 
the United States Patente Quarterly relating to claims defining 
structure with relation to human anatomy. Fred H. Miller promised 
to call the Examiner's attention to this case upon returning to 
California. The case referred to is Ex parte Jones, 84 USPQ 24, 
fron which os following 18 quoted: 
“the evaaee were rejeoted on the pound that they are 
deemed informal and indefinite. The basie for thia position 
18 that the claime recite the relation of wany of the parts 
to each other through their relation to the patient's head, 
neck, face, or body. * * * * *We have examined the claims 
with care and we notice that it ie eufficient to define 
the relation of the varioue parte if it be assumed that the 
head and neck of s human being definee a line passing 


centrally through the head and neck. With thie line or axis 


12040 4 
We 
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established for reference, the location of the varioua 
parta of applicant's clamp referred to in the claime may be 
establiehed. This mode of definition ie not as convenient to 
—~ follow ae one which is confined to the geometry of the A 
clamp itself. Howaver, it has long been the practice in 
the Patent Office, ae will be geen by reference to tha 
patents called to our attention by appellant, to perwit 
devicea for application to anatomy to be referred to normal 
anatomy to asaiat in defining the orientation of the parts. 
> ae say that this is improper. Admittedly directions 
and distances are not precisely determined in thie 
matter (aie, probably wanner), but thie art does not 
ordinarily require the same precision as the we teol 


art for example.” 


Respectfully submitted, 
HAZARD & MILLER 
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. ( \ Parez No. 10 
Z DEPARTMENT OMMERCE AG permmanlecrions repeciiny 
fo sree als epplinsion chalk ae 
Vea ae UNITED es PATENT OFFICE = >) = it 


find below « communication from the EXAMINER 


marge of this application. pm 7) j 


Hazard -'; iiller Camuntasioner of Patents, 
7OG Central blay:. Disislens “J --= Koom 7725 
Los Anrelos, valif. Appticens hevin il. Tuohy 


Se.Ne 12,010 
oo worn i Fued Feb. 28 ’ 19L8 
Fe CONTACE Licks 
MAE 
HAR 8 1959 


Responsive to amendment filed October 25, 1919. 
Claims 11 and 12 are rejected on the rround that they 
involve matter for which there 1s no discloaure or toschinr 


in tie applic.tion aa orizinally filed. Thsse clains set forth 

fs , 
a method of fittinr contact lenses but s.ch is brought to lirht 
for the first tine,for a close reaaini' ot the objecta of inven- 


tion of specification ami cluima of the oririnal epplication 
fa11 to reveal a teachinr of = new method. Altho as applicant 
contends the various stops of "deterninins the elise cf the. ~ 
cornea, its radius of curvature and correction necesaary" are 
conventional in a conmlete examination, of the cyves, atill it 
woulu apvear obvious that 4f aueh rrocedure constituted as novel 
avproach or concomitant te the fittinr ‘af contact lensea it would 
of necossity constitute a part of the diacloauroe, hich 1a not 
‘the case here. 

clains 1 to & inelusive have been caneelled. 

Vlaie:s 9 aud 10 are considered allowabla. 


Claima 11 and l2 are rejectod. 
Applicant should prepare for finel action. 


Examinor 


YOR. 412049 $ 
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Div. 7 Room 1725 APR 25 1350 sper No. 11 MANE 
U.S. PATENT OFFIUE , 


IN THE UNITED STATZS PATENT OFFICE 


© 


wep re Application of 
KEVIN M. TUOHY 
Serial No. 12,040 
Filed February 28, 1948 
CONTACT LENS eh a . 
-=-000--- ; 
, _ Los Angeles 14, calif., Apri] 18, 1950 
Coumissioner of Patents 
Washington 25, D.c. 
Sir: - 
In reeponse to the Office Action dated March 8, 1950, 


«< 


pleass amend the above-entitled application as follows: 


. Oe a0 
Of Cancel claims 11 and 12. 


REMARKS 


The above omendment ie made to place the osse in 


condition for allowance. 


Cancellation of these claims,-however, is not to be 
construed or interpreted as an abandonment thereof as the 
applicant is now contemplating filing s continuation-in-part 
application in which these olains may be presented. 


Respectfully eubmitted, 
HAZARD & MILLER 


tA, of Reoord 


| a iw i Ww We 
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paue. 
REFERENCES CITED : 
The following references are of record in the patentad-file of this pstent: 
UNITED STATES PATENTS 
Names , Numbo Date 
Volle 722,059 Mar. 3, 1903 
Linke rm, 2009768 May 7,» 1937 
FOREIGN PATENTS 
Country” 1 Number Date 
France 805,592 Aug. 31, 1936 
a OTHER REFERENCES 


vine New Hamblin=-Dallos Contact Lone, 4(publica tion ¢ Yare Uys of 
"The pean ieny y spril 1, 193077) » 


Avriz (Text) "Contact Lonses" w 19h2,¢ publication by the Chilton Coe, ’ 
Philadelphia, Pawn fares 376 te 373 inclusive peres 129(%j130(0) 


“Contaat Lonses, # (publication) by &, Froeman 0.D., publiehed in The 
Optometric Wookly)s obrmry 28, 196, # pares 271 and 276 : 


“"tho Desicn of Contnet Lonses" by Vinsont IM hod in "The 
optiotan’, May 23, hg,2 Par 09. 335, sb, RP aS 
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The following references are of record in the patented file of this patent: 


UNITED, STATES PATENTS 


Name Nember 


FOREIGN PATENTS 
. Country , Number 


OTHER REFERENCES 


WA. Optician (#ub.) "High Precision Contsot Lenees" ¢ 
1947) pr Yublished by thg “atton Prees Ltd., 72 to 18 rl 
London, England Edy, ¥ Jace 1K ( 
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d DEPARTMENT OF Ee Ailcomenicaties oeting 
Sofeaetis UNITED STATES PATENT OFFICE rial number, dase of filmy 
WASHINGTON <r 
May One, 1950 
‘a ~ | er 
Hazerd & Niller HAILED 


706 Centrel »ldr. 
Los Angelee, Calif. 


ee =) 


NOTICE OF ALLOWANCE 


The application for patent identified below has been examined and found allowable far 
issuance of Letters Patent. 


MAY 11950 


APPLICANT . 
Kevin M. Tuohy, Aasor. 


TITLE OF INVENTION OR IMPROVEMENT 


CONTACT LENS 
SERIAL NO. FILING DATE NUMBER CLAIMS ALLOWED 
12,040 Feb. 28, 1948 2 


With the allowance of the application the final fee becomes due. This fee is thirty 
dotlars ($30) plus one dollar ($1) for each claim allowed in excess of twenty (20) and must 
be paid within 6 months from the date al this notice. Failure to remit the final fee wil! 
result in the patent being withheld from issue. In remitting this fee identify the appli- 
cation to which it applies by giving the following information: Name of inventor, title 
of invention, serial number, date of filing, date of allowance, and if assigned, the names 
of the assignees. The linal fee will not be received from anyone ather than the appli- 
pace oS aoa or attorney, or a party in interest as shown by the records of the 
atent ice. 


If it is desired to have the patent issued to an assignee or assignees an assignment 
containing a request to that effect, together with the fee for recording the same, must 
be filed in this Office on or before the date of payment of the final fee. 


og patent will be issued and forwarded approximately 4 weeks alter receipt of the 
28. 


By direction of the Commissioner. 


J.B. Gonsalves 
Examiner. 
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PLAINTIFF’S EXHIBIT 117 (Excerpts) 


(Illustrative Incense Agreements Under The 
Butterfield Patent) 


a. Butterfield—Titmus Agreement 


THIS LICENSE AGREEMENT, Made and entered into 
this 8th day of December, 1959, by and between GEORGE 
H. BUTTERFIELD, of Portland, Oregon, hereinafter 
referred to as “Licensor”, and TITMUS OPTICAL COM- 
PANY, INCORPORATED, a corporation organized and 
existing under the laws of the State of Virginia, herein- 
after referred to as “Licensee’’, 


WITNESSETH: 


WHEREAS, Licensor is the owner of the full right, 
title and interest in and to that certain invention described 
in United States Letters Patent No. 2,544,246, granted 
March 6, 1951, for corneal contact lens, and has full power 
and authority to grant thereunder the license hereinafter 
set forth; and 


WHEREAS, Licensee desires to obtain a non-exclusive 
and indivisible license under said patent to manufacture 
and sell corneal contact lenses covered by said patent; 
now, therefore, in consideration of the sum of Ten Dollars 
($10.00) in hand paid by Licensee to Licensor, the receipt 
whereof is hereby acknowledged, and of the payments to 
be made as are hereinafter provided, and of the covenants 
and agreements to be performed, it is agreed: 


1. LICENSE: 


Licensor hereby grants to Licensee a non-exclusive and 
indivisible license to make, use and sell licensed units, as 
said term is hereinafter defined, embodying the inventions 
disclosed and claimed in United States Patent No. 2,544,- 
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246, upon the terms and conditions hereinafter set forth. 
It is understood that Licensor has granted other non- 
exclusive and non-transferable licenses under the described 
patent and that he does reserve the right to grant further 
revocable, non-exclusive, indivisible and non-transferable 
licenses under said patent. 


2. LICENSED UNIT: 


Without purporting or intending either to enlarge or 
to restrict the claims of the patent herein licensed, and 
solely for the purpose of simplifying and facilitating the 
transactions of the parties hereunder, a “licensed unit” is 
hereby defined as a coneave-convex corneal contact lens 
which has 


(a) a central area having an inner spherical surface and 


(b) a marginal portion encompassing the said central 
area, having an inner surface formed on a curve 
different from that of the inner surface of the cen- 
tral spherical area, 


the said lens being adapted to provide throughout its 


entire inner surface uninterrupted clearance between the 
lens and the cornea over which it is to be positioned. 


3. PAYMENTS: 


(a) Licensee agrees that, for the term of the license, it 
will pay Licensor a royalty of five per cent (5%) of the 
gross sales price of all corneal contact lenses coming 
within the claims of the above-mentioned patent. Gross 
sales price for the purposes of this agreement is defined 
as total sales, less credit for returns and earned cash 
discounts. Payments shall be made quarterly, on or before 
the 25th day of the month following the end of the quar- 
ter. The term of this agreement shall begin on April 1, 
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1960, and the first payment shall be due and payable on 
or before July 25, 1960. At the same time as the payment 
is made to Licensor, Licensee shall also deliver to Li- 
censor a complete and accurate report of the gross sales 
price of the licensed units, and the number thereof, sold 
during the preceding quarter. 


(b) It is agreed that a licensed unit shall be deemed 
sold and the sum provided above shall be payable when 
the licensed unit has been delivered and billed to the 
purchaser. 


(c) Licensee agrees to keep true and accurate books 
of account containing all of the information required to 
be given in the statement to be provided Licensor, and to 
permit a qualified accountant to be paid by the Licensor to 
inspect the same at reasonable times during the usual 
business hours. 


4. TERMINATION: 


(a) It is agreed that in the event Licensee shall fail 
to make the payments for which provision is above made, 
or shall fail to provide the reports required or shall other- 
wise fail to perform any obligation required to be per- 
formed, Licensor may, upon thirty days’ written notice to 
Licensee of his intention to do so, terminate this agree- 
ment; provided, however, that if Licensee shall, within 
thirty days after the mailing of the notice to terminate, 
eure such default by payment to Licensor of all of the 
sums due to him as of the date of such payment and by 
providing the reports required to be provided to the date 
of such payment, and shall otherwise cure the default of 
which Licensee has been given notice, this license agree- 
ment shal] continue in full force and effect. 


(b) Hither party may terminate this agreement by 
giving to the other party thirty days’ notice, in writing, 
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of his intention to terminate the agreement, provided Li- 
censor may not terminate this agreement so long as Li- 
censee performs all of his obligations as set forth in para- 
graph (a) above, and, in addition thereto, pays to Licensor 
a minimum royalty of Three Hundred Dollars ($300.00) 
per quarter on or before the 25th day of the month fol- 
lowing the end of the quarter. 


(c) Termination of the license by Licensor or by Li- 
eensee shall not release Licensee from the obligation to 
pay to Licensor all unpaid sums which have accrued prior 
to the date of termination, and such termination shall be 
without prejudice to any right or remedy which Licensor 
may have for violation of this agreement. 


5. VALIDITY OF LICENSEE: 


Licensee admits for the full term of this license the 
validity of the patent above described and agrees that he 
will not for the term of this license dispute or contest the 
validity of such patent or the novelty or utility or patent- 
ability of the subject matter thereof or the title thereto of 
Licensor, nor directly nor indirectly assist any other 
person contesting the validity and/or title of said patent, 
and that such patent shall throughout the term of this 
license be deemed to be in foree and valid. In the event 
that the licensed patent is held invalid, or its scope deter- 
mined as not comprehending a lens made in accordance 
with this license by a Court of competent jurisdiction from 
which no further appeal is taken, and if taken the decision 
below is affirmed or the appeal refused, the obligation to 
pay royalties under this agreement shall cease. 


6. RESTRICTION OF LICENSE: 


The license hereby granted is restricted to the corneal 
eontact lens and to the structural and physical character- 
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istics hereinbefore defined and covered by the claims of 
said patent, and Licensee shall have similar rights or 
privileges in any other patent or improvement now or 
hereafter made in corneal contact lens by Licensor without 
payment of additional royalty; where Licensor acquires 
rights in any patent or improvement in corneal contact 
lens, he will offer the same to Licensee under reasonable 
terms to be agreed upon by Licensee and Licensor. Li- 
censee shall give suitable notice of this license by insert- 
ing in its advertising and on labels, or otherwise associat- 
ing with the package containing the licensed units, where- 
ever possible, the legend Pat. No. 2,544,246, or a notice as 
provided in Section 287 of the Patent Laws. 


7. PROTECTION OF LICENSEE AND ITS 
CUSTOMERS: 


Licensor agrees that, in the event Licensee or any of its 
customers are threatened with patent infringement, or 
sued for patent infringement, by reason of the manufac- 
ture and sale of lenses in accordance with this license, he 
will defend, at his expense, the Licensee or its customers, 
and will pay any recovery awarded by a Court for such 
patent infringement; provided (a) he is promptly notified 
of any threat or suit for patent infringement, and (b) that 
Licensee and its customers conform to the licensed patent 
and the terms of this license as to the structure and fit 
of the lens made and sold by them. Licensee will continue 
to pay royalty in the event it or its customers are threat- 
ened or are sued for patent infringement, until such patent 
infringement suit is finally decided, and if Licensee or a 
customer is enjoined, Licensee will be released from pay- 
ment of further royalty hereunder. 


8. Any notice required by this agreement to be given 
may be delivered in person or deposited in the United 
States Mail, postage prepaid, addressed as follows: 
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If to Licensee: Titmus Optical Company, Incorporated 
1015 Commerce Street 
Petersburg, Virginia 


If to Licensor: 810 S. W. 9th Avenue 
Portland 5, Oregon 


9. This agreement shall be binding upon and inure to 
the benefit of the successors and assigns of the parties 
thereto, but shall not be assignable by Licensee except in 
connection with the transfer of the entire business and 
good will of Licensee as it is related to the manufacture 
and/or sale of corneal lenses. 


10. In the event the aforesaid patent is infringed by 
parties, not licensees, Licensor and Licensee will consult 
and take appropriate action to protect their respective 
interests. 


IN WITNESS WHEREOF, George H. Butterfield has 
signed and sealed this agreement, and Titmus Optical 
Company, Incorporated, has caused its name to be signed 
hereto by B. T. Kinsey, Jr., its Vice-President, and its 
corporate seal to be affixed hereto and attested by Willis 
W. Bohannan, its Secretary, both of whom are duly au- 
thorized, all as of the day, month and year first above 
written. 

/s/ George H. Butterfield (SEAL) 
George H. Butterfield 


TITMUS OPTICAL COMPANY, 
INCORPORATED 
By: /s/ B. T. Kinsey, Jr. 
Vice-President 
ATTEST: 
/s/ Willis W. Bohannan 
Secretary 


102a Butterfield-Crown Agreement 


(b) Butterfield—Crown Agreement 


THIS LICENSE AGREEMENT made and entered into 
this Ist day of May, 1960, by and between George H. But- 
terfield, of Portland, Oregon, hereinafter referred to as 
“Licensor”, and Crown Contaet Lens Corporation, organ- 
ized and existing under the laws of the State of California, 
hereinafter referred to as “Licensee”. 


WITNESSETH: 


WHEREAS, Licensor is the owner of the full right, title 
and interest in and to that certain invention described in 
United States Letters Patent No. 2,544,246 granted Mareh 
6, 1951, for corneal contact lens, and has full power and 
authority to grant thereunder the license hereinafter set 
forth; and 


WHEREAS, Licensee desires to obtain a non-exclusive, 
revocable license under said patent to manufacture and 
sell corneal contact lenses covered by said patent; now, 
therefore, in consideration of the sum of $10.00 and of 
the payments to be made as are hereinafter provided, and 
of the covenants and agreements to be performed, it is 
agreed: 


1. license: 


Licensor hereby grants to Licensee a non-exclusive, rev- 
ocable, indivisible and non-transferable license to make, 
use and sell licensed units, as said term is hereinafter 
defined, embodying the inventions disclosed and claimed 
in United States Patent No. 2,544,246 upon the terms and 
conditions hereinafter set forth. It is understood that 
Lessor has granted other non-exclusive, indivisible and 
non-transferable licenses under the described patent and 
that he does reserve the right to grant further revocable, 
non-exclusive, indivisible and non-transferable licenses 
under said patent. 
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9. Licensed Unit: 


Without purporting or intending either to enlarge or 
to restrict the claims of the patent herein licensed, and 
solely for the purpose of simplifying and facilitating the 
transactions of the parties hereunder, a “licensed unit” is 
hereby defined as a concave-convex corneal contact lens 
which has 


(a) a central area having an inner spherical surface 
and 


(b) a marginal portion, encompassing the said central 
area, having an inner surface formed on a curve 
different from that of the inner surface of the 
central spherical area, 


the said lens being adapted to provide throughout its 
entire inner surface uninterrupted clearance between the 
lens and the cornea over which it is to be positioned. 


3. Payments: 


(a) Licensee has paid the sum of Ten Dollars, ($10.00) 
to Licensor coincident with the execution of this agree- 
ment, receipt whereof is acknowledged. 


(b) Licensee agrees that, for the term of the license 
hereinabove granted, they will pay to Licensor the sum of 
Fifty Cents (.50¢) for each licensed unit above described 
manufactured and sold by them either in finished or semi- 
finished form. Payments shall be made monthly on or 
before the 15th day of the month following the month in 
which the licensed unit was sold. At the same time as the 
payment is made to Licensor, Licensee shall also deliver 
to Licensor a complete and accurate report of the licensed 
units sold during the preceding month. 


(c) It is agreed that a licensed unit shall be deemed 
sold and the sum provided above shall be payable when 
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the licensed unit has been delivered and billed to the 
purchaser. 


(d) Licensee agrees to keep true and accurate books 
of account containing all of the information required to 
be given in the statement to be provided Licensor, and to 
permit the authorized representative or representatives 
of the Licensor to inspect the same at any time during the 
usual business hours. 


4. Assignment: 


This license may not be assigned in whole or in part, 
voluntarily or involuntarily, by operation of law or other- 
wise, without the written consent of Licensor, 


5. Termination: 


(a) It is agreed that in the event Licensee shall fail 
to make the payments for which provision is above made, 
or shall fail to provide the reports required or shall other- 
wise fail to perform any obligation required to be per- 
formed, Licensor may, upon thirty days’ written notice 
to Licensee of his intention to do so, terminate this agree- 
ment; provided, however, that if Licensee shall within 
thirty days after the mailing of the notice to terminate, 
eure such default by payment to Licensor of all the sums 
due to him as of the date of such payment and by provid- 
ing the reports required to be provided to the date of such 
payment, and shall otherwise cure the default of which 
Licensee has been given notice, this license agreement shall 
continue in full force and effect. 


(b) Licensor may also terminate this agreement by 
giving Licensee not less than ninety days’ notice in writ- 
ing. 

(c) licensee may, by giving thirty days’ notice in writ- 
ing to the Licensor, terminate this agreement. 
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(d) Termination of the license by Licensor or by Li- 
censee shall not release Licensee from the obligation to 
pay to Licensor all unpaid sums which have accrued prior 
to the date of termination, and such termination shall be 
without prejudice to any right or remedy which Licensor 
may have for violation of this agreement. 


(e) Unless terminated sooner, as provided for herein, 
this license shall remain in full force and effect for the 
life of the patent hereby licensed. 


6. Validity of License: 


Licensee admits for the full term of this license the 
validity of the patent above described and agrees that they 
will not for the term of this license dispute or contest the 
validity of such patent or the novelty or utility or patent- 
ability of the subject matter thereof or the title thereto of 
Licensor, nor directly nor indirectly assist any other per- 
son contesting the same, and that such patent shall 
throughout the term of this license and for all purposes 
be deemed to be in full force and valid. 


7. Restriction of License: 


The license hereby granted is restricted to the corneal 
contact lens having the structural and physical character- 
istics hereinbefore defined, and Licensee shall not have 
any license rights or privileges whatsoever in any other 
patent or improvement now or hereafter owned or made 
by Licensor, and Licensee shall not be permitted, by virtue 
of this license, to use in any manner whatsoever the name 
“Butterfield” or any of the trade-marks which have hereto- 
fore been adopted by Licensor. Licensee, however, shall 
give suitable notice of this license by inserting in all re- 
ceipts or invoices relating to licensed units the legend 
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‘Manufactured under license under U. S. Patent No. 
2,544,246” or words to that effect. 


8. Notice: 


Any notice required by this agreement to be given may 
be delivered in person or deposited in the United States 
Mail, postage prepaid, addressed as follows: 


If to the Licensee Crown Contact Lens Corporation 
160 N. Orange Grove 
Pasadena, California 


If to Licensor: George H. Butterfield 
810 8. W. Ninth Avenue 
Portland 5, Oregon 


The terms of this agreement shall be binding upon and 
shall inure to the benefit of the successors, assigns, heirs, 
and legal representatives of the parties hereto. 


IN WITNESS WHEREOFP, the parties have hereunto 
set their hands the day and year first above written. 
/s/ Geo. H. Butterfield 
LICENSOR 


CROWN CONTACT LENS 
CORPORATION 
/s/ Milton Charles May (Seal) 
LICENSEE—President 
ATTESTED BY: 
/s/ Madeliene L. May 
Secretary & Treasurer 
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(c) Butterfield-Frontier Agreement 
LICENSE AGREEMENT 


For valuable and adequate consideration, the under- 
signed GEORGE H. BUTTERFIELD, of Portland, Ore- 
gon, licensor, owner of United States Letters Patent No. 
2,044,246 and Canadian Letters Patent No. 487,880, for 
corneal contact lens, and the undersigned Frontier Contact 
Lenses, Inc., A corporation existing under the laws of the 
State of New York of 2075 Kensington Avenue, Buffalo, 
New York, licensee, a lens manufacturer who desires a 
license under said letters patent, hereby agree as follows: 


1. Subject to the terms and conditions hereinafter set 
forth, licensor hereby grants unto licensee a nonexclusive 
license to make, use and sell corneal contact lenses em- 
bodying the invention of said letters patent. 


2. Licensee hereby agrees: 


a. to pay licensor a royalty of Fifty Cents (50c) 
for each corneal contact lens made and sold by licensee 
embodying the invention of said letters patent. 


b. to maintain complete and accurate records of 
all corneal contact lenses sold hereunder and to allow 
licensor or his duly authorized representatives to ex- 
amine and make copies of said records at all reason- 
able business hours for the purpose of checking the 
accuracy of any royalty statement rendered hereunder. 


ce. to deliver to licensor on or before the fifteenth 
day of each calendar month hereafter a written state- 
ment showing all said corneal contact lenses sold here- 
under during the next preceding calendar month and 
to accompany each said statement with a remittance 
of all royalties due thereon at the hereinabove speci- 
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fied rate. A lens shall be deemed sold when delivered 
and billed to the purchaser thereof. 


d. to mark the containers of all corneal contact 
lenses sold hereunder with the numbers of said letters 
patent. 


e. in the event the licensee shall sell any of said 
corneal contact lenses in an unfinished state to be 
subsequently finished in accordance with the invention 
of said letters patent, licensee agrees to display on 
the envelope or container thereof the following printed 
notice: 


“To be finished only in accordance with United 
States Letters Patent No. 2,544,246 and Canadian 
Letters Patent No. 487,800.” 


3. Licensor shall have the right to terminate this li- 
cense and agreement by giving to licensee written notice 
of his election so to do only in either of the following 
events: 


a. If licensee shall default in performing any obli- 
gation hereunder, and shall fail to cure the default 
within thirty days after licensor shall mail to licensee 
written notice specifying the claimed default. 


b. If licensee shall be adjudged bankrupt, or shall 
make an assignment for the benefit of creditors, or if 
licensee’s business shall be placed in the hands of a 
receiver. 


4, Licensee shall have the right to terminate this license 
and agreement by giving to licensor written notice of its 
election so to do in the event either of said letters patent 
shall be declared invalid by a final judgment of a court of 
competent jurisdiction from which judgment no right of 
appeal or review remains. 
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5. Licensee shall not have the right to grant any sub- 
license rights hereunder, and this license may not be as- 
signed or transferred by licensee without licensor’s written 
consent being first obtained. 


6. Licensor hereby acknowledges full satisfaction and 
settlement of all claims which he may have against licensee 
for past infringement of said letters patent. 


7. Unless sooner terminated as hereinabove specifically 
provided, this license and agreement shall endure and 
bind and benefit the parties hereto, their heirs, successors 
and assigns until expiration of said respective letters 
patent. 


IN WITNESS WHEREOF, the parties have signed this 
agreement as of November 21, 1960. 


/s/ Geo. H. Butterfield 
LICENSOR 


/s/ Frontier Contact Lenses, Ine. 
LICENSEE 


by Allen A. Isen 
President 


* * * 


(d) Butterfield-Vision-Clear Agreement 
PATENT LICENSE AGREEMENT 


Subject to the terms and conditions hereinafter set forth, 
the undersigned LICENSOR, owner of United States Pat- 
ent No. 2,544,246 and Canadian Patent No. 487,880, hereby 
grants unto the undersigned LICENSEE a non-exclusive 
non-transferrable, non-assignable and personal license to 
make, use and sell corneal contact lenses embodying the 
inventions of said patents and each of them. In consid- 
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eration for said license the undersigned LICENSEE 
hereby agrees to pay to LICENSOR, or to LICENSOR’S 
order, the total sum of $10,746.00, which said sum LI- 
CENSEE agrees to pay $149.25 upon execution hereof 
and to pay the balance of said sum in equal instalments 
of $149.25 each on or before the 15th day of each calendar 
month hereafter until said total sum shall have been paid. 
Upon the payment of the last of said instalments, this 
license shall become fully paid up until said respective 
patents shall expire, and LICENSEE shall become re- 
leased and discharged from any claim which LICENSOR 
may have against LICENSEE for infringement of said 
patents and each of them prior to the date of this agree- 
ment. If LICENSEE shall default in paying any of said 
instalments when due and shall fail to cure the default 
within fifteen (15) days after LICENSOR shall mail to 
LICENSEE, at LICENSEE’S last known post office ad- 
dress, written demand therefor, then and in that event, at 
the option of LICENSOR, the entire unpaid balance of 
said total sum shall therenpon become due and payable 
and if suit shall be instituted for the collection thereof, 
LICENSEE agrees to pay reasonable attorneys’ fees in- 
eurred in such suit if the judgment therein shall be favor- 
able to LICENSOR. 


IT IS FURTHER MUTUALLY AGREED THAT 


(a) The sum hereinabove provided to be paid by LI- 
CENSEE as consideration for this license is based upon 
the estimated number of the licensed corneal contact lenses 
normally to be made and sold in and by LICENSEE’S 
present business, subject only to normal growth thereof, 
during the remainder of the life of the licensed patents 
and, therefore, unless and until LICENSOR’S written 
consent be first obtained, this license shall not inure or 
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apply to any other corneal lens manufacturing business 
or concern which may acquire ownership or control of 
LICENSEE or of which LICENSEE may acquire owner- 
ship or control, or of which LICENSEE may become a 
division or part, or with which LICENSEE may become 
merged, consolidated, commingled or affiliated; provided, 
however, that, subject to the terms and conditions hereof, 
this license may be assigned to any bona-fide successor to 
LICENSEE’S entire business and good will, so long as 
said successor shall continue operation of LICENSEE’S 
business separate and apart from any other corneal lens 
manufacturing business; and 


(b) That if, prior to the time and full sum hereinabove 
provided to be paid by LICENSEE as consideration for 
this license shall have been paid, the herein licensed United 
States Patent No. 2,544,246 shall be adjudged invalid by a 
final judgment of a Court of competent jurisdiction from 
which no appeal or petition for review or certiorari is 
pending or may be taken and if no other suit involving 
the validity of said patent shall then be pending, LI- 
CENSEE may, at such time, by written notice to LI- 
CENSOR, be relieved and discharged from paying the 
then unpaid portion of said consideration; and 


(c) That if LICENSEE shall be adjudged bankrupt 
or shall make an assignment for the benefit of creditors, 
this license shall become terminated as of the occurrence 
of such event. 
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IN WITNESS WHEREOF, the parties have signed 
this agreement as of the 10th day of November, 1962. 


/s/ George H. Butterfield 
George H. Butterfield 
810 8. W. Ninth Avenue 
Portland, Oregon 
LICENSOR 


VISION-CLEAR CORNEAL LENS 
COMPANY, INC. 

a corporation of UTAH 
having its principal place of business 
at SALT LAKE CITY, UTAH 
BY /s/ Jos. L. Bruneni 

Jos. L. Bruneni, 

President TITLE 
LICENSEE 
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Plastic’s Royaliy Revenue 


lida 


(Plastie’s monthly gross royalty collections 
under Tuoliy patent licenses) 


January 
February 
March 
April 
May 

June 
July 
August 
September 
October 
November 
December 


January 
February 
Mareh 
April 
May 
June 
July 
August 


(== 
$ 5,957 
15,398 
13.313 
16,337 
17,815 
18,558 
19,984 
19,240 
20,919 
16,384 
99,934 


20.710 
15,514 
19,207 
31,329 
99 904 
14,680 
21,889 
91,427 


1962 


1963 


1964 


September 
October 
November 
December 


January 
February 
March 
April 
May 

June 
July 
August 
September 
October 
November 
December 


January 
February 
Mareh 
April 
May 


$22,199 
20,197 
24,162 
14,429 


16,080 
15,908 
15,563 
15,871 
17,550 
19,452 
99,184 
22,368 
19,871 
21,892 
19,821 
15,676 


15,498 
12,842 
14,484 
16,368 
13,750 
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PLAINTIFF’S EXHIBIT No. 143G 


August 7, 1962 
CERTIFIED MAIL 


Acrylic Optics Corporation 
1926 First National Building 
Detroit, Michigan 


Gentlemen: 


From a copy of your prospectus which has come to the 
attention of our client, Dr. George H. Butterfield of Port- 
land, Oregon, it appears that your newly formed corpora- 
tion contemplates the manufacture and sale of corneal 
contact lenses which, from the description of the lens con- 
tained in the prospectus, appears to be a bi-curved or 
multi-curved lens which will infringe our client’s United 
States Letters Patent No. 2,809,556, and our client feels 
it proper to place you upon notice that he intends dih- 
gently to enforce his patent rights and to demand that 
you refrain from infringing his patent. 


Our client is granting and has for several years granted 
license rights under his patent either upon a paid-up 
basis or a per lens royalty basis. 


It is noted from your prospectus that your corporation 
holds or will hold a license from the Plastic Contact Lens 
Company. That company also has held a license under 
our client’s patent for several years. Also, it should be 
mentioned that, in settlement of patent litigation in the 
United States District Court for the District of Oregon 
between Solex Laboratories, Inc. and the Plastic Contact 
Lens Company, on the one hand, and Dr. George H. But- 
terfield, et al. on the other hand, a consent judgment was 
entered holding that Solex Laboratories, Inc. had infringed 
our client’s said patent, as will all appear from the copy 
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of the Consent Judgment and the Stipulation as to Facts 
and Matters upon which it was based, enclosed herewith. 


You should bear in mind that although you may hold a 
license under any other patent or patents, the license does 
not convey to you any right to make or sell the lens of 
our client’s patent. 


Will you be good enough to advise us promptly of your 
intentions in this matter? 


Very truly yours, 
of MASON & GRAHAM 
CM b 
Encs. 
be: Dr. George H. Butterfield 
Mr. Rupert R. Bullivant 


* * cd 


PLAINTIFF’S EXHIBIT No. 143F 


(Letterhead of) 
FENTON, NEDERLANDER, TRACY & DODGE 


August 15, 1962 


Collins Mason, Esq. 
Mason & Graham 

811 West Seventh Street 
Los Angeles 17, California 


Re: Acrylic Optics Corporation—Butter field 
Dear Mr. Mason: 


We are general counsel for the Acrylic Optics Corporation. 
Dr. Golden forwarded your letter of August 7, 1962 to 
our office and we are happy that you called this matter 
to our attention. 
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Inasmuch as we are interested in obtaining all information 
with regard to your client’s patent, I would appreciate if 
you would send me any and all information as to how 
and in what manner our client has infringed upon your 
elient’s patent. Naturally, it is not his intention to do so. 
If, after examination of all the facts, it is determined by 
our office that there is an infringement, it would immedi- 
ately attempt to resolve this problem. 

Thank you for your cooperation. 


Sincerely, 
/s/ R. Nederlander 
Robert E. Nederlander 
REN:sm 
(Mail Receipt Stamp) 
Received 
Aug 16 1962 
Mason & Graham 


PLAINTIFF’S EXHIBIT No. 143E 
August 27, 1962 


Mr. Robert Ei. Nederlander 

Fenton, Nederlander, Tracy & Dodge 
2555 Guardian Building 

Detroit 26, Michigan 


Re: Butterfield Patent 
Dear Mr. Nederlander 


Replying to your letter of August 15, 1962. From his 
long experience in the corneal contact lens business, un- 
doubtedly Dr. Golden is familiar with the Butterfield 
patent. However, we enclose a copy of his patent for your 
study. 
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Generally speaking, we believe you will find that the 
Butterfield patent covers a bi-curved or multi-curved lens 
made to be fitted substantially ‘‘on K”. 


Very truly yours, 
of MASON & GRAHAM 
CM B 
Enc. 
be: Dr. George H. Butterfield, Sr. 
Mr. Rupert R. Bullivant 


PLAINTIFF’S EXHIBIT No. 143D 


(Letterhead of) 
FENTON, NEDERLANDER, TRACY & DODGE 


August 30, 1962 


Mr. Collins Mason 

Mason & Graham 

811 West Seventh Street 
Los Angeles 17, California 


Re: Butterfield Patent 
Dear Mr. Mason: 


Thank you for your letter of August 27, 1962 wherein you 
enclosed a copy of the Butterfield patent. 

As you will recall, in my letter of August 15, 1962 I asked 
you to inform me as to how and in what manner our 
client has infringed upon your celient’s patent, namely, 
what is the specific basis for your claim that Dr. Golden 
has infringed upon the Butterfield patent? Is it your con- 
tention that the use of a bi-curved or multi-curved lens 
automatically infringes upon the Butterfield patent? 


Naturally, we will be analyzing your client’s patent but 
in addition I would appreciate if you would answer the 
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above questions so that we can specifically pinpoint the 
areas in which your client claims we are infringing. 
Thank you for your cooperation. 


Sincerely, 
FENTON, NEDERLANDER, TRACY & DODGE 
By /s/ R. Nederlander 

Robert E. Nederlander 


REN :sm 
CC: Dr. Donald L. Golden 


PLAINTIFF’S EXHIBIT No. 148C 
September 4, 1962 


Mr. Robert HE. Nederlander 

Fenton, Nederlander, Tracy & Dodge 
2555 Guardian Building 

Detroit 26, Michigan 


Re: Butterfield Patent 
Dear Mr. Nederlander: 
Replying to your letter of August 30th. 


You apparently misunderstood our letter of August 7th 
because we did not say that your client had infringed the 
Butterfield patent. In fact, we did not have sufficient in- 
formation to form an opinion as to wheter an infringement 
had actually occurred or was contemplated. 


Our only information was that obtained from the pro- 
spectus of the Acrylic Optics Corporation, which indicated 
that its lens was to have a concave surface defined by 
more than one curve, and we believed it only fair to advise 
the new company in the beginning, so that it could avoid 
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infringement. We assumed, of course, that the new com- 
pany would obtain and be guided by an opinion from its 
own counsel with respect to the Butterfield patent. We 
merely mention that the owner of the Tuohy patent is a 
licensee under the Butterfield patent, and that it had stipu- 
lated for judgment in the Portland action holding that its 
predecessor in interest, Solex, had infringed the patent, 
because we felt that its counsel would want to consider 
such information in arriving at their conclusion in the 
matter. 


We would prefer not to express our own views as to 
the scope of the Butterfield patent because, as you of 
course know, in the final analysis that is something which 
only the courts can determine. 


Sincerely yours, 
of MASON & GRAHAM 
CM B 
be: Dr. George H. Butterfield, Sr. 
Mr. Rupert R. Bullivant 
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DEFENDANT’S EXHIBIT C (Excerpts) 


In tur Unirep States Districr Court 
For the District of Oregon 


GEORGE H. BUTTERFIELD, SR.,) Civil No. 63-294 


Plaintiff, PLAINTIFE’S 
ANSWERS TO 
bie DEFENDANT'S 
THE PLASTIC CONTACT LENS FIRST 
COMPANY, a corporation, INTER- 
Defendant. ROGATORIES 


Plaintiff, George H. Butterfield, Sr., answers Defend- 
ant’s first interrogatories, subject to all pertinent objec- 
tions as to admissibility which may be interposed at time 
of trial, as follows: 


INTERROGATORY NO. XIV. 


Please give the name and address of all plastic contact 
lens manufacturers (with the name of the individual con- 
tacted) whom plaintiff contacted, either personally or by 
an agent or representative, by telephone or correspondence 
subsequent to the settlement of the prior litigation (with 
the approximate date of each such contact) for the pur- 
pose of soliciting such manufacturer to take a license 
under the Butterfield Patent. 
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ISWER TO INTERROGATORY XIV. 


ne and Address of Contact Name of Individual Approximate 


is Manufacturer Contacted Contacted Date of Contact 
umbian Bifocal Co. 

ortland, Oregon Joseph Scribe November, 1962 
‘amount Optical Co. 

eattle, Washington Jasper Nigro June, 1963 
‘acon, Inc. 

ortland, Oregon L. Campbell May, 1962 
lwest Scientific or Dr. Ben Ritholz 

holz Optieal Co. and Elmer Zwachel, June, 1962 
thicago, Illinois Attorney 

h-Tint Corp. 

‘ancouver, Washington Dr. A. Rich October, 1962 
m Contact Lens Lab. 

Jenver, Colorado Dr. Caton December, 1962 
ntour Kontact H. Gates and June, 1962; 
tichmond, California D. Ewell January, 1963 
‘alite Co. 

Tallejo, California Dr. Benn January, 1963 
reo Co. 

lakland, California Mr. Boyle June, 1962 
itury Contact Lens Co. Name not 

an Francisco, California remembered January, 1963 
< Optical Co. 

an Francisco, California Dr. Eagle January, 1963 
Donald Bruckner 

an Diego, California Same person January, 1963 
J. Yoshida 

isalia, California Same person January, 1963 
-Con Co. 

i] Monte, California Dr. S. Braff January, 1963 
mrity Contact Lens Co. 

wos Angeles, California Mr. Hernstein January, 1963 


rthwest Northern Optical 


leattle, Washington Jasper Nigro June, 1963 
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Name and Address of Contact 
Lens Manufacturer Contacted 


Muller-Welt Co. 

Chicago, Illinois 
Universal Contact Lens Co. 
of Houston 

Houston, Texas 


Professional Contact Lens Co., 


Ine. 
Peoria, Tlinois 
Professional Contact Lens Co. 
Inglewood, California 
United Optical Co. 
Seattle, Washington 
Uricon, Ine. 
Los Angeles, California 
W.R.S. Contact Lens Lab. 
New York, New York 
Precision-Cosmet Co. 
Minneapolis, Minnesota 
Professional Contact Lens Co. 
Portland, Oregon 
Dr. James Goldberg 
Norfolk, Virginia 
Dr. Adolph Lombard 
Norfolk, Virginia 
Obrig Laboratories, Inc. 
Sarasota, Florida 
Central Laboratories 
Lincoln, Nebraska 
Vision Clear, Ine. 
Salt Lake City, Utah 
Ackman 
Los Angeles, California 
Global Contact Lens Co. 
Miami, Florida 
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Name of Individual 
Contacted 


Joe Breger 


James Dippery 


Dr. Conlogue 
Name not 
remembered 
Paterson Bros. 
J. Urbach 
Mr. Rhine 

Al Anderson 
J. Satterly 
Same person 
Same person 
Phil Salvatori 
Dr. Robert 
Lookabaugh 
Joe Bruneni 


Same person 


Mr. Cotes, Attorney 


Approxima 
Date of Con 


June, 1962 


April, 1963 


August, 196 
October, 196 
June, 1963 
May, 1962 
March, 1964 
Several time 
May, 1962 
June, 1962 
June, 1962 
June, 1962 
December, 1 
November, 1 
May, 1962 


April, 1963 
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ne and Address of Contact 
is Manufacturer Contacted 


Name of Individual 


Contacted 
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Approximate 
Date of Contact 


] Optical Co. 
lenver, Colorado 


aranteed Contact Lens Co. 
lew York 

aker Wohlk Co. 

lew York 

H. Silverman 

lew York 

iable Contact Lens, Inc. 
rooklyn, New York 

itact Lens Co. of America 
enver, Colorado 

, Neefe 

sig Springs, Texas 

Neal Genevay 

lew Orleans, Louisiana 
itour Comfort Contact Lens 
Vaco, Texas 

Marvice Nelson 

asco, Washington 
fessional Eye Products 
eattle, Washington 
iversal Contact Lens 
Jallas, Texas 

n Battieger, Jr. 

fiami, Florida 

hn Optical Laboratories 
Jenver, Colorado 

lliam Simpson 

inchorage, Alaska 

m Dalweg 

sremerton, Washington 
_H. M. Rosenwasser 
*hiladelphia, Pennsylvania 


James Kuhn 
L. Seidner 

Fred Danker 
Same person 


Name not 
remembered 


Name not 
remembered 
Same person 


Same person and 
his attorney 


Dr. Bradsky and 
H. Gerdes 

Same person 
Ron Davis 

Matt Franz 
Same person 
Mr. Kuhn 

Same person 


Same person 


Same person 


December, 1962 
June, 1962- 
June, 1963 
June, 1962 
June, 1962 
June, 1962 
June, 1962 
March, 1963 
February, 1963 
March, 1963 


July, 1962 


July, 1963 


January, 1963 
October, 1962 
May, 1963 
April, 1963 
June, 1963 


December, 1962 
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Plaintiff also published advertisements in the Optometric 
Weekly. 


Plaintiff calls attention to the circumstance that in De- 
fendant’s First Interrogatories the Plaintiff is referred to 
as “George H. Butterfield, Jr.” In fact, the correct Plain- 
tiff in this case is George H. Butterfield, Sr., and the true 
Plaintiff, George H. Butterfield, Sr., is making these an- 
swers to Defendant’s First Interrogatories. These answers 
are not made by the individual whose true name is George 
H. Butterfield, Jr., the son of the actual Plaintiff herein. 


/s/ George H. Butterfield, Sr. 
George H. Butterfield, Sr. 


STATE OF OREGON Lag 
COUNTY OF MULTNOMAH j8s 

I, GEORGE H. BUTTERFIELD, SR., being first duly 
sworn, depose and say that I am the Plaintiff herein and 
that the foregoing Answers to Defendant’s First Inter- 
rogatories are true as I verily believe. 


/s/ George H. Butterfield, Sr. 
George H. Butterfield, Sr. 


Subseribed and sworn to before me this 5th day of 
May, 1964. 
/s/ Ruth E. Wilhelm 
Notary Public for Oregon 
My commission expires 
October 28, 1966 


127a 


DEFENDANT’S EXHIBIT Q 


October 2, 1962 
Mr. Elliott I. Pollock 
Moore, Hall and Pollock 
1200 Highteenth Street, N. W. 
Washington 6, D. C. 


Re: Contact Lenses 
Dear Mr. Pollock: 


I have your letter of September 28th, and enclose two 
copies of Dr. Butterfield’s paid-up license form, which I 
think more or less answers all your questions. 


Of course, I do not know who the licensee is for whom 
you are inquiring, or how many lenses it has sold in the 
past, but I can tell you generally the basis upon which 
Dr. Butterfield arrives at the sum to be paid for a paid- 
up license and a release for past infringement: 


He estimates the number of lenses to be sold hereafter 
until the end of the term of the patent (about six years) 
by taking the average number of lenses which the licensee 
has sold in the past two years, and considers that it will 
probably sell an equal number of lenses per year during 
the remaining life of the patent. Then, instead of his 
regular per lens royalty of 50 cents, which he charges for 
a license of a per-lens basis, he makes the royalty 3714 
cents per lens for the paid-up form of license because 
thereby he saves accounting expenses. 


In other words, to state an example, if during the past 
two years your client has sold an average of 4,000 lenses 
per year, he would figure that during the next six years 
they would sell 24,000 lenses, which, at 3714 cents per lens, 
would be $9,000.00, which would be the paid-up sum. The 
example which I have given may be out of line because 
the average corneal lens manufacturer probably sells far 
more than 4,000 lenses per year. 
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Of course, your client does not have to pay all this 
amount at one time but, if it so desires, it can be paid 
so much down and so much per month until the total sum 
is paid. In fact, the license contemplates this. 


Very truly yours, 

of MASON & GRAHAM 
CM B 
Encs. 


be: Dr. George H. Butterfield, Sr. 
Mr. Rupert R. Bullivant 
(with copy of letter from Pollock 
dated September 28, 1962) 


* * * 


DEFENDANT’S EXHIBIT DD 


(Letterhead of) 
MARECHAL, BIEBEL, FRENCH & BUGG 


(Mail Receipt Stamp) 
Received 
Jul 30 1962 
Bair, Freeman & Molinare 


July 27, 1962 
W. M. Van Sciver, Esq. 
Bair, Freeman & Molinare 
1400 Field Building 
135 South LaSalle Street 
Chicago 3, Illinois 


Re: Plastic Contact Lens Company 
Dear Mr. Van Sciver: 


Mr. Butterfield continues to press his claim of infringe- 
ment against both Univis and its distributors. In a tele- 
phone call to Univis today he advises that he has licensed 
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Plastic Contact Lens Company, as well as Hornstein, and 
that all contact lenses made today fall under his patent. 
He is apparently asking a 5% royalty on all such sales, 
He has also sent us a copy of the consent judgment and 
the stipulation of facts in the Portland action and this 
indicated that a license had been granted to Geo. H. But- 
terfield & Son under the Tuohy patent 2,510,438. 


As you can readily understand we are concerned over 
this attack by Butterfield and particularly are unhappy 
with his notifying our distributors and threatening them. 
We note for example also a recent announcement by 
Titmus Optical that they are licensed under both Butter- 
field and Tuohy. Are they paying your license fee and 
Butterfield’s 5% too? 


If Butterfield has in fact been granted a Tuohy license 
subsequent to January 1, 1961 on more favorable terms, 
then Univis should receive the same terms and conditions 
under paragraph 8 of its agreement. Please let me know 
as to the terms of whatever license has been given to the 
Butterfield company. 


My general information is that the Butterfield patent 
applies to a “conformance lens” and that it specifies con- 
ditions so fine that it is practically impossible to deter- 
mine whether any particular pair of lenses in use would 
infringe or not. However, having gone through a suit, I 
am sure you must have a great deal of information about 
the situation and I hope you will be able to write me very 
shortly after your return about the various aspects dis- 
cussed above. 

Yours sincerely, 

/s/ Lawrence B. Biebel 
LBB :pbr 
cc: Univis, Ine. 
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Thie invention 19 a scentinettongof my application . 
13. N. 107,948 filed August i, 1949 und relates to contact lenses 


es 


hand mora partioulerly to a aonteee lens that sovera the corneal 


_s 


rogion of the oye. 


The conventional contact lens, thst ie, the contact 


| 

5 

pens which hae a soleral flange molded to fit the oyeball has 

(arny limitations. Not the least among these is the faot that the 
Hwooring time fs quite short; a few houre wear ouusnes a corneal 

i misting or helation brought ebout presumably by the pressure of the 
j tone outting of f blood ofronlation in eins canton and tha 

: prevention of free flow of lacrinel fluid, OUlhor faotors prevente 
| ng thia lone from coming sib at ae uae are the neoad for ae apeotel 
, Soveazory fluid botwoen tho lens and the eye, In addition, the 


difficulties of fering them to the individual: eyoball are 


apparont and wollereoognised, For that renson, a practical 


corneal lens has been mush sought after, In theory, the corneel 


i” Za the {deal mothod of correcting visunl deficiencies, einoe 


i 
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{t does not touch the 1imbal region, negds no accessory fluid, 
and has other beneficial optioal properties known to workers in 


The applleant, in his invention, hea provided a ceorat 
AP ges : 


\ 
es art. 
‘lena whioh oan bo, wer: continuously throughout the full waking 


day by the average person without exporiensing corneal biuret 
or discomfort of ate kind, @ 4 } 
Purcnareeeas tne tanetoe the applicant overcomes a 
common: defiotency of pial lenses, that is, their tondensy to 
fall away from the eyeball due to inauffiofent surface tension | 
oapiilary attraotion or due to the eyelid lifting the lena away 


from tha ournes. 


In addition, the appl{oant has provided a contact len 

which needs no accessory flutd, which does not give the eye a 
bulging appearanoe, -f.to.n te perfest from the viewpoint. of 
cosmetology and pat! J welogys which ia self-cleantng, whioh is 
ensy to fit, whioh '. free of mirginal aberrations, whioh oan b 
used by persons wit:. pathological conditions of the sornea, and 
whioh may be easily and inoxpensively manufnotured. 

Vilth the ebove objanta in view, an well aa othera wil 


will appear oa the spoothioation prooceads, the Invontion ocompr! 


a aes 


the oonstruotion, arrangement, and somb{nation of porta as noe | 
j be more fully described and as hereinafter to be epecifloally 
claimed, 1t being understood that the diselosure ie merely Aliv 


trative and intended in no eay in a Limiting sense, ohanges in 


ARES Ew EES 
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80 long as within the apirit of the invention and the soope of 
i the olaims whitch follow, 


} 

i) 
f 
: ' 
3 F : 
' ehcp of construction and  ionicaigia of parta being permissible 

(| 
In the ascompanying drawingas 


Sr, . Figure 2 bhowo a greatly enlarged aectional viaw of the 
phir of the present invention taken through the center thereof, 
l Figure 2 shows 4 greatly enlerged viow of the anterior, 
| convex face of the lens of the instant invention. 
! Ri feorring to liiuro i. the lena which may be made of 


10 | : ; methyl met Narylate or Similar substances fo shown {in sonjunotion 


J 
with e huwnin eyeball, shown in broken lines, The reforence 


character 10 designates the aostene of the oornan while the 1{mbal 
; ‘ region la deaignated 1l. Generally speaking, the lena of the 

Ne it 18 of ooncavo-convex type and consista of a posterior, 
15 ? aonoave aide 12 and an anterior, convex aide 13. The conouve 

aide 12 ia of a parfeotly spherical shape over the central arwa 


of the lens indicated by the dimonaton 5 mi. It is to be noted 


that the lena shown in the drawing, Le provided with dimenaionss 


hese dimensions are givan to show the rolnative prop ortionaltttes 


' 

I 

H 

ie 

Fo | 

<li the parte of the lens. The partiouler lens shown {La 

Llluatrutive of n Loan pourllcularly made for a pereon having a 

i whose radius of survuturu ti the cuntrul portion Le & Me 
\ 

Tho diameter of tho contrnl urea designated by the dtmanalan 5 mm. 

fe elightly suwoller than the maxinum diumeter of the pupil, the * 


latter diameter being indicated by the dimensional character Ack 


25 | 
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to the eye; the area that ie thus formed fe aleo slightly lease in 


; 12/of the lony chanens as tho point on tho surface isa further fro: 


1 qanakhares tna  Anetar Aipcned . dy. Tato 


©O C 3493 


Tho oonvex side 13 of the lense is formed in the central portion 


with the curvature needed to supply the needed visual correction 


diameter than the maximum diameter of the pupil. The area sub- 
tended by the pupil in ite mintmm oontrnoted condition Le 


indtontod by tho oharnoter He ‘The ourveture af the connave aida 


thle center of the leno; at the edze of the aroa indlosted by the» 
Si j OMe dimension the radiue of curvature beoomes prozrosaively 
greeter until 1t reaches a maximum at the outer odve 15 of the | 
lene. In the preferred TA shown in the drawing, the radi. 
of curvature inoreases by 241/2% frus the oentrel epherical area 
to the edge 15. The outeide diumeter of tha lana mint, of course 
bn suoh that the lene any lie on the nurfnoe of Lio onrnean 10 
wort, Aantualive the - 


concave side 12 of the lens apnroximates the surfroe of a 


paraboloid for a rorson ta ha digaunnod lator, 


Phe 8 Nat OUTED TROND AES AO LP DN OP RD EY Wet Ae S468 8 Noe TARR Tew ooh Weer, Foe 


The anterior or oonvex side 13 of the lens ia formed 
with a Mintrorttan ih adjnaont to the edge 1S. Thie rim porticn 
is relativoly thin and ita surface fe generally parnallol to the | 
surface of the concave side throughout ita extent. Tho rim 
portion Ih oan bea sald to een approximntely 2 nun, inewoardly 
of the edge 15 und it le tnilonted by the d{menefon 2 ma. Detwer 
the oentral visilonecorraoting portion of the convex side of the 


lens and the rim portion 15 is & transfitton aron Indinnted by th: » 


5 


[ 
| 
| 
| 


5 
| 


i 


dimension 1 mn. Thie transition area haa a emoothly ourved aurface 


‘ 
leading from the thick sentral part of the lena to the thin outer 


displacement of the lenses. The outer edo 15 of the lens fe forme 


45 a amoothly rounded ourface. 


avernge' human cornea fe not oxactly aphoricel, but ustually ie more 
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part and ehould be such as to present no abrupt changes fn oontour 


tnat may be anyuyod by tha cunjunativa of tha ayalid oenatng 


The operation of the lens {fs based on the fact that the 


a Oa a Nee 


like a paraboloid, with the oentrel, visusl portion being a 


0 | ephore to all intento and purposes, but with the radfua of ourvae 


25 


TRC om OT 0 


Vette becoming gruster as one loaves the vieusl arue and Bo at la 


4 Seawater * EE maser Sone 


tad towurd aS imbue. [3 


Yet, ie ue pest, all corneal lenses have been made on 
‘ the theory that. the cornea was ee throughout and the concave 
- aide of the lens has been made ‘apherioal ges It oan be ason 
that, {f a spherically surfaced Lens ta iived on a peraboloidsl 


cornea, tho lons will necessarily donteot the cornea et the 


conus end at the edge. Now, the ean and the paraboloid ere 


quite eimilar at the sonus and no undue pressure Lnkee places 


at the ede, however, the pressure fa preat anuugh to cauas 
discomfort and blurring. If the epherionl eurfuse of the lena in 
euch a osse {6 chosen lerge eieugs to prevent this losoliced 
presysuro, the lens will be too 10086 and will eselly separate 

from the cornea beoause of insufficient saptllery attraotion and 
because there will necessurily ve @ large space between the acenea 
and tho edie of the lens and the eyelid will siip undor the lena 


’ 


and lift it. 


nl 


-— 


“Se 


Wh 


10 


1s 


| that the lens be so formed that it oan ride on a film of laorimal 
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Now, tho theory;bohind el] sorneal eontact lenses ie 


fluid shich exists between cornea and contact lens; if the lens 


does not float on euch a film or causns a looal preanure, there 


, will be dlaoonmfort, tinlation, und the like and If tha apace 


li 


{ 
t 
| 
| 
i 


| 
| 


ee 


ee ee 


betweon lene and oornen 1@ too great, the oapillary attraction 


{ 
will not oxist and the lens may fall way frum the eye. The 


applionnt, by providing a lens whose sontuct nurfoce fe very 


close to the ahape of the eyobsll, has brought about the ideal 


corneal oontact lens oondition. 


Sinoe none of the lene outeiite of the aren of the 


maximwn extonaion of the pupil, dealynated A in the drewing, ie 


to be used for overhumtng the aipht deftatonay and in only preeent 


to present the maxfinum contact aren betwoen lens and cornea 


for maximum capillory attruotion, it is possible for the 


applionnt to use the non-visuel araw in a way to best overcome 


the past defieloncies of cornool contoat lonsen,. 


The particular 


shape provided allows tho oyelid to alide omoothly ovor the edge 


of the lens. The result {s that ‘there fa no pein or sensetion 


in the eyelid, und thoro fe no opportunity for the syelid to pry 


the lens awuy from tha oornac. 
i 


/ I elaims 


1. A Cornaal contact lana having a contact aurface which 


i 

1 the surface of « parnbolold. P < 

i “ 

H 2e A ocornenl contact lene having a parabolofdal contact 
} 

S aurfack. 

’ 

3. <A sornesal sontact lana of gonarally soncavo-convex 
‘ ahape wherdin the concave surface ia the aurface of a paraboloid. 
| kh. \A corneal aocntaot lens of generully sconcavo-convax 
i wherein She oonanve aurface approximateao tho surfaco of a 

{ paraboloid. 

5. neal contact lene of generally concavo-convex 


| shape wheratn the conpave aurface approximutas the surface of a 
\ 
} paraboloid und tha convex eurfacea hea thn viauel corraalton formed 


tharaone 


6. A sornenl cohtuct lens of ganorally concavo-convexz 
ahape wharain the concave surfnoe haa approximatoly the surface of 


a sphera in a central portion \which 19 somawhat leas in diameter 


ee 


i than the area of the cornea sub\ended by the {ria during maximum 


: dilation, the radius of ocurvatura of sald conoave aurfacea 


, ineronatng eliphtly and prndually Yrom anid apherioal portion to 


the adge of the lena, 


; reoited in Claim 6 wherein 


f 7. A corneal contaot lens 
the amount of increasa af radiua of ourwature from said ephorical 


H portion to the adge of the lens fa tn thy ordar of 2-1/2%, 
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8. A corneal contuct lene having a generally oconoavo~ 
1 convex shape wherein the convex surfoce is formed with the visua. 


} oorredtion in a central areu elightly lese than the area of the © 


tog 
isd 
oO 
t=) 
a 
o 
a 
fog 
“<4 
cw 
s 
tC | 
i 
y 
[od 
i+ 
i] 
am 
a 
fy 
8 
a 
bol 
f 
& 
ro 
~ 
Pp 
Cad 
ad 
o 
3 
= 
Cad 
s 
o 


uter, thin portion. 


et ene 


eal contact lene of generally conoavosconvex 
shape wherein the sdpoave eurfoce has approximately the aurfsca — 
) of a ephere tn a =: portion whioh fa somawhat lose in diam? 
| than the aren of the « = aubtended by the iris during maximus 
dbs 1ST, the. radius of \urvaturo of said oconouve aurface 


increnainyg alightly and @yauelty from said apherical portion t& 


the adge of the lens, and wherein the convex scurfnee ia formed 
‘with the visual oorreotion i suid central portion, the remaind | 
of the convex surface being formed inwardly so that the outer | 
portion of the lene is relativedy thin, a smooth transition 


portion leading from the central, viausel correation portion to 


the outer, thin portion, 


' 
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Ooth, Power of Attorney, and Petition 


_ Being duly sworn, I, .—...... CEQUQK. Ue DELETE LD. ee scence cee ee 
Jepose and say that J em a citizen of Aho United Globus. of. Amorioa realding at 
Seperenne rs ee oy UT Onn So oe. aero -——.. } that I have 
read the foregelng specificatlon and clalms and I verily believe I om the original, first, and sole 
Inventor of tho lavention or discovery In. a es . 
«aero oo INURE GOL He SAI oh te 2 oe cones bee ae | eee 
described and claimed therein; that I do not know ‘and do not-believe that this invention was ever, 


' 
} 
H 


And T hereby appotnt Jritad de Alvnan 
' 5 eon — - 21119 Equituble Madge, Mit datwl, Ornascrts 
Registration No. 12,940 .., my attorney or agent with full power of substitution and raverction, 
lo prusccute this application ond te transact oll business In the Patent Office connected then: +1!h. 


Wherefore I pray that Letters Patent be grarited to me for the invention or discovery described 
and claimed in the foregoing specification and clalms, and F herchy subscribo my nome to the fore- 


going epecifications and claims, oath, power of attorney, and thie petition, this o 
oath _____ day of. _.... July._....—... tae, 19 LO, 
ee ioe he Pak teelyZee€ AT) 
Soe ome —————— 
Be 14 ae Te. Uth Avouia ne 
Post Office Address i 
=P UOTOUTO COE 6 meee, cee 


Meageocc 
& 
County of SULTON 


Before me personally oppeared _.... GMONGH Me TMC VID 
io me known to be the person described in the above opplication for patent, who signed the foregoing 


instrument in my presence, and made oath before me to the allegations ect forth therein as being - 
ander oath, on the day and year aforesaid. 
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Wasninaton 


eae find clove @ communication from the EXAMINER 


charge of this application. 
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ULi:/ooh ye 1 Mtanyall 
Cammiestance of Parrots. 


Jamas De Givnan 
LL) Nquitable Dla. 
Portland, Oxo;:0on 


Meister JP enattoom 6839 
Applicom: GOOrGE He Lubterfield 


Ser, No 171 4050 


=e mae Plead Auge 1, 1950 
: bw COnNLAL CONTACT LENS 
Met ey 
This ap plication has beene xaninede JAN IL 195% 


Referonoes made of reoords 


Dickinaon (pub) "The cee ares from the "optielan® @ Septe 2,, 
1949 = pp 141 to Uy, = Copy in Dive 7 = 80/5465 woe 
bier (pub) "Cornenl Contact Lennea™ from tha "optiotan" = gepte 9, 
1949 = pe 185 = Copy in Dive J = UO/5ne5 
{pub) Changea in the Form of the Contnot Lena Optic® from 
The °Optfoian® = Deoe 31, 19);8 = fp 617 and 618 


; Kelated arts 
Tuohy 2,510,138 June 6, 1950 88/5465 
| 


| 
The referanoe Tuohy Le olted to show a beveled "oorneal® 


Jonea 


contact lense 

On allowance of any olaim revision es to form may be 
required (Order 5267). 

The drawins, te Informal end ia admitted for examination 
purpoaes onlye A apace for the heading is required. A new drawing 
ia required but auch need not be undertaken until the onse be 
found to contnin allowoble subjoot matter. thie applicotion 
appeura to be a “oontinuation in part® of applicante copending 
application Serial Noe 107,949 ond not a "oontinuation™ aa stated 
in paragraph 1, page 1 and the apeaifioation nhowld be eo amendede 
Should not “lumbnl® in line 10 puze 1 be properly *limbal". 

Claims 1 to 9 inalunaive are rejected as indefinite and 
not particularly pointing out inventione The olaims reoite a 
®corneal” oontact lena but the sxict. diemver or extent of coverage 


of the lens oon only he imagined. It ia not olear whether the 


// 
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lens extends for only a small portion of the corneal aroa, to 
tha inner part of the limbus, to the outer limbnl area or even 
courses over the solerne Obviously not all these forms would 
surcve upplisunto purpose. 

“Vaiss 1 to 9 inolusive ara rejcated as unputentable 
over any one of Jones, Bier or Diskinoone Tha references all 
show 1% to be old to form "sorneal” contact lenses with inside 
poripheral curves whioh are Tlattem than thooe of the cantral 
areae Obviously this would involve a "parabolia® toper aa pointed 
out in Yickinaon and such either 4s oa could he used without the 
oxarciae of invantion. The apectfid ®*parabolio® approxination 
(Claim 7) seleated would of course be Aependent on the curves of 
the patients eye a detormination of which is oonsiderad to amowmt 
to nothing more than routine laboratory experimentation. . 


All eluims 1 to 9 inolusive are rejuatede 


VOR. 
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pee FER? 1955 
ae US Parenyy OFFI0g 
IN THE UNITED STATES PATENT OFFICE 
In re avpliantion of i “Ad AMEND yet 
" qeorue He Putterrield ! 0 ryt 
Serial Noe 177,050 Diviaion 7 = 
Filed auge 1, 1960 Room 6839 


' For CORNEAL ‘CONTACT LENS |: 1 


Hone Commiseioner of Patents 
Washington 26, De Co 
Sirs ' : 
Responsive to Office action of January 11, 1961. 
The matter of scorreotin:: the dtasiae la being ay vendec to 
in & sepnrate communication enolosed herewith and directed to the 
Drafting Divisione i 
IN THR SPRCTFISATIONS | 
Pace l, Line 10, ohnnge ®lumbal® to == Limbal wae 
Page 2, line 6, shange *work® to <-= worn == 
Page 4, line 15, canoe] "without the edge 16 contacting 
the limbal aren 118 pea aubetitute a within the area defined 
by the limbua 112 -=. Lee. 
Please oancel claims 1 4 9 inoluaive without prejudices 


and aubetitute the followin new olaime: 


Wan corneal oontnot lens of cononvo-convex form in 


eeotion and of a size to lie within the area defined by the 
limbue having an dinner oontral epheriocal area conforming toe the 
f vorrospondinsg arva ef the cornen to whiuh the leona in arplied ao 
__tart undue preaoure will not be present at any point, thd 
remainder of eaild inner eurface extending radially outward 
toward the limbus being formed on a curve differont from that 


of gaid central aren and correanending in ourwature with that 
portion of the sorneal pansphanfnt area to which the lens is 


ay A Sy ZY | 
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gr 
aeplied, whereby epace is provided for the natural 


uninterrunted oiroulation of lachrimal fluide betweon said 


| lens and the oornen. 
, aoe 
rile 


ee eee 


V A corneal contact lene ae in olaim "O wipretn the 
anterior marginal aren io gradually reduc..1 in thioknees 
toward the periphery of the lene by en «rcunte faoing in 

P | reveree ourvatura to the convex eurfrrs of the lene, both 
ens = 
5 the Junstion of anid arcuate fact: Lhe remaining oentr:1 
r| 
anavex portion and the lena ed.: unving a smooth traniitian 
whereby the cyelide may panes freely over eaif udit's 


yey 
L292 ; ! 


Vn corneal contact lene aa in uladin JO were in the 


yterior marginal area is gradun\iy reduced in thioknsas toward 


Ve owe ee = 


ahe periphery of the lene by = conoave fucing in reveree 


curvature to the convex arirfnace of the 1/.6@, both the junction 
UAL, 
f@ of said concave froin yathe remainiue contral convex portion 


and the lean odie. tevin vA etinuth toanaition wherely the eyelide 


ney (peas frealy over ani@ odye. 


REWAR KS 


The specification has been amended. 

Claims 1 to 9 inolusive have been canceled and new 
olaima 10, 11 ond 12 aubstituted thorefore 

The referencee have been carefully etudied and when 
ooneidered eingly or combined fail to ehow or anticipate 


applicant's inventione 
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The refercnoes, nnmely, Dickinson, Alor and Jones 
are disousaed belowe 

The lena dectribed by Bier has a oentral area whioh ie 
longer in rndius than the rndiua of the cornea to which it Le 
applied, and has a peripheral aren band which in shorter 
in radiue than the oenter innide arene 

In the Dickaon article the lena Geacribed, but not 
illuatrated, has a spherical posteri«. gurface and is of an Oot 
all diameter ao that the edge of the lane, which hae a small hedbdow 
reata on the limbal aren raieing the lene awny from the apex 
of the corner. 

The article by Jonee appearing in the "Qptiocian®, December 
S1, 1948 deacribee in particular a eclernl type contact lene, 
the onticnl aeotion of which ia degoribed ae having a true 
optio in the center third almost parallel to the cornea ané& 
reuches the periphery to flatten out the poeterig area more IE. «ie. 
than in the cornen, and gradually rejoin the line of 7ee SUss#A 
S mm. beyond the cornen eoleral margin. Further dewoription 
etatce that the peripheral 2/3 of the cornce is alenred by the 
awe) fhe article also etates that "Onoe having molded ana 
made our cast we must order our chell to be ground with 
poaterior radiua alivhtly flatter thun the actual cornea.® 

Ae etated above, thie lena eo described te a molded 
acleral type contact lene, and in no way rosenbles the applicant's 
device, inasmuch ae the central optical area hna a radius 
flatter than the onrnea, whereas the applicant's device has a 
central optical aren conforming to'the ourvature of the 
central area of the cornen. fhe iene desaribed by Jones has 
the remaining optical asotion lying outeide of the central 
optioal wection doparting from tho corn al aurface related 
theretoe The type of lene as described by Jones when pleced 


on the eveball would interfere with the flow of the leotrimal 
mo) f 


yee oe 


nf. 
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' fluids which in @ short period of time would onuse the 


vieion to blur and aake the. lunes unwearablae 

In contrast to the above-mentioned lennee, applicant's 
lone has a Douturis Curvature oonforns to the curvature 
of the Soe una OEE a spacea relationahip between the 
lens and the onrnen which permita the frve entry snd oiravlation | 
of the leohrimal fluidwe The lena 16 of nn overall aize to lie 
within the aren dufined by the limbus. 

DICK MSc aap BIER. I 

It is to be noted that the, reforonces are dated 
reapsotively September 9, 1949 and Septamber 2, 1949. 

Referenoes whioh have been brouyht to our attention 
although not made of reoord will te individually diesausaed 


an follows: 


J An articla entitled «The Hew iinmblin-pulloe Contact 
Lonses® appearing in the *optioian®, April 1, 1958, 
fage 143 


o An artiole entitled "The queation of Contact Lons peeig 
anrearing inh the nptiolen of Ffabruary 4, 1949, 
pagee 37 to, 39 


J An artiole entitlod "Contact Lens Note® pina in 
the Optician of March 4, 1147, page 


French patent 806 2, Laas Nove 30/936 entitl¢ 

i “adhering: Lenuce and Contact Lenses for Fyee® 

The Hamblin-pallos oontnat lene in of tho soleral types 
and the artiole Adincucuen the mothed of manmifrotursnge the lena ani 
not the atruature of tho lenge No revem nce ia mnde to the 
curvature of the ineide corneal aeation except to sry that it 
makes optical oontnot of the front aurface of the eye over the 
whole erea of the lenge Thia etaterent ia vury indefinite, and 
in no way conflictea with the anplionnt's lene. furthermore, thé 
lens aa deaoribed in the article 1e,ecleral type lene which 
when worn would interfere with the flow of tenre between the 
lena and the aornea, whiah would reault in dinaomfort, chort 
wonrlny: type end the appenrance or Sattlerta Veile 


i : | 
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In the artiole by Steele reference ie made to the 
work done by Ppallog next above mentioned, and would be inoperative 
for the enme rouecie aa given for the Dallos lena. 

Revardineg, the *Contnat. Lens Note® apponring in the Opti-e 
oinn, March 4, 1947, the lene do desoribod refora to the work by 
DAallos, and again the sane Apaeston® apionr in that the lone 
‘contnote the soleraX outting off the flow of lachrimal fluide which 
Seciit in discenfort, short wearing time and the anpenrance of 
Sattler's Veil. , A) 

‘Prenoh patent 805,92» publiahed Nove 24, 1936, 
entitled *adharing Lenaee and Contnat Lenece for Fyee®. This 
patent covers the manufacture of adhéring lenene from hiown 
vwlaage Thin lene eo described would not be practioal 
{naamuch ae no provieion te made for grinding an optical 
surface on the poaverianeade of the corneal] sections This Vso) 
lene would alac be unsntiafactory ag it has a soleral band, x 
the action of which when applied to the eve would out off the 
Normal flow of laochrimal fluide, and the lens would soon beoome ~ 
unwearables 

From the foregoing, it ie ohviougs thant the references 
@ll fail to ahow or anticipate a contact lena as now defined 
in applicant'a olaime wherein the lene ia of a eize euch aa 
to lie within the area defined by the limbua and formed with an 
inner oentrol epherical area conforming to the corresponding area of the 
cornen to whioh the lene ia applied, and aleo wherein said inner 
aurface extenda radially toward the limhua and ie formed by a 
curvature different from that of said central area onrresponding 
in curvature with that portion of the corneal peripheral area to 
whioh the lono ia applied, ao that A apnor ia provided for the 


natural uninterrupted oiroulation of lnohrimnl fluide between 


—_ 
the lens and the oornen, 17 (i 5 ‘ 


148a File History of 


H Applicat and counsel appreciate the courtecue 
interviews with the Examiners during which the above references 
were disoussed verbally, and alao at which the three olaine 
now an the appliontion were deemed nllowable. 


Respectfully submitted 
GoORGE A. Purrenrrese 
Ry \ ee 


Attorney of Record 
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oft fe a Division 7 AS 
Ss FEBY 195, 
; U8 Pareyy OFFice 


IN THE UNITED STATES PATENT OFFICE 
In re application of 
fleorge He Butterfield : LETTER TO DRAFTSMAN 
Ser. Noe 177,050 
failed Auge 1, 1960 
For CORKEAL CONTACT LENS it 


LETTER TO DRAPTING DIVISION 

Hon. Commissioner of patente nt 
Washington 255 De Oc if 
girs ! 

In accordance with the Oarigy aotion of Janunry lik, 
1961, 1% ie respectfully requeeted that the drawing in the 
ebove-euntitled appli¢ntion be oorreated to provide room 
for @ headinge Yt is believed thnt this onn be aocomplished by 
lowering the dimenion *5m/a to a position below the dimension 
Lines : Hi 

Upon receipt of an estimate of the cost for thio work, 
the remittance will be promptly made. |, 


apectfully, ie 


1 uty, <b Ghtrles 9 


Jnmoe De Aivnan 
: | Attorney of Record 


QORRECTED NO GhAMGE 


FER 7 1951 
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ron PO-L22 U., %, DEPARTULGT OF CUMMEHLE 
(O-t- AN) Pair pharrice 


Dive 7 ®° 
bs TITLE REPORT 
"977,050 (C=P) 

- George H. Butterfield 
Sage eget 


ep ne 8 a ee en feng, 


ees Sores pacer Certain eemmansinamnimntmeneanel 


1 
SS ere en che ene ce ne ne ne ee 
! | . 
u ! 
i 


THE TITLE ‘APPEARS FROM THE ASSIGNMENT RECORDS TO BE VESTED 1m 
Inventor 
i 


a° 
LXAMINED UP To any iNcLUVING_ Jane 17, 1951 


| 
THIS CERTIFICATE oareon________ Feb. 7, 1951 alae ee 
1 


po b Cen ke we A 


NO FURTHIR ASSIGNMENTS APPEAR TO HAVt HEIN HECLIVED 1 OR 


-RECORD INCLUDING! 


al 
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' Pores Na 6 
DEPART YF COMMERCE ' ae Sa ote akcadione 
Cah cerda uniteD PATENT OPFILK ' fatten ren) dl datos 
’ "a ° Wastunaron ' 
7: SPP PIPI TE rey papers, 
Please finul below ts psi li the EXAMINER mPa HE * ALSIOMCNT is 


1 characty thie application. 
inh 4 i the ee 14 Margate & CH. 
iA Joaoes lb, G4ynan 


Commiccumer uf Mutente. 
111) uguitable Wldie 


Pivkeiam: Y seelvom 6039 


, vertland, Grecon MAY) Apples GROW Le Lutterfield 
ee eae fbb OH 
“GREE FEB 719K Fut ant. 1, 1950 


ba CORNEAL, COMMACT LUNs 


The changes huroinafter wpocifiud have bean made in the application 
Adentified abnve in accordance with the provielona of Ordur Mumbor 3141 
of February &, 1930, (Manual of Patent Examininy: Hrocedure 1302.0L), whioh 
reade in part as follows: S 


Other obvious informlities in thu application may be SS 
corroacted by the examiner, but such corrections must 

be in the form of an amendment, approved and elgnad by 

the Irincipal scaminir, placed in the filu, and mide a 

part of the record, A copy of tho amundimut fe sunt to . 

the applicant, The chanyos apecis iad in the amondinent 

will he ontered by thn clerk in the ruulsr ay, 


If Closes atsrmren ager nel nabtatsatery tae Che appltrant, appropriste 
ananisnnat may be prapecid welor the provtiston of laity 1, provided the 
printing of the upectfication haa net bezun at the timo such amemlinent fe 
ready for entry, To inuuro the considoration of euch amindmnts for ine 
clusion they should be aulmitted on or before the date of romitting the 


final fee since the printiny of tho specification beyina a few daye 
thereafter, 


The application has been amended ac follows: 


& ww 
in odaian ll nnd 1?, line 5 vemove teu comm und dnnert 


the word "with" vetween "Cnain:;" and "tha™, 


4n line 1, pnie ] of the npeotfint!.ton change “sexntinuation * 
wv 
tu rand Poontinuntion in pnrt™, 


Wake 


Lxraminer 
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eo Serr eee (7,010 
val Paper toe 7 
U C 3499 


REFERENCES CITED 
Tho following refcronces are of rosord in tha pgsoffterl file of this patent: 
UNITED STATES PATENTS 


Nowe Nonby Date 


‘Tuchy 2,510,h38" gine 6, 1950 


FOREIGN PATENTS 
Coveiry ‘ _ Nomber Date 


rannoe 805,592" Aure 31, 1936 


OTHER REFERENCES 


“Fave New ilumllin=Dalloa Contact Lene’ (Yubliantion) )f pare 143 of 
"rhe Ontioinn” te ae 1, 193U¢ 


Y "contact Lena Note” (publtont ton) > pare 68 of "The Ortioian? + 
Karoh hh, h7¢, s 


f *cranzes in the Form of the Contact ioe Optio" by Jones, jpanisded 
in “the optician® } Iacember 31, 19),U,% poyea 617 ond C1 


Gl orne (uestion of Contaot Lene Deaicn” # publiontion oppeariur “~ 


ES ee _ (Continued) ~ —— 
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coe a 


ae 
erne Opticien? fred. h, 1949,| pares 37 to 390 


; ane A 
fre Gorneal Lana® by Dinkenaon, from the publication "The Optiaian, 
ep! anivar it, why y pagea 312 to ys y 
f *Corneul Contant Lenaes® Ly Lier, publiabed in the optialan™ 
Saptanber 9, 199, 7 page 1650 ~ . 


y : : 
ene 
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a | 
< “ 
he atenese wat DEPARTM ‘OF COMMERCE : 
hago gee cre unire: JPATUNT OFFICE Seer piss 
+ WASHINGTON 
jebrunvy Saven, 1Y5) 
: ‘ 
os :; ; \ 
\ 7 : 
! Jumes De Givynan Berrie « 
i 1119 kquitable Lidge AE 
Portland, Oregon ’ 
[i a FEB ge 


: ‘ t 
NOTICE OF ALLOWANCE 


Tho application for patont idonti{ted below has Boat oxaminod and found ollewgele for 
issuance of Letlers Patcnt. j 
APPLICANT 


Georre Me butterfield St | 


TITLE OF INVENTION OR IMPROVEMENT 
COlMiwnL CONTACT LANS 


SERIAL NO. FILING DATE NUMBER CLAIMS ALLOWED 
171,950 Aue 1, 1950° 3 

With the allowance of the applicatton the final fee becomes due, Thle fee ts thirty 
dollars ($30) plus one dollar ($1) for each claim allawed tn oxcuss of twenly (20) and muat 
bo paid within 6 months fram tho date ol thts nottco. Fatluro to romit tho final foo will 
result in the patent being withheld from {!ssue. In romttling thts [oo tdunttly tho appli- 
cation to which It applivus by gtving tho following tnlermation: Namo ol Inventor, tille 
of invention, serlal number, dato of [!ling, date of allawancy, and ff assigned, the namvus 
of tho assignees, Tho ftnal Ico will not be recotved from anyono alhur than the applt- 


cant, his assignee or attornoy, or a party in intoroat as shown by the records of tha 
Palunt Ollico. 


If it in doal havo tho patent tesucd to an ansignoo or assignees an assignmont 
. cont ig a request to that elloct, together with the loe lor recording the samo, must 
| _be Tiled in this Olfice on or boloro tho date of paymont of the Linal foo, ' 


' 
4 


The igient will be tssued and forwarded approximately 4 weoks alter receipt of the © 


— 


\ 
inal f ee, 
By direciion of the Commissioner. 


Je Le Uonaa lve 
Examiner. 


RG aWINEH Sere 6G} Et) 
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DEFENDANT’S EXHIBIT 00 


epee ee ee = 


— 


“ ‘ eee i gattr ay 


Bonen (Series of 194097 : ors PATENT NiGws. = 
107948 1949 oe 

-DIV. ar (EX’R'S BOOK) W-1'-2. . 

GEORGE H. BUTTERFIELD 


ROTI a $a a 


« PG=150 a oy 
oe oe Nae 
Serial No. [O72 PEC 


Filing Date_ Gn Hie 
This application i$ roferred to 


pies 
PORTLAND in Application ae No. _lp20f2 YX" 


Filed 


SE a 
=e ROLL 2 
RL SI cn ic tei ao 
——————GORNEAL CONTACT. LENS... ee ee 


ORIGINAL 
APPLICATION FILED COMPLETE pee 1949 
Petition, Specification, , ; 
Oath, First es $30 
1 sheets Drawings, 


AUG 1 ie 


U 


PARTS OF APPLICATION FILED 


Examined and passed for Issue ——______., 19... —9§ —___--—.._____--. Exr. Div. 
Notice of Allowance a es ae. ae Es fees 


By Com misnoner, 


t 
! 
: 
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| 
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De cscrn EDA 2D: Br~BIRKENSEUEL pete Me SALES BLO, PORTLAND OREGCN 


__ theante “i Garnael, re ome a pe aw, 


RORCHAD CUT CLIOT TOOT) Ye a aac Sas ts cea cca ad ep Kass ann anal 
naa oases ee ; 
No. of Claims Allowed ‘Print’ Clalsneo a ro eee -%% 0.0. Class 
Pr Raselowed tees 2 Ae ee ee ee 


E . 
+ see nttnereereneeenentrneesnetret ets Anns SEER Seen te ntnt She EERSTE NET tne bee eee A eee py nea ees : 
| Poe Le eed 
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ae ran a ae 
' ANG 1-89 29335 ~Ktheck— 50.0. 
' PETITION 


¢e jy 
WITH POWER OF ATTORNEY “4 f 


DIVISION 7 


AUG 19 1949 


TO THE COMMISSIONER OF PATENTS: U.S. PAILNE uFricg \ 


Wavbington, D. C.. 
Your petitioner, OFORGE H. BWITTERFIELD 
b citizen of the United States of America 
and resideat of Portland in the cownty of Multnomah 
nd Stete ef Oregon. —_—etnse_pnat-office uAdrese le 


314 3. W. 9th Avonue 
Portland, Orogon 


praye thet lettera patent may be granted to him for a 


-CORNEAL CONTACT LENS 


vet forth in the annexed epecification; and he herehy appoints 

EDWARD B. BIRKENDEUEL (regietration number 11,115) of 2) Terminal 
Sales Building, Portlend, State of Oregon, hie attorneys, vith fal! power 
of substitution and revocation, to prosecute this eppiication, to make 
allerations and amcndmente (herela, to receive the patent, eed to 


transect ef) business in the Patent Office connceted thereeith. 


Signed at Portland + {ta the county of 9 yi) tnomeh 
State ef  Orogon this 12thday of July, 10940 
7 . 


Maorge H. Puttorfteld 


! é ie. 


F?m.. BIRKENBEUEL, ravent ATTORNEY —poer.ano. 8, Oneson 
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IE Q) di, 


Thie invontion relates gonerelly to lenses and parttoularly 


SEE 


tc 


to a lene which fe placéd in direot contact with the cornea area 


iy 
Tho main objeot of thia invention je to provide a form of 


{ 

2 

3 of thu oye. 
4 

5. lene which will comfortably end satisfactorily produce a 

6 deeired correction without experimontation or the neccanity of 

7 ywroducing a number of lenses whose oharacteriatioe surround the 

8 requiremente of a given presoription in order that tho right lens 
9 may be selected by a patient's ahofce rather than by saientifio 
10. dotermination on tho part of the technfofan. | 


YW A furthor object is to produce a Jena which oan be worn for — 
12 lonygor portode without becuming dim or uncomfortable ao ia 

{3 oommonly the oaso. 

4 I accomplish these and other objecta {n the manner set tort 


1S. in the following epeoificationa as illuatrated in the aocompanyin 


’ 


16 | drawing, in whioh: 

7 , Fig. 1 Je a dfagrammatio sectional view of an eyebnil showlr 
18 the cornea and aolera and relation whioh my Jona benre thereto. — 
9 Fig. 2 fe a preatly mupnified asotion through tho outer rim 
70. of my lena showing how the rim.fa thinned on both sidas by 

21 gonceve facos. 

22 Like numbere of reference refer to the anma or eimflar parti 
23 thronghout the severa) views. . 

24 Before entering into an explanetion of thie invention, {t 
25. maiet be untlerstood that tho ueo of a lena whioh covera only the 
26 =aernee of the oya without extending over the aclera or white ; 


27 portion of the eyo fs not new and haa been uoed with varying 


28 depreee of success for a number of yoara. 

29 Tho difficulty oomronly found in oonjunation with the use 
30. of suoh lenses fe in the maintaining of the lachrymal fluid 

31 bdetwoen the lena and cornea !n a manner to onable it to fination 
32 as a part of the lene. , ' 


Page 1 


i ae 
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a i : 
| | 
The second difficulty arose in tie formation of a suitable 
rim near ta limbus which would not only be vaable on poaltive 
or negative lens shapes but also to contribute to tha sapillary 
action of the lens iteelf. 
Referring in detail to the drawing, in Pig. 1 there is | 


shown, somewhat diagrammatically, the sornea 10 whose outer 


\ gonvex surface 11 merges with the outer convex surface 12 of 


the sclera 13 at the limtue 14.) | Se 


In the partioular lene 15 shown in the drawing, the inner 


concave side 17 conforms, to the ‘oornen surfnoe 11, both aa to 
ourvature and diameter, ome the outer surface 17-A fn ourved 

| 
to meet the optical requirements. 


My jens dtffera from those now f'n common use by having 

« SY ee 
the outermost portion of the sornea contacting lone area 16 
ourved to form a face 18 which relieves tho prossure againat 


the outermost srea of the cornea 10 and at the same time provides 


apace for tear fluide or substitutes which sfford lubrication 


and light handling rape eee the latter’ of whish muat remain 
undimmed na long aa possible. 

An outer curved rim 19, alao oonoavely limite the thickneaa 
of the lena rim 20 and provents tho formation of a ahoulder 
eorose which the eyelid muat peas, 

While tho actual dimensJona and radii of ourvature of the 
lens facea ae well ae the ourvature of the facea 16 and 19 will 
vary greatly to meot the requirements, the width 21 of the Inner 
ourvature 18 ie approximately S mm. and the surrounding area 16 
would be apnroxzimately & mm, The width ©! of tho aurved rim 19 
sould vary from 1 to 3 mm. 

It will be notod that the lens 15 dooe not have ite rim 
20 bearing direotly on the limbus 14 but aotually floats on the 
cornea within the limite defined by the limbus, thoreby avoiding 


1 
any tendency to touch the eye surface and, very Importantly, 
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a 1 
. ry . 
enoouraging the matntenanoe of a Beko a apnoea between the 


This lene muat not be oonfised with attempta to solve bne 


Jens 15 and the cornea 10. 


a 1 
problem by merely rounding the corners ‘of the rim 20 en tajucueiae 
practiced. Aa states, thd oharactortation tof my lena have been 
mapmified in order that their nature and purpose may be better 


underatood. 


ao 
wo ses N Oo He we 


— 
da 
’ 
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T olaim: 


eal oontact lens approximating tho diameter of 


ut whioh ft {6 to ba worn, anid leno having {tes 


the periphery of thd lone. 

3. A oornonl oodttnaot lens, tho outer rim of whioh fa 
thinned by arounate faothga extending apnroximntaly 3 mm. from 
the rim thereof. 

4. A oornea) oontaot Vena covering only tha cornea 
portio of the natura] oye relieved within ita inner aide 
to form a sopillary apace extuAding around the ont hive lena, 

5. A cornaal omtaot lene having the outer edge thereof 
thinned to approximately 3/5 mm. i) thioknasa by forming a ; 

*gonoeve face completely around anid Yene. 

6. A leno of the olaas desdrite having a conoave comea 
engaging side and a convex outer aide, {id inner and outer eldes 
torminating in a rim adapked to be dfspnsod near the limme of 
the human eye and epaced therefrom, anid leko having @ oapillary 


upage formod Inatde of ta rim aroun! ite onttro ofroumferensce, 


B. BIRKENBEVEL , PATENT ATTORNEY PORTLAND 8, OREGON. 
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OATH 


STATE OF OREGON 
COUNTY. OF MULTNONAH 


OEOROE H. CUTTERFIRID 


the above named petitioner, being aworn, deposca and saye that he fa a 


oltizen of tho United Statea of Amoriba 


' i ts 


amt realdent of Portland 3 ial the county of Multnomah 
and State of Ore gon : : 1 that he verily believes himself to be the 
original, first and sole inventor of a OMNEAL CQITACT LINS 
described and claimed in the aanezed specification; thet ie does not know and does 
not believe that the same waa ever known or! uted before hla Invention or discovery 
thereof, or patented or deacribed le any printed publication {n any country before 
. hia inventioa or dlacovery thereof, or gore thab lone year prior to thie application, 
. of in public-use or on salo in the Ualted Statea for more than one year priar to 
thlc"epplleatlou; that wald invent(antlivetwel fbete palsnied’ In eng eect eee 
‘to ibe United Stetea on an apptication filed by bia or his tegat representativea or 
assigns more than twoive honiieipriae to thie Sppl icatich: and that no application 
for patent on said iavention hae been filed by bia on ble representatives or acaigne 


\ 


in any country foreign to the United States, 


*lavanter 
George it. Butterfield 


_— Il 


Sworn to oad cubsecribed bofore me thie _12thday of July, 10949 


‘ 


fe & 
t : | 
5 j i i? Va) 
: ae / tery Public for Oregon 


(SEAL) 
| My conniesioa aspires al 
I & ; 2 
P. 8. BIRKENBEUEL, Parent aTronney PORTLAND, Ongeon | 
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B Q ° Pures Nay 
poo on eae) OCPARTMEN * COMMERCE beleree rep ae 


UNITED STATES PATENT OFFICE 
* WasHinaron 


Please find below « communication from the EXAMINER 


in charge of thls application. 
WUR/ev : Yi i 
Edward B. Birkenbevel cednieey paae 


921 Terminal Sales Building Dirtcles. 7 = Kn, 7709 
rortlond, Ororon + Applien Qoorge HU. butterfield 


} 
MILED sete 107,948 
ao TES Filed AUG. 1, 199 
Fe : ! 4 
FEB 1 1950 ‘@ COKNEAL CONTACT LENS 
Thiea appliocabion has Leen examined. 
Keferences mode of record! 
"The Corncal Lens -"A New Type-of Plastic Contect Lene" 
ee 5 by Neurice W. Nugend N.D. Keprint from the Anniels 
: of Weatern Medicine and Surgery June ly4U voluw 2 
koe 6, k ppe, copy in Diviaion 7 BO/5h, 5 
"The Corneal Lena - Prorreas Report” ty Rotert Gruhem 
publ. in The Amortoun Journal of Optometry and Archives 
’ of American Acadamy of Optometry (Reprint) Vol. 25, Wo. 2 
Fed. 1949, copy in Div. 7 U/ 5S 
Volle 722,059 Mar. 3, 1903 §88/5).5 
On allowance of any elaim revision ae to form may 
be required (order 5267). 
Tho reference Volle thoush not mentioned in 
the rejection of the olaims fe olted to show a contact lens uti- 
liging G|/Teverse or concave Level on the periphery of the convex 
side of bne lone. . = 
The drewing is informal and te edmitted for 
examination purposes only. The horizontal hetohing fa obe 
jeotionable and elade lines are required. The uraaing can 
be corrected t:* euch need not be undertaken until the oace 
be found to contain allowable aubjeat mutter. 
Claiins 1 to 6 inclueive apr rejected aa obviously 


fully met by the corneal lena ect forth in either the Nugent 


VODs wales 


Pe 
o 


or Orshem articles supre. 


* poting hxamtner 


ts 9 
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TERT OF = : 
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gnu fexnghpyen OF POWER OF ATTORNEY 
ust ac 


an Sid . 
Nhe 
TO THE WOMMISSIONER OF PATENTSs 


165a 


The undarsigned having, on or about the let day of 


Auguat, 1049, appointed BE. BR. Lirkeanbeuel, of Portlend, Oreron, 


his attomey to prosecute an application for Lettera Patent 


which applicetion wae filed Auguat 1, 1049, for an improvement 


in CORKEAL COMPACT LENS, Serial to. 107,946, heraby revokes 


tha Powar of Attornay then ¢ivon. 


Signed at Portland, in the County of Multnomah and 


Stata of Oregon, thie 28th day of April, 1950. 
1 e 
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Ce NVI Sti 


: is aN 
WAY 9.5 0d 4 yr ee : 7 
‘6: Oy fe POUER mle 
No Pates on i = ee : 
TO THE cena tagnonEt * iit: , 
; ‘ wv 
| o © See 
Ye 


Tho- undersifrned having, on or about tha let day 
of August, 1949, mada opplication for Letters Patant for 
an improvement in CORNEAL CONTACT i. Serial No. 107,948, 
horeby sppoints foot D,. Uivnan, 1119 Fquitabla building, 
in the: County of Nultnomnh, end state of Oregon, his ate 
torney, with full power of substitution and revocation, to 
prosecute seid npplicats ont tno mike sltarationn and amande 
mente thorein, to p cours the petent, and to transact all 
business in the Patent Office, connected therewith. 

Signed at Portland, in tho County of Multnomah and 


State of Orogon this 26th day of April, 1050. 
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ug DEPARTMENT OF COMMERCE 
UNITEO GYTATES PATENT OFFICE o 
om Waaninaton Juno 12, 1950 
| 
| 
“ius D. Givnan, 


1119 Squitable Uldr., 
tortland 5, Uroron. 


Applicant Course Ue buttorflueld 

Serial No. : 107,968 ~~" 

Filed jen... cccseccs: “uiguat lp 1949 

LATS commen te Cornoul Contuot Lens 
viv 7 


In thie oases your poear of sttornsy has been accepted. : 


Very truly youra, 


shen Ly, 


Commissioner of Patents 


Revoking power of ettorney 


to 


ivr Be Wiikenbeusl, 
Yel Vurminul Saleo bide, 
Portlund, Orucon,. 
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BoABAM 
IN THE UNITRD STATES PATENT OFFICE ANERDMENT 
Th re application of ci 


George H. Butterfield 


Sor. Nos 107,918 Divteton(? ) 


Filed: Auguet 1, 1949 


j Fors Corneal Conteot Lens 


Hon, Commianfloner of Patente, 


| Washington 25, De Ca 


Ta 


i 
In response to the Offiee Action of February 1, 1950, _ 


please amend the above-identified application as follows: 


i Cancel the claims ie in the case without prejudioe 
j ; 
{ and substitute the following: 


eee ee eee 


: --7e A oorneul oontnot lena of gonarnlly oonanvos 


oN, > 1 | convex chape wherein the convex surface is formed in the centre] — 
es portion with the desired viauel sorrnction, said central portion — 
7 os e corresponding substantially to the area subtended by the iris 
x 4 during maximum dilation, the remaining portion of the convex — 

a eurface of the lens being recensed, substantially below the centri 


portion so that the outer portion of the lena ts very thin, the 
convex eurface being emoothly contoured between the central 
portion and the recessed portion so as to prasent no obatacle 


to emooth paosage of the eyelid. 
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8. A corneal contact lene of generally conoavo-convex 
shape wherein the oonoave surface ie substantially spherical 
ina mantra portion oorrespondtng to the eran subtended by the 
{iris during maximum dilation, tho asewtwtinine portion of the 
concave surface being pri ani es poe: 

9 A paresail oontaot dene of a generally ooncavosconvex 
form wheretu a oentral portion corresponding to the area subtended 
by the iris at maximum dilation has a generally spherfoal surface 
on the soncuve side of the lense and is formed with a visual 
correotion on the oonvex side of tho lens, the outer portion of 
the lens between eaaid central portion and the edge baiting slightly 


. 


reoessed on the ooncuva sida und Sdvaentt oiily recessed on the 


= 650 Ao ex ——e 


convex side, the jJunation of the surfaces in the central portion 
ID OT 


and the surfaoes in thse outor portion beiny, emoothly oontoursd. 


10. A corneal] oontaat lena of generally soncavo-convex 
shapo whorein thse ooncave surface is substantially spherfoal in a 
oentral portion oorreaponding to the area subtended by the Iria 


during maximum dilation, tho remaining portion of the concave 
ee 


surface being recessed, said recess boing deep snough to prevent 


intorforence between the corneas and the ode of the lens and 


me = fa) 


shallow enough to allow eauecencial onplllary attreotion beteeen 


ee ee | 
the eurface of the recons,, the laoriinn) fluid, and the surface 


of the sornaa, SSS et ee aa eS 
aan Rn E M AR KS 

The application has been amended and new olaims pre- 
Gented whioh point out more clearly the innovation whioh fa the 
subject of the appliocant'a invention, 


o2e 
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I More pertioularly, the olaima have been drawn to bring 


out the patentable distinotions between the lene of the applicant 
and that of Touhy, as devoribéd in tha publiloutions ofted by the 
Examinor in tho fireat Office Action. Touhy recognized, ase did 
tho applicant, that the problems in corneal contact lenaes wore 
(1) presaure of lens on oornen at the edyes, and (2) tondenoy 
eyolid to strike tne lena and lift tt from the eye. Neaognising 
these problema did not involve patentable invention, either for 
Touhy or for the applicant. Howaver, thay solved trig in two 
different ways, The first problem, the tandenoy of the edge of 
tho lene to prea@ on the sornoa at tho edve with consoquent 
discomfort and blurring, fe due to the faot that the cornon fe 


practically spherical in the portion through whioh light pneaces 


es So ee ee 


for viaual purposes but ita padiue of curvature beoomea alightly 
ereatar outeide of tho oentral, vieual portion of the comes, 
The result fe that a epherfoal contact aurface will fit the 
central] portion perfeotly, with a captllaery leyer of leortmal 
fluid between the Yond and cornea, of sourse, but will prese 
apainat the outer portions of the cornea, Tho best way to aolve 
tho problem would be to uge a amall lene that aovered only the 
contral portion of the cornea} the objections to thie are immee 
lately apparants tho somplete oornenl aontact ia neoded to 
supply the neoded atronyth of ceptlliary attraction ta ratain the 


lene in place and tho lena would be free to slide all over the 


ry i A A el 


cornea from limbue to limbus. Touhy solved the problem by useing @ 


es ie concave surface of alightly preater radius of curvature 


. than the radius of curvature of the visual portion of the cornes 
a 


and by bovelling the edge of tha lena on the concave eile, 


. 


IS 
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The applicant, on the other hand, usea a conornve aurfasce which is 


tho same aa the central visual portton of the oornens where the 


corneo beygina to depart fron the true ephere of its central pore 


tion and thooretical intorforence would take placn between the 
spherleal lena and tho non-sphorical porttona of tha cornea, the 
applioant recenave hie lenn., ‘The reooua is doop onoui to avoid 
tho interferonco, but not deep enough to prevent capillary attrace 
tion detwoon chat ancitecw of tveE reas, the laorimal fluid, and the 


corneal eurface. It oan be saon then that Touhy and the applicant 


Sy AINE Ty LITO OS SE VOD GE NRE 


have eolved tho problem tn two completely diffurent ways. 


Tho second problem, tho tondenny of the eyelid to strike 


; the edro of tha leno and 1ift it from tho eyo, wan aleo approached 
i. Touhy and the appltoant in two differont waye. Touhy morely 

ayenves the edvo of hin lenu., Tha appliaunt raoorned the 
unterfor face of tha lene deeply from tho oautrol viaunl portion 


| outward ond provided a aemooth tranattion beteoen the aurfuce of 

| tha recoas and tho centrol portion; thia thina the portion of the 
4 t 

{ 


lens that is not used for seoing and, as a pructical matter, does 


awuy with a lurge portion of the lena, yet without saorificing 


any part of {nner contact area noedod for the capillnury attructton 
neocesaury to hold the lene in place. Apain Touhy nnd the applie 
Ount preaaent two ontirely differant muanha of aolviim: the problom, 
Since the upplioant haa potnted out tn hie ronarks and 
reoited in hie claims tho manner in which he distinguishes 
patontobly over the referanoeo, it is felt that the applioation 
le in condition for allowanoe and such action le requasted, 
Respectfully submitted, 
JAMES D, GIVNAN 


, 


Cee eee a ey gree, 8 Pe ee nee: 


July 31, 1950 


a 


Io 
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a ie | 
ae \J Uline ¢ } 
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aes 


\ 

; 29D unit ot 

1 ae oS aN THe UNATHD oats rarkyt orFiGk  U,& PAILNE Utbive: 
‘1 


i In ro application of at 
Neorge H. Hutterfield . 
Seriel bo, Lov vant ; a ‘AMENDMENT © 
Filod  quiit3t 4, 1949 : 


tor Cernewl Controt Lena 


SUEY big at AL duets Vit’ 4 


“To the Vomalscloner of ratonta Portdarnd, Oregon 


danhingtun ob, D. U. Soptembar a1, 150 


Sirgs 


oetion in resjonsa ta Offian Action af Fehmiary 1, leo 


41, A oornes] contect leona ofa penerally conaaves 


ocnvesn fourm wherein, « contrel portion. correapomling to the eres 
subtended Dy Lies pupll wh maadsuin fl tation hence ponearetly yy 
sphericel surfeee on Lhe ouonasvo side of the lone formed on 


-e@ radius equel to the meximun redjua of the aorner to whioh the 


dene ia to bo applied and i8 formud with ® visusel oorrvetion on 


P 

| 

Plowse add the following oleima to the shove aprile 
{, 

| 

1 the eoiweox aldo of the lena, Lhe outer portion of the lena 
| 


between eaid contre] portion mid the olye being eligntly recnane 


: on the conows0 side end erba Gs ela by roooased on the convex 


i 
side, the junotion of the aurfaoes in the oontrel portion and 


the surfeses In ow del coteiCenye bortdon Vothy smoothly aontouread, 
. 

12. A oornesl contrat dons of » gonerselly aconasvae 
i eorvox form wherein a central! portion oortrestnandine to the eres 
j subtunded by the pupil et puna Alletion hey a generelly 
e,hericwl eurfeoa on the ovuckve aide of the lens forned on 8 


! redine equal to the meximum radium of the centr el are of tha 


~ 


ee = 
I cornva to whioh- the lana is ho ce ep, Msed and je forned with @ 


h 1 
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Views’ Surreotion. on the sees side of the Lene, the outer 


oS os 


Pesticn of the longs detweun seid oentrel portion and the adve 


baling ntivatly roorssed on the conosve side Cir Ametantielly 
papel al, 


—_—— 


regoused on the oonvax ulde, thu Junotiou of the wurfecea In , 
poh 


the oertrel purtios and the ject nee in the outer portion being 
i 
smoothly aontourad, j 


’ 


but AKE 


tre above oluims neve been edded in order to make 
tha ap. licution more cumpleto end io within Lho voope of the 
invention #8 orivinelly es 


| Kea) cotfully subsittead, 


Attornuy for Ap. licent 


James D. Aivnen 
Portisend, Ore. 
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~ worede Q Pars Ne 9 
awesome DEPARTMENT COMMERCE a pee 
i conan ere UNITED BTATRG PATENT OFFICK mim RS 
WashHingron bea! 
ee rs a Comuneuniesttine Sram the EXAMINER fRAILED 
la rharge of this application, y/ 
t i largall 

i Janoo De Qivnan Commalesliace of Nebrets, 


1119 Equitable Bldge Divistens 7 Room 6839 
Ptlund 5, Oregon Applicat: = Usorge He Lutterfie): 


ee 0 Bale 107 ,91,8 
<< 5 Ge Pad Apa 19h9 
. Uy 
ies Un COMMLAL GONIACT LENS | 


Nooponoive to amendmente filed Aupuat 1, 1950 and 
September 22, 19506 

Additional references mide of reoords 
Tuohy 2,510,1;38 June 6, 1950 . 88/545 4 

(Filed Febe 28, 19)8) : S 

Claims 7 to 12 inolusive are rejected indefinite, 
functional and not partioularly pointing out invention, The- 
claims merely reoito a corneal contact lene having a “recesced® 
seation peripheral to the point of nuximum dlintation of the irie 
either on the ooncave, @onvex or on both aides of the Jens but the 
specific type of raeceos, dirootion or orientation of enid recess 
whioh would pormit the funotions asoribed to Lt 1.@. substantial 
capillary attraction, non interference between cornea and lens 
adgo and sméoth contouring to neoessart ly obtain have been left to 
conjecturoe ‘obster defines a "recess" ae a opace formed by an 
indentation, or the like, in a straight line of in @ eurfece dounded 
hy a Line oonceived of ue atraimhte lt eppraura obvious that even 

conoldering appliounts edge modification as falling within the meaning 

above sot forth it woul /acfardie that not every "recess® or "indens 
tation® in this area would necessarily serve spplicute purpose. 
Conceivably the edge of tho lena oould be of a thickness grester 
than thut of the lens center so thnt considerable lid obatruotion fi 


____manifastods 


/9 
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ne *) 


Claims 7 to 12 inolusive insofar as definite ere further 


20 


rejected as unputantable over Tuohy newly oltsd. The lene of 
Tuohy 1s considered to be “receasgd® as broadly and indefinitely 
reoited peripheral to the maximum points of pupil dilntion both 
on the coneave and convex aides of the lenses. The lens of 
“Tuohy conforms in shape to the cornea of the eye (see page 1 column 2 

line 25) as is the oase in applicunte device (attention diraated to . 
line 10 page 2 of applicants specification). 

“leiny 11 and 12 are further rejeoted as drawn to sub ject 
patter not originally disclosed, The speoification merelystatee 
that the lens (page 2 line 10) conforms on itu inner surface to 
the cornea of the ¢ye and hence the stutomant in these cluime that 
"the concave eide of the lens® is *formed on a radius equal to'the 
maxinnim radius of the cornea® involves a departure from thia 
broad disclosure. 

Claims 1 to 6 inolusive have been dancelled. 

Cleina 7 to 12 inoluaive ore rejeoted, 

app iitane should prepare for finel ectione 


176a 
DEFENDANT'S EXHIBIT JJ-1 


(Letterhead of Mason & Graham, Counselors at Law): 


November 21, 1963 
Mr. James W. Clement 
Dressler, Goldsmith, Clement, Gordon & Ladd 
Prudential Plaza 
Chicago, Tlinois 60601 


Re: Solex v. Midwest 
Dear Jim: 


Because I was an attorney of record in the above case 
in Chicago which was recently settled, I believe I should 
mention a matter which comes to my mind in connection 
with the enclosed copy of a letter dated November 5, 1963, 
which PCL has apparently sent to its licensees. 


I am not familiar with the details of the settlement, but 
as I recall, we both were, of the view that the PCL license, 
in its present form, might be contrary to the antitrust laws 
because it specifically required payment of royalties on 
unpatented items; and if it should ever be so held, Mid- 
west might receive some antitrust repercussions because, 
by authorizing PCL to include the Hornstein patent in its 
present license contracts, Midwest might be held to be 
participating with PCL in the use of this particular form 
of license agreement. 


What do you think? 
Sincerely 


/e/ C. M. 
of Mason & Graham 
CM R 
Ene. 


